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fe and receive what the said Court shall have considered Oy 
~ in that behalf. And this you are not to omit under “ 
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or before the first Monday of May, 1902, or the 


bill will be taken pro hag foes against it. 


PAS oe, 
Clerk. 


(Endorsed) I hereby certify, That on the 19th day 


of March, 1902, at the City of New York, in my 
district, I served the within Subpoena in Equity 
upon the within-named defendant Universal 
Yalking Machine Manufacturing Company. by 
exhibiting to J. A. McNabbas, General Man- 
ager of said Co., doing business at. No. 23 East 
20th St., New York City, the within original 
and at the same time leaving with him a copy 


‘ thereof.—-Wm. Henkel,.United States Marshal, 


Southern District of New York.—Dated Mar. 


/ 20, 1902.--U. S. Circuit Court, Southern Dis- 


. trict of New York.—Filed Mar. 20, 1902.—-John 
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A. Shields, Clerk. 


Bill of Complaint. 
On Sound Record. 


THE HONORABLE THE JUDGES OF ‘THE CIRCUIT 
Court or tHE Unirep STares FoR THE SOUTH- 
ERN District or New YorK. 


The American Graphophone Company, a corpora- 
tion created and existing under and by virtue of the 
g Jaws of the State of West Virginia, and having its 


principal office at Washington City, in the District . 
‘Columbia, brings this, its bill of complaint, 


of 


against the Universal Talking Machine Manufactur- 
ing Company, a corporation created and existing 
under and by virtue of the laws of the State of New 
York, at No. 23 East Twentieth street, in the Bor- 
ough of Manhattan. 

And thereupon your orator complains and Seay: 


That Chichester A. Boll and Sumner Tainter, then 
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Pe ies F . 
and joint inventors of certain new and useful im- 


provements in recording and reproducing speech and * 


other sounds, which improvements were not known 
or used by others in this country before their inven- 
tion thereof, and were uot patented or described 
in any printed publication in this or any foreign 
country before their invention or discovery thereof, 
and were not in public use or on sale in the United 
States for more than two years prior to their appli- 


~L 


cation fora patent therefor, and which had not been » 


abandoned. 
2. 


That thereafter the said Chichester A. Bell and 
Sumner Tainter made application in due form of 
law to the Commissioner of Patents for the grant 
of Letters Patent of the United States for the said 
invention, and then and there fully complied in all 
respects with the’provisions and requirements of the 
laws of the United States in such case made and pro- 
vided; that thereupon, due proceedings being had 
upon said application, Letters Patent of the United 
States, in due form of law, were issued and delivered 
to the said Chichester A. Bell and Sumner Tainter, 


in the name of the United States of America, under — 


_ the seal of the Patent Office, and signed and coun- 


tersigned respectively by the proper officers of. the 


United States, numbered 841,214, and dated May 4, : A 


1886; and that the said Letters Patent did grant to 
the said Chichester A. Bell and Sumner Tainter, 
their heirs or assigns, for a term of seventeen years 
from thesaid 4th day of May, 1886, the exclusive right | 
to make, use and vend the said invention through- 
out the United States and the Territories thereof, as - 
by reference to the said Letters Patent or aduly au- 
thenticated copy thereof, here in court to be pro- 
duced, will more fully and at large appear. 
3. 
And your orator further shows that on the 29th 
day of March, 1887,.said Chichester A. Bell and 


© 
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i 


10. Sumner Tainter, by an instrument in writing duly 


signed and delivered, and recorded in the United 


States Patent Office the 22d day of September, 1887, - | 


' did give, grant and convey to the Volta Grapho- 
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. - i ind 
- phone Company, a corporation organized and exist- 


ing under the laws of the State of Virginia, its suc- 


 cessors and assigns, the entire right, title aud interest 


‘jn and to said Letters Patent No. 341,214, granted 
to them as aforesaid, and in and to the invention 
secured thereby, as by reference to said instrument 
or a duly authenticated copy thereof, here in court 
to be produced, will more fully and at large appear. 


4. 


That on the 24th day of January, 1893, the said 
Volta Graphophone Company, by an instrument in 


writing, duly signed, sealed and delivered and re- | 


corded in the United States Patent Office the 25th 
day of January, 1893, did give, grant, assign, and con- 
vey to your orator, its successors and assigns, the 


~ entire right, title and interest in and to the inven- 
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tion secured thereby, as by reference to said instru- 
ment or a duly authenticated copy thereof, here in 
court to be produced, will more fully and at large 
appear. 

5. : 


That your orator has been ever since the date of 


the assignment Jast mentioned, and was at the time, | ~ 
of the commission of the acts hereinafter complained 


of, and is now, the sole and exclusive owner of the 
said Letters Patent and of all claims for ivfringe- 
ment thereof; and has been and is, save for the 
doings of this defendant, and others activg in 


concert with if, in the exclusive possession (of . 


said Letters Patent and of all claims for infringe- 


ment thereof; and has been and is, save for the © 
doings of this defendant and others acting in con- |’ 


cert with if. in the exclusive possession of said rights 


and privileges; and is entitled to the ex 


clusive use; , 
' benefits, and advantages of the said invention and. 
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improvements, and to sue for and recover to its own 13 


use and in its own name all claims for the infringe- 
ment or violation thoreof. 


6. 


And your orator further shows that it has ex- 
pended Jarge sums of money in practicing said in- 
ventions and introducing the same into public use, 
wud the same is of great commercial value and 
practical utility; that a great public interest has 
been manifested therein, and a large demand created 
for apparatus constructed in accordance with or em- 
bodying the same, which demand your orator is 
ready aud able to supply; that the public generally 
in all parts of the United States have recognized and 
acquiesced j in he facts that the said Belland Tainter 
were the oripinal, first and joint inventors of the 
said inventios, and that the patent above named is 
a good and valid patent; that the public have also 
acknowledged the’ claims of your orator to the ex- 
clusive right to said inveution under said patent; 
and that, but for the infringement and wrongs here- 
inafter complained of, your orator would now be in 
the peaceful possession and enjoyment of the said 
Letters Patent and invention, and of the income de- 
vivable therefrom. 

7 

And your orator further shows, upon information 
and belief, that your orator and all persons making 
under authority of your orator apparatus for record- 
ing and reproducing sounds and sound-records, em- 
ploying, embodying, and operating or made in ac- 
cordance with, the invention described and claimed 
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in the Letters Patent aforesaid, have giv en notice to | 


the public that the same are patented, and have 
affixed thereto the word ‘ I -atented,” together with 
the day and year the said patent was granted; and 


your orator further shows that the said cefendant 


was duly notified of its infringement hereinafter 
complained of, but refused to desist therefrom: and |, 
still continues so to do. 


< 
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And your orator shows that its said patent in suit Rang Matt TE Validity 
discloses and claims, among other things, the three Ke -sound.-1; 
following inventions: First, as a new article, an eu- i ee , Sraviug 
: graved sound-record or a sound record in wax-like i . . “€ngrayvin 
material (set forth by claims 7, 10, 11, 12, 14, 17, 18 i reat a “ 
and 45 thereof); second, recording or engraving ap- } 2 hey 
paratus and devices, for cutting upon a wax-like t . And y 
tablet to tae e sound records (set forth by claims Rt ina hard 
3, 4, 5, 6, 11, 13, 30, 81, 82, 33, 34 and 35 thereof); le Sy form, dep 
and third, ai wiethod or step or process of produ- b. _to ‘sound 
cing said sound records by engraving or cutting or ie ‘records, : é 
removing the material of the tablet in chips or ’ ‘| -accordam 
_ shavings to produce a record-groove having irregu- ’ “patent ir 
1 Jarities corresponding to sound-waves (set forth by ‘ .. First; the 
claims 1, 9 and 15 thereof). Hg ; ‘tablet of) 
< Fas. Sy. Cutting o 
es ae ing the m 
And your orator shows that its said patent has thle . Btoove of 
been before various Circuit Courts of the United nit ; undulatios 
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others in the United States Circuit Court for New EET hal , OF Wax-lik 
Jersey ina suit against Edison Phonograph Works, be conductive 
in which, after full proofs taken, the defendant con- wi fe -., .6taphite‘¢ 
sented to a final decree upholding the validity of the ; ee ee Upon: this’ 
patent in all respects and awarding an injunction, s an ie the t ust 
F the defendant thereupon accepting a license; in the ve fF Z ’ ig: beet < 
1g United States Circuit Court for the N orthern District AY. esas os cote used 4 
of Illinois against Amet, in which the claims rela- [ a Bee tablet. ; 
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Rep., 789; Jd., 1008); in the United States Circuit et ae ae oa 
Court for the Southern District of New York against f : Pipe tes oat 
Leeds, in which the novelty of the said engraved k A AL cite a “ada you 
sound-record or wax-like sound-record and of the 7 at Get souride 
engraving apparatus and engraving step was sus- 3 Saat. ANP ae . preted: 
tained (87 Fed, Rep., 873); in the same court against of m4 forth ‘invol 
Walcuit, in which the validity of the said claims for. parry tc Aamo (claimed. ‘in 
the engraving method and the engraved sourid-record tol PYROS Uabat ghee ce th 
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unreported decisions, sustaining the novelty and the 
validity.of the said claims for the said engraved 
sound-record or wax-like sound-record, the said én- 
graving apparatus, device and tools, and the said 
engraving method or step. 


10. 


And your orator further shows that sound-records 
in a hard material containing sound-grooves of uni- 
form depth with lateral undulations corresponding 
to sound-waves, commonly known as zigzag disc 
records, are now extensively produced under and in 


1 


accordance with the above specified claims of this . 


patent in suit in the following manner, to wit: 
Virst, the original record is cut or engraved in a 
tablet of wax-like material, a suitable recording-tool 
cutting or engraving into the said tablet and remov- 
ing the material in chips or shavings to produce a 
groove of uniform depth characterized by lateral 


20 


undulations corresponding to the sound-waves; - 


second, the surface of this engraved sound-record 
or wax-like sound-record is then rendered electrically 
conductive, as by the application of finely powdered 
graphite or the like; third, a matrix is deposited 
upon this electro-conductive surface by electrolysis, 
in the usual manner; and, fourth, the matrix hav- 
ing been separated from the original, is backed up 
and used as a stamp or die for impressing into a disc 
or tablet of suitable material, to produce the ulti- 


mate or commercial zigzag disc sound-record as 
aforesaid. 


1 


And your orator further shows that in producing 
the sound-records in the manner just disclosed in 
the preceding paragraph, the first step therein set 
forth involves the use of the wax-like material 
(claimed in and by claims 7, 10,11, 12, 14, 17, 18, 
and 45 of the patent in suit), it also involves the em- 
ployment of the recording, or engraving apparatus 
and devices (claimed in and by claims 3,.4, 5, 6, 11, 


re 8 


99 13, 30, 31, 32, 33, 84, and 35 of the said patent), and r, 
it further involves the use of the method or process 
(claimed in and by claims 1, 9, and 15 of the said 

. patent); and the production in this manner of the © 

- ultimate or commercial zigzag disc sound-records in 

hard material constitutes an infringement of the 

claims just specified; and the said matrixes and the © 

said sound-records themselves likewise constitute _ 

infringements of the said claims. 


12. 
And now your orator further shows, upon informa- 
tion and belief, that this defendant has recently been 
23. organized, by persons well knowing the premises and 
your orator’s rights, for the express purpose of 
undertaking and engaging in the production of. the ~ 
.) » Zigzag disc sound-vecords in the manner specified in 
paragraphs 10 and 11 hereof; that, without the li--. 
cense or consent of your or, ator but in violation of 
your orator’s rights aforesaid, before the execution 
of this bill of complaint, and within the Southern 
i! District of New York anid elsewhere within the» 
United States, this defendant bas ‘made and used 
and sold, and has caused to be made and used and 
sold quantities of zigzag disc sound-records i in hard | 
material produced in the manner specified in 
paragraphs 10 and 11 hereof, in violation of the | 
“94 above specified claims of the patent in suit;and that .. 
the defendant is stillso doing and is threatening and 
preparing to continue its said unlawful acts, 
to your orator’s great loss and damage; and that: 
the said defendant has thereby realized and received 
and is now realizing and receiving large gains. and 
profits, but to what extent your orator is ignorant, jy 
and therefore prays a discovery thereof. A 
Wherefore, your orator complains that the said 
defendant Universal Talking Machine Manufactur- 
ing Company, wrongfully and without license, 
within the Southern District of New York and else- 
where within .the United States, has. infringed: 
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claims 7, 10, 11, 12, 14, 17, 18 and 45, and also claims 
3, 4, 5, 6, 11, 18, 30, 31, 82, 33, 34 and 25, and like- 
wise claims 1, 9 and 15 of the patent in suit, and 
each of said claims; that the said defendant is still 
continuing and is threatening and preparing to ex- 
tend his said infringements further; and that it has 
realized and received great gains and profits from its 
said infringement and caused great loss and damage 
to your orator. 

And forasmuch as your orator can have no relief 
save in this Honorable Court, your orator prays as 
follows: 


1. That the said defendant Universal talking Ma- 
chine Manufacturing Company, and its associates, 
attorneys, assigns, servants, clerks, agents and 
workmen, and each of them, may be perpetually 
enjoined and restrained by a writ of injunction 
from directly or indirectly making or causing to be 
made, using or causing to be used, and selling or 
causing to be sold, any of the engraving appa- 
ratus and devices and tools aforesaid, and the en- 
graving method or step aforesaid, and any of the 
engraving sound-records or wax-like sound-records 


26 


aforesaid, and any of the matrixes whose production... 


involves any of the same; 


2. That the defendant may be compelled, by order 
of this Honorable Court, to deliver up to the judicial 
custody for destruction, all engraving apparatus 
and devices and tools for producing sound-records. 
and all engraved or wax-like sound-records, and all 
matrixes whose production involve the same or the 
engraving method, in its possession or control; 


3. That your Honors will grant unto your orator 
a preliminary injunction to the same purport, tenor 
and effect as hereinbefore prayed for with regard to 
said perpetual injunction; 


4. That your Honors will grant an accounting for 
damages and profits by reason of the said defend- 
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ant’s aforesaid infringement of the patent in suit, 
and may increase the damage aforesaid to a sum | 


not pmcodi i three times the amount thereof; 


5. That the defendant be decreed to pay the Peete 
of this suit; and 


6. That your orator may have such other and 
further relief as the equity of the case may re- 
quire. 

To the end, therefore, that the said defendant 
may, if. it can, show why your orator should not 
have the relief hereby prayed, and may full, true 
and direct answer make—but not under oath, an- 
swer under oath being expressly waived—according 
to the best and utmost of its knowledge, informa- 
tion, remembrance and belief, to the several mat- 
ters hereinbefore 
particularly as if the same were repeated, paragraph 
by paragraph, and said defendant thereto severally 
and specifically interrogated, may it please your 
Honors to grant to your orator the writ of subpoena 


ad respondendum issuing out of and under the seal. , 


of this Honorable Court, directed to said defendant 


Universal Talking Machine Manufacturing Coms, he. 


pany, commanding it to appear and make answer 
to this bill of complaint, and to perform and abide 
by such orders and decrees. herein as to this Court 
may seem just. 
And your orator will ever pray. 
-AMERICAN GRAPHOPHONE CoMPANY, 
By E. D,. Eason, 


[seat] ve, _ President. 
Attest: if 
ki. O. Rockwoop, ; ea 
Secretary. 


Exvisua K. Camp, 


. Solicitor for Complainant. 
PuHitip Mauro, 


Cc. A. L. Massim, 
Qf Counsel. 
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Jom plainant. 
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Stare of New York, ) roe 
County of New York, { °°" 


Epwarp D. Kasrox, being duly sworn, deposos 
and says: that he is president of the American 
Graphophone Company, named as complainant in 
the foregoing bill; that he has read the same and 
knows the contents thereof, and that the same is 
true of his own knowledge, save as to the matters 
therein stated to be alleged upon information and 
belief; and that as to those matters he believes it to 
be true; and that the seal aftixed to said bill is the 
corporate seal of said complainant, and was by him 
affixed to the bill by authority of said corporation. 


Epwarp D. Easton, * 


Subscribed and sworn to before me, ) 
this 17th day of March, 1902. s 
ELIsHA K. Camp, 
[SEAL. | * Notary Public, 
IN: date OO. 


(ndorsed)—U. S. Cireuit Court, S. D. of N. Y.— 
American Graphophone Co. vs. Universal 'Talk- 
ing Machine Manufacturing Co.—Bill of Com- 
plaint.—Elisha K. Camp, Solicitor for Complain- 
ant, 277 Broadway, New York City.—U.S. Cir- 
enit Court, Southern Districi of New York.— 
Filed Mar. 19, 1902.—John A. Shields, Clerk. 
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IN THE CIRCUIT COURT OF THE UNITED 
STATES, 


SoutHERN Disteicr or New Yor. 


———— ee 


PANY, 
Plaintiff, 


Vs. In Equity. 


UNIVERSAL TALKING MACHINE 
MANUFACTURING COMPANY, 
Defendant. 


The answer of the Universal Talking Machine 
Manufacturing Company, the above named defend- 
ant, to the bill of complaint of the American Graph- 
ophone Company, the above named complainant. 

This defendant now and at all times hereafter sav- 
ing and reserving to itself any and all manner of 
benefit or advantage of exceptions, or otherwise, 
that can or may be had to the many errors, uncer- 
tainties and imperfections in the said bill of com- 
plaint contained, for answer to said bill, or so much 
thereof as the defendant is advised-is material or 

necessary for it to make answer unto, answering 
says: 


1. Whether the said plaintiff, the American 
Graphophone Company, is a corporation duly organ- 
ized and existing under the laws of the State of 
West Virginia this defendant does not know, save 


by information contained in said bill of complaint, — 


and calls upon said plaintiff for proof thereof. It 
admits that it is a corporation created and existing 
under and by virtue of the laws of the State of New 
York. 
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2. This defendant denies that Chichester A. Bell 37 
and Sumner Tainter were the original, first or joint 
inventors of the alleged improvements in recording 
and reproducing speech and other sounds referred 
to in paragraph 1 of the billof complaint, and denies 
that the same were not. known or used by others in 
this country before the date of their alleged inven- 
tion by the said Bell and Tainter, and denies that 
they were not patented or described in any printed 
publications in this or any foreign country before 
the invention of the said Bell and Tainter, and de- 
nies that they were not in public use or on sale in 
the United States for more than two years prior to 
the date of the application of the said Bell and 
Tainter for a patent therefor, and denies that the 38 
same had not been abandoned to the public. 


3. This defendant believes and admits that certain 
Letters Patent of the United States, No. 841,14, 
dated May 4, 1886, were issued to the said Chichester 
A. Bell and Sumner Tainter for certain alleged im- 
provements in recording and reproducing speech 
and other sound, but denies that the said Bell and 
Tainter in making application therefor complied 
in all respects with the provisions and requirements 
of the laws of the United States in such case made 
and provided; and denies that any valid, exclusive 
rights were acquired by virtue of the issue of the 
said Letters Patent. 39 


4. This defendant does not know and has no in- 
formation, save by said bill of complaint, whether 
said Letters Patent No. 341,214 were assigned by 
the said Bell and Tainter to the Volta Graphophone 
Company, as alleged in paragraph 8 of the bill of 
complaint, and calls upon the plaintiff for proof 
thereof. 


5. This defendant does not know and has no in- 
formation, save by said bill of complaint. whether 
said Letters Patent No. 841,214 was duly assigned 


41 


42 


40 


_license of the plaintiff, any constructions, or de- 


that the plaintiff is now, or ever 
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unto the plaintiff, the American Graphophone Com- 
pany, by the said Volta Graphophone Company, and 
calls upon the plaintiff for proof thereof. 


6. This defendant denies that it has ever made, 
sold or used, directly or indirectly,. without the 


vices which infringe any of the claims of the said 
Letters Patent hereinbefore referred to; aud denies 
was, the sole and 
exclusive owner of any rights acquired under ‘or by 
virtue of the said Letters Patent,.or otherwise, 
which this defendant has infringed. - 


. This defendant denies that the plaintiff has ex- 
esas large sums of money in practicing and in-— 
troducing to the public any invention or improve- |. 
ment which this defendant has made, sold or used, * 
directly or indirectly, and denies that there has been 
any public acquiescence that Bell and Tainter were 
the first original inventors of the devices and con- 
struction which the complainant by the said bill of .- 
complaint claims broadly was the invention of the & 
said Bell and Tainter, and denies that. the, said pat-_ 
ent is a. good and valid patent; and. this defendant . 
denies that the public have acknowledged these | 
claims of the plaintiff to the exclusive right to the 
said alleged invention under the said patent; and 
this defendant denies that it has done or performed . 
any acts, directly or indirectly, which have in- — 
fringed or interfered with apy nents of! the Pipmone ne 
in the premises. —. ; 


45 } om 


8. This defendant denies that. it ine infringed the 
said Letters Patent in suit, No. 341,214, by making, 
using or vending engraved or scratched sound record — 
such as set forth by claims 7, 10, 12, 14,17, 18 or - 
45 thereof, or by making, using or vending any 
method or thing described or claimed in the said'') ’ 
Letters Patent in suit, and denies .that it has 
produced any sound record by means of dee ~~ 


~ 
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vices or things such as set forth in claims 
3 4, 8, 6,4 11, 18, 30, «31, $9; 33, B44: or 
35, or such as sef forth in any of the claims 
of the said Letters Patent, and denies that it has em- 
ployed the methods set forth by claims 1, 9 or 16 of 
the said patent, or any methods of the said patent; 
and denies that it had done anything wrongfully or 
unlawful in the premises, as alleged; and denies 
that it had deprived the plaintiff of any profits to 
which it was justly entitled, or intended or intends 


ider or by . ee so to do. This defendant denies that it is now in- 
stherwise, q *: fringing, or threatening to infringe, any rights of 
o B? the plaintiff in the premises, and denies that the 
be plaintiff, by reason of any unlawful acts of this 
tiff has ex- PY defendant, has suffered, or is suffering, or will 
ag and in- . suffer, any great or irreparable loss or injury, and 
* improve- iy! denies that the plaintiff is or will be deprived of any 
d or used, Bate gains or profits, by reason of any unlawful acts of 
‘e has been % % this defendant; this defendant denies that it has de. 
inter were Ee rived or received, or is still deriving, or receiving, 
4g and con- Bie any gaibs or profits whatsoever by reason of an 
said bill of Bie unlawful acts in the premises as alleged. 
tion of the Wa 
e said pat- Ri, 9. This defendant denies that it has by any acts 
deggndant ee whatsoever encouraged or induced, ov is encourag- 
Iged these fl % ing or inducing, others to infringe the said Letter 
ght to the Bt Patent in suit. 
itent; and Nae 
performed a 10. This defendant denies that it was duly notified 
. have in- by plaintiff of the alleged infringement complained 
he plaintiff of in said bill of complaint; and denies that it ve- 
fused to desist from any infringement of any rights 
| ae gt eee ee of the plaintiff in the premises. , . 
fringed the yy This defendant avers that the plaintiff has 
by making, thf wa wholly failed to comply with the requirements of ae ay 
ound record is Section 4900 of the Revised Statutes of the United pee SO Rasa 
\4,8f7, 18 or ee States, in that it has wholly failed to give public ‘ NARI 14 
ending any mae notice of the fact of the issue of the said respective a? lel sabes wef 
in the said AS Letters Patent, or of the number or date of the net wn AREA 
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46 invention, by virtue of the said respective Letters 


47 


48 


- 


‘and otber sounds, described and claimed in said Let-. 


Patent in suit, or otherwise, by marking, stamping, 
or otherwise affixing notice to said alleged patented 
improvements, in suit as made, sold or used by the 


plaintiff; but that it has failed to make the said 


alleged patented improvements as required By said 
section of the revised statutes. 

This defendant, further answering, and not waiv- 
ing any, but insisting upon all and singular the mat- 
ters herein set forth, further says, by way of de- 
fense to the said bill of complaint, upon informa- 
tion and belief, that the said Letters Patent in suit 
are null and void, for the reasons as follows, to wit: 


11. That the said Chichester A. Bell and Sumner 
Tainter, the alleged joint inventors of the alleged 
improvements in recording and reproducing speech 


ters Patent, No. 341,214, were not the true, original, 


or first inventors or discoverers, or joint inventors | 


or discoverers, of the said alleged improvements de- 
scribed in said Letters Patent, nor of any material 
or substantial part thereof, but that the thing pat- 
ented in the said Letters Patent, No. 841,214, was 
prior to the alleged-invention or discovery of the 
said Bell and Tainter, known to and used by the 


hereinafter mentioned persons at the hereinafter . 


mentioned places, respectively, to wit: 


Thomas A. Edison, of Llewellyn Park, New Jer- 


sey, at Menlo Park, New Jersey, and elsewhere. 


Emile Berliner, of Washington, D. C.,.at Wash-. ~ 


ington, D. C., and elsewhere. 


John F. Ott, of Orange, New Jetsoy, at. Menlo 


Park, Orange, New Jersey, and elsewhere. 

Edward H. Johnson, of Greenwich, Connecticut, 
at Menlo Park, New Jersey; New York, New York, 
and elsewhere. 

Charles Batchelor, of New York, New York, at 


Menlo Park, New Jersey; New York, New York, 


and elsewhere. 
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John Kruesi, Schenectady, New York, at Menlo 49 


Park, New Jersey; New York New York, and else- 
where. 

James U. McKenzie, of Brooklyn, New York, at 
Menlo Park, New Jersey, New York, New York, 
and elsewhere. 

George H. Harrington, of Wichita, Kansas, at 
Wichita, Kansas and elsewhere. 

Frank Lambert, of Brooklyn, New York, at An- 
sonia, Connecticut, Jamaica, Brooklyn and New 
York, New York, and elsewhere. 

Kugene Pastre, of Brooklyn, New York, at’ An- 
sonia, Connecticut; at Jamaica, Brooklyn, and New 
York, New York, and Pisa hare: 

Walter D. Davis, of Brooklyn, New York, at 
Ansonia, Connecticut, Jamaica, Brooklyn and New 
York, New York, and elsewhere. 

Isaac W. Heysinger, of Philadelphia, Pennsyl- 

vania, at Philadelphia, Pennsylvania, and elsewhere. 

Ansonia Clock Company, of Ansonia, Connecticut, 
at Ansonia, Connecticut, and elsewhere. 

Clarence J. Blake, of Boston, Massachusetts, at 
Boston, Massachusetts, Washington, D. C., and 
elsewhere. 

Clarence K. Gifford, of Jamestown, New York, at 
Jamestown, New Yor k, Chicago, Ilinois, Lewiston, 
Pennsylvania, and elsewhere. 

Sigmund Bergmaun, of New York, New York, at 


50 


New York, New York, Menlo Park, New TRF, 51 


and elsewhere. 

Theodore W. Searing, of South Norwalk, Con- 
necticut, at New York, New York, and elsewhere. 

C. H. Field, of Providence, Rhode Island, at Prov- 
idence, Khode Island and elsewhere. 

O. H. Bogardus, of Syracuse, New York, at 
Syracuse, New York, and elsewhere. 

Theodore Cooper, Crompton Mills, Warwick, 


Rhode Island, at Crompton Mills, Warwick, and’ 


Providence, Rhode Island, and elsewhere. 
R. Kennedy, of Mt. Carmel, Connecticut, at Mt. 
Carmel, Connecticut, and else where. 


52 


53 


54 
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Ralph 8. Mershon, of Zanesville, Ohio, at Zanes- 
ville, Ohio, and elsewhere. 

Gioani Betini, of New York City, New York City, 
New York, aud elsewhere. 

“L. Hillman, of Newton, New Jersey, at Newton, 
New Jersey, and elsewhere. 

VWrederick D. Miles, of Philbdelphiay Pennsyl- 
vania, at Philadelphia, Pennsylvania, and_ else- 
where. : 

James M. Connor, of Brooklyn, New York, at 
Brooklyn, New York, and elsewhere. 

George R. Babbit, of Providence, Rhode Island, 
at Providence, Rhode Island, and elsewhere 

John C. Guerrant, of Danville, Virginia, at Dan- 
ville, Virginia, and clsewhere. 

Robert B. Atchison, of Boston, Massachusetts, at 
Boston, Massachusetts, and elsewhere. 

Loring Pickering, of San Francisco, California, at 
San Francisco, California, and elsewhere. 

A. Wilford Hall, of New York, New York, at 
New York, New York, and elsewhere. 

Thomas L. Lugers, of Philadelphia, Pennsyl- 
vania, at Philadelphia, Pennsylvania, and else- 
where. — 

~ Milton Bradley, of Springfield, Massachusetts, at 
Springfield, Massachusetts, and elsewhere. 

Robert N. Lockwood, of New York, at New York, 
New York, and elsewhere. 

William A. Leggo, of New York, New York, at 
New York, New York, and elsewhere 

A. 8. Nichols, of New Haven, Connecticut, at 
New Haven, Connectic ut, and elsewhere. 

J. Harris Rogers, of Washington, D. C., at Wash- 
ington, D. G., and elsewhere. 

James Webb Rogers, of New York, New York, at 
New York, New York, and elsewhere, 

Christopher ©. Reynolds, of Prescott, Arizona, at 
Prescott, Arizona, and elsewhere. 

Jobn, Absterdam, of New York, New York, at 
New York, and elsewhere. 
Rufus Anderson, of New York, New York, at 
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New York, New York, Danville, Pa., and elsewhere. 55 


Seth EK. Beedy, of Farmington, Maine, at Farm- 


ington, Maine, and elsewhere. 


John J. Linscott, of Farmington, Maine, at Farm- 


ington, Maine, and elsewhere. 


Collett Leventhorpe, of Rutherfordton, North 


Carolina, at Rutherfordton, North Carolina, and 
elsewhere. 


Sanuel HI. Bartlett, of New York, New York, 


at New York, New York, and elsewhere. 


Also to others, whose names and residences and 


places of prior knowledge and use are at present un- 
known to this defendant, but which it craves leave 
hereafter add as it may be advised. 


56 
11. That the thing patented in the said Letters 


Patent No. 341,214, were in public use and on sale 
in the United States for more than two years prior 
to the respective dates of the respective applications 


for said Letters Patent in suit, and that such use 


and sale was had by the foregoing named persons at 


the foregoing named places, respectively. 


12. That the thing patented in the said Letters 
Patent No. 341,214, had prior to the alleged inven- 
tion or discovery thereof of said Bell and Tainter 


been patented and described in the hereinafter men- 


tioned Letters Patent of the United States and 


foreign countries. BT 
Number. Date. Patentee, 
Lf146- April 28," 16b0:.. =: 2; Charles H. Tield. 
$2,909... J aly 30, 1861_-<---.: C. H. Bogardus. 
52,292._January 80, 1866.--.T. Kennedy. 
56,141.-July 3, 1866____.....Theodore Cooper. 


72,521_.December 24, 1867--.Ralph S. Mershon. 
93,619.. August 10, 1869____- L. Hillman. 


1155984. June 18, 1871. ..:..-- James M. Connor. 
111,859... February 14, 1871....Frederick B. Miles. 
153,212.-July 21, 1874_...---- George R. Babbitt. 


174,7 Pa gk (a Robert B. Atchison. 


Seeman See 
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>) iam 7 | 20 pe thee 
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58 Number. Date. Patentee. fe aly ‘i T : - 

183,920..October 31, 1886..-.. John CG. Guerrant. RAE RRR Uaemeioe, fe 
191,464..May 29, 1877.....--- Loring Pickering. Bs yg ¥2 Tho 
200,521. February 10, 1878....Thomas A. Edison. oe pin; s “Pp. 
‘ » 201,760..March 26, 1878....-- Thomas A. Edison. f id te ee | 

; 213,554..March 25, 1879... .- Vhomas A. Edison. f wa ay Pho 
219,939..September 28, 1879-.A. Wilford Hall. ih ee Oh 
222,292. December 2, 1879....Thomas I. Luders. if si \: me 3 
925,457..March 16, 1880. ..--Milton Bradley. Me 3) 

227,679..May 18, 1880______.- Thomas A. Edison. tee Pe tf: 

231,065. _August 10, 1880_--- -- gh M. Lockwood Fe: : i <, Gen 

et al. Bit ss _ Chi 
232,978..October 5,| 1880---.-- John W. Kenyon. bi ms use: 

238,929.-March 15, 1881...--- William A. Leggo. bs). 4. , 
59 266,746..October 31, 1882. ..-- Seth E. Beedy. gb’ fia! P 

271,903. February 6, 1883.-...A. S. Nichols. Ft dae ser | 
i : 277,349. _May 8, 1888..........J. Harris Rogers. f x j rade: 
279,292. June 12, 1883....--.-James H. M. Wal- gts Gab 

dorp. Be AS ‘Pau 
283,665_. August 21, 1883......James W. Rogers. Wie neg 6 Be 

287,166..October 23, 1883....-Christopher C. Rey- Bis es fas bg 

nolds. —_- Bri ‘ay ‘oP: 

295,219..March 18, 1884._..--John Amsterdam. 63 Yt fg nal 

296,376._April 8, 1884... ---- Rufus Anderson. ‘is es Pp, 

293,080..May 6, 1884..--_...- Albert Schmid. ey a 

305,178_.September 16, 188+4- gee M. Guerrant 
| et al. 
341,212. May 4, 1886......_-- A. G. and C. A. Bell. 


841,287..May 4, 1886..-.... -Sumner Tainter. 
60 372,786 .. November 8, 1887....Emile Berliner. 


12,192. .January 9, 1855_-.. -- W. J. Casselman. 
624,625..May 9, 1899:..-..--- Clark and Johnson 
645,920_.March 20, 1900 _.---- T. B. Lambert 


Lerrers Parent,oF Great Briraty, as follows: 


Name, » Number. Date. 

William Mann_.-- .-- 1912 1857 
‘AimelL. E.Brittmayer — 324 1860 
Henry B. Greenwood — 325 1870 
Thomas A. Edison... 2909 1877 
Thomas A. Edison... 1644 18738 


Herbert J. Haddon.- = =.291 . _ 1882 


| 
| 
| 
| 
| 
| 


| 
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yuerrant. Name. Nusnerr. Date. ; Si en 
ickering. Thomas A, Edison. ..121,697 Webruary 19, 1878 Rah 
3 enw Patent of addition a. eae 
a Hdison. Bis : thereto ....).... eaod February 19, 1878 sity ae 
% hese’ 4, Thomas A. Edison. ..129,974 | September 16, 1878 ia 
° ee RS Charles Cros ..-.---- 124,218 July 27, 1878 Ran ¢: 
ladley ; iB Patent of addition ; 
LE Ricoh, iD thereto seep ecee Ee October 3, 1878 e: : 
1 arated Antonio Vicini ._.-.. 128,215 March 17, 1879 ahh 
ee Charles Weyher_.... 135,688 May 20, 1880 
Kéayon. ie Patent of addition 
A. Leggo. Bt thereto .._. La ae March 23, 1880 Ai amaee 
ee Bi Patent of addition : woth 
an si thereto ......... ---. July 11, 1880 - ; 
Rogers. a Be Patent of addition igs. 
L M. Wal- By THOU kg Beret in 27 September 20, 1883 nae 
Te Paul Goloubitxky ...145,584 | December 7, 1881 Meee 
. Rogers. ae Patent of addition 
ver C. Rey- . Va thereto ...4--.-- soe March 15, 1882 
fas Patent of addition ; 
isterdam. ° Bes, thereto ...-._... sake September 26, 1882 Pe os 
iderson, aa Patent of addition ; a, Be 
hg. B). thereto ......--. .... | September 20, 1883 ‘de 
t. Guerrant ' Rr Moret tt oe To, 146,670 March 17, 1882 Ve 
ban Worele£-8.28-— 1.2886, O78 March 17, 1882 Se TedNe 
es ie Bell. % iy Claude A. Terrier.--.156,749 | November 8, 1883 1 eee 
ae , i Lerrers Parent oF GERMANY, as follows: 63 ni 
sselman. ei sat 
1 Johnson p $ Thomas A. Edison.-- 12,631 July 12, 1878 hy 
mbert mt Kleist & Company.-. 11,053 January 24, 1879 ees 
Rah Thomas A. Edison... 14,808 August 18, 1881 re. boa [5 
s follows: con _ Thomas A. Edison.-- 12,681 April 27, 1881 leash 
Date. a 4 i Se ee 
gp a Letrers Parent or Canapa, as follows: aera hy i 
yi e2 | October 17, 1877 é 
a ye Thomas A. Edison... 8026 Issued October 20, mis 
— ee; 1877 : re 
pe na a Thomas A. Edison... 9282 October 19, 1878 rappin We kt 
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- 


66 
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Also the following Letters Patent granted to 
Thomas A. Edison in the countries named, to wit: 


Belgium, No. 43,984, dated January 31, 1878, and 
No. 45,375, dated June 29, 1878. 

Italy, No, 422, dated February 8, 1878, and No. 

, dated July 4, 1888. 

Austria, dated January 1, 1579, and dated Janu- 
ary 8, 1879. { 

Spain, dated May 6, 1878. 

Russja, No. 1161, dated February 15-27, 1882. 

Norway, dated October 8, 1878. 

Sweden, dated March 29, 1879. 

Denmark No. 1345, dated October 81, 1878. 

India, deposited March 20, 1879. 

New South Wales, dated September 16, 1878. 

Victoria, dated August 13, 1878, and No. 2549, 
dated August 15, 1878. 

That the thing patented in the said Letters Patent 
in suit, No. 341,214, and all material and substantial 
parts thereof, had prior to the date of the alleged - 
invention and discover 'y of the said Bell and Tainter, | - 
been fully and accurately described and published 


in the following printed publications, to wit: 


Chemical News and Journal of Physical Science,» a. 


Vol. 37, page 99 et seg., published at London, March 


- 8, 1878, by William Crookes. 


Chambers’ Journal, Vol. 55, page 126 oa seq., pub- 
lished at London and Edinburg, February 23, 1878, ° 
by W. & R. Chambers. 

Chambers’ Journal, Vol. 55, page 206 et seq., pub- 
lished at London and Edinburg, pMarch 30, 1878, 
and by W. & R. Chambers. 

Chambers’ Journal, Vol. 55, page 256 ot seq., pub- 
lished at London and Edinburg, April 20, 1878, by 
W. & R. Chambers, 

Engineering, Vol. 25, page 187 ef sey., published — - 
at London, March 8, edited by W. H. Maw and’ J.” 
Dredge. 

The Engineer, Vol. 25, page 84 el seq., published 


a SLE FETT 
Pocst piven: ee 
: sate tio 
‘ 


ee stoner 


Re PS Oe © 
oe fs . 
Sr tase * 
= oR) & oR,’ a 
re) : aves: ‘ 
; , BED iors 
‘ 
4 


ate a ee a 7) 


Pho Me: 
Ne 


Cieeteert ot 


cere 
Set car 


= 


- 
ntwgranted to 


amed, to wit: 
y 31, 1878, and 


1878, and No. 


ad dated Janu- 
15-27, 1882. 


= 
31, 1878. 


er 16, 1878. 
| and No. 2549, 


| Letters Patent 
and substantial 
e of the alleged 
‘ell and Tainter, 
| and published 
s, to wit: 


hy fcal Science, 
, London, March 


126 et seq., pub- 
-bruary 23, 1878, 


206 et seq., pub- 
March 30, 1878, 


: 256 et seq., pub- 
\pril 20, 1878, by 


w 
ft seq., published 
H. Maw and J. 


ot seq., published 


23 


at London, August 2, 1878, by George Leopold 67 


Riche. 

The Engincer, Vol. 56, page 283 ef seq., published 
at London, October 19, 18838, by George Leopold 
Riche. 

The Gentlemen's Magazine, Vol. 20, New Series, 
page 688 ef seq., published at London, June, 1878, 
by Chatto & Windus. 

Harper's New Monthly Magazine, Vol. 57, page, 
312 et seq., published at New York, July, 1878, by 
Harper & Brothers. 

Harper’s New Monthly Magazine, Vol. 57, page 
470 et seq., published at New York, August, 1878, 
by Harper & Brothers. 

Harper’s New Monthly Magazine, Vol. 57, page 
632 ef seq., published at New York, September, 
1878, by Harper & Brothers. 

Harper’s Weekly, Vol. 22, page 249 et seg., pub- 
lished at New York, March 30, 1878, by Harper & 
Brothers. 

Tron, Vol. IL., page 801 ef seq., published at Lon- 
don, March 9, 1878, by ‘‘ Iron ” offices. 

Iron Age, page 27 set eq., of issue of June 27, 
1878, published at New York, by David Williams. 

Tron Age, page 24 et seq., of issue of March 28, 
1878, published at New York, by David Williams. 

Iron Age, page 5 ef seg., of issue of May 23, 1878, 
published at New York, by David Williams. 

Iron Age, page 8 et seq., of August 22, 1878, 
published at New York, by David Williams. 

Journal of the Society of Telegraph Engineers 


and Electricians, Vol. 7, page 68 ef seg., published: 


at London, February 27, 1878, by E. and F. W. 
Spon. 

Journal of the Franklin Institute, Vol. 75, page 
266 et seq., published at Philadelphia, April, 1878, 
by the Franklin Institute. 
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348 ed seq., published at Philadelphia, May, 1878, 
by the Franklin Institute. 
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Journal of the Society of Arts, Vol. 26, page 109 
et seq., published at London, January 11, 1878, by 
George Bell & Sons, | 

Journal of the Society of Arts, Vol. 26, page 241 
et seq., published at London, February 15th, 1878, by 
George Bell & Sons. | 

Journal of the Society of Arts, Vol. 26, page 543 
et seg., published at London, May 10th, 1878, by 
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Knight’s New Mechanical Dictionary, page 671 eé¢ 
seq., published at Boston, in the year 1884, by 
Houghton, Mifflin & Company. 
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seq., published in New York, April, 1878, by H. N. 
Black. 

Manufacturer and Builder, Vol. 11, page 95 et 
seq., published at New York, April, 1879, by H. N. 

‘ Black. | 

Mechanics, Vol. 5, page 319 et seq., published at. 
New York, April 26, 1884. 

Nature, Vol. 17, page 90 et seq., published at 
London and New Work: November 29th, 1887, by 
Macmillan & Co. 

Nature, Vol. 17, page 190 et seg., published at 
London and New York, January 3d, 1878, by Mac- 
millan & Co. 

Nature, Vol. 17, page 291 el seq., published at 
London and New York, February 7th, 1878, by Mac- 
millan & Co. 

Nature, Vol. 17, page 415 ef seg., published at 
London and New York, March 21st, 1878, by Mac- 
millan & Co. { 

Nature, Vol. 17, page 384 et seq., published at 
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millan & Co. 

Nature, Vol. 17, page 423 et seg., published at 
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millan & Co. 
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lan & Co. 

Nature, Vol. 18, page 117 ef seq., published at 
London and New Ycurk, May 30, 1878, by Macmillan 
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at London and New York, May 23, 1878, by Macmil- 
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Nature, Vol. 18, page 240 e¢ seqg., published at 
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London and New York, July 4, 1878, by Macmillan 
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Nature, Vol. 18, page 320 ef seg., published at 
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Nature, Vol. 18, page 340 et seq., published at 
London and New York, July 25, 1878, by Macmil- 
lan & Co., and Vol. 18, p. 349, August 8, 1878. 

Nature, Vol. 18, page 454 ef seq., published at 
London and New York, August 22, 1878, by Mac- 
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Nature, Vol. 19, page 122 ef seq., published at 
London and New York, December 12, 1878, by Mac. 
millan & Co. 

Nature, Vol 19, page 374 et seg., published at 


London and New York, February 25, 1879, by Mac- ° 


millan & Co. 

Nature, Vol. 23, page 373 et seq., published at 
London and New York, February 17, 1878, by Mac- 
mnillan & Co. 

Nature, Vol. 23, page 441 eé seq., published at 
Loudon and New York, March 10, 1881, by Macmil- 
lan & Co. 
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Nature, Vol. 29, base 460 et seqg., published at. ~ 


London and New Yor 
Jan & Co. 
The New York Times, published at New York 
_ City, issue of March 24, 1878. 
The New York Times, published at New York 
City, issue of Apri] 20, 1878. 
The New York Times, published at New York 
City, issue of April 21, 1878, 
The New York ‘Times, published at New York 
City, issue of June 9, 1878. 
The New York ‘Times, published at New York 
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The New York Tribune, published at New York 
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The New York Tribune, published at New York 
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_ Seq., and 748 et seq., published at New York, April 
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_ Quarterly Journal of Science, V ol. 8, New Series, 
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London, 1878, at Sy ap of the Quarterly Journal of © 


Science. 
Scientific American, Vol. 87, page 876, published 
at New York, December 18, 1877, by Munn & Co. 
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The Telegraphic Journal and Electrical Review, 
Vol. 6, page 182 ef seg., published at London, May 1, 
1878, by Houghton & Company. 

The Telegraphic Journal and Electrical Review, 
Vol. 6, page 250 et seq., published at London, June 
15, 1878, by Houghton & Company. 

The Telegraphic Journal and Electrical Review, 
Vol. 6, page 53 ef seq., published at London, Feb- 
ruary 1, 1878, by Houghton & Company. 

The Telegraphic Journal and Electrical Review, 
Vol. 6, page 142 ef seqg., published at London, Se 
1, 1878. by Houghton & Company. 

The Telegraphic Journal and Electrical Review, 
Vol. 6, page 275 ed sey., published at London, duly:t, 
1878, by Houghton & Company. 

The Telographic Journal and Electrical Review, 
Vol. 6, page he et seq., published at London, uel 
1, 187%, by Houghton & Company. 

The Telegraphic Journal and Electrical Review, 


Vol. 6, page 885 e¢ seq., published at London, Sep- 


tember 15, 1878, by Houghton & Company. 

The Telegraphic Journal and Electrical Review, 
Vol. 7, page 53 et seg., published at London, Feb- 
ruary 1, 1879, by Houghton & Company. 

The Telegraphic Journal and Electrical Review, 
Vol. 7, page 233 et seq., published at London, 2 uly 
15, 1878, by H ughton &'Oo:...,; 

Western Review, Vol. 1, page 681 ef seq., pub- 
lished at Kan as City, Mo.,: Jany., 1878. 

Western Review, Vol. 2, page 256 et seq., pub- 
lished at Kansas City, Mo. , July, 187s. 

Annual Report of Science and Industry, Vol: iti 
page 399 ef seq., published at New York, 1877. 

The American Inventor, Vol. 1, page 42 e¢ seq., 
published at Cincinnati, Ohio, March, 1878. 

The American Inventor, Vol. 1, page 112 ef seq., 
published at Cincinnati, Ohio, July, 1878 

Boston Journal of Chemistry and Popular Science 
Review, Vol. 12, page 122 ef seq., published at 
Boston, Mass., May, 1878. 
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Review, Vol. 16, page 76 ef sey., published at Boston, 
Mass., July, 1882. 

English Mechanic and World of Science, Vol. 26, 
page 265 et seg., published at London, November 
30, 1877, by Walter-Sully. 

English Mechanic and World of Science, Vol. 26, 
page 409 ef seq., published at London, January 4, 
1878, by Walter Sully. 

Knglish Mechanic and World of Science, Vol. 26, 
page 427 ef seq., published at London, January 11, 
1878, by Walter Sully. 


English Mechanic and World of Sience, Vol. 27, — 


page 30 ef seq., published at London, March 22, 
1878, by Walter Sully. 

English Mechanic and World of Science, Vol. 27, 
page 559 ef seq., published at London, September 6, 
1878, by Walter Sully. 

English Mechanic and World of Science, Vol. 29, 
page 155 ef seq., published at London, April 25, 1879, 
by Walter Sully. 

Industrial News, Vol. 3, page 28 et seg., pub- 
lished at New York, February, 1882, by the In- 
ventors’. Institute. 

Minutes of Proceedings of the Institute of Civil 
Engineers, Vol. 58, page 329 et seg., published at 


London, 1873, by the Institution of Civil Engineers. , 


Scientific and Literary Review and Journal of the 
Inventors’ Institute, Voi. 13, page 85 et seq., pub- 
lished at London, June, 1878. 


Science News, No. 1, page 202 e¢ seq., published at 


Salem, Mass., May 1, 1879. 

Transactions of the Royal Society of Edinburg, 
published at Edinburg, July 19, 1878. 

The Year Book of Facts in Science and the Arts, 
pages 86 and 88, published at London, 1878. 

Appleton’s Cyclopedia of Applied Mechanics, 
page 531 ef seg., published at New York, 1879, by 
D. Appleton & Co. 

The Advertiser, issue of May 9, 1878, published at 
Paris, France. 
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Daily Evening Traveler, issue of May 28, 1878, 
published at Boston, Mass. 
Boston Courier, issue of June 2, 1878, published 


at Boston, Mass. 


Boston Herald, issue of June 1, 1878, published at 
Boston, Mass. 

Baltimore Daily News, issue of April 29, 1878, 
published at Baltimore, Md. 

Baltimore American, issue of May 21, 1878, pub- 
lished at Baltimore, Md. 

Boston Sunday Herald, issue of April 14, 1878, 
published at Boston, Mass. 

The Clipper, issue of February 28, 1880, published 
at New York. 

Cincinnati Commercial, issue of March 11, April 
land May 5, 1878, published at Cincinnati, Ohio. 

Evening Journal, issue of May 9, 1878, published 
at Chicago, Il. 


Cape Ann hiviarkitte, issue of May 24, 1878, pul - 


lished at Cape Ann, Mass, 

Dayton Democrat, issues of Apri] 28 and May 11, 
1878, published at Dayton, Ohio. — . 

Daily News, issue E April 10, 1878, published at 
London. 


London Daily elbgeaph, issues of April 20 and . 


May 22, 1878, published at London. 

London Times, issues of January 17 and April 20, 
1878, published at London. 

London Morning Post, issue of April 20, 1878, 
published at London. 

Evening Transcript, issue of May 28, 1878, pub: 
lished at Boston, Mass. 

Boston Daily Globe, issue of May 24, 1878, pub- 
lished at Boston, Mass. 

Boston Journal, issues of May 23, 25 and 380, 
1878, published at Boston, Mass. 

Boston Post, issue of May 24, 1878, published at 
Boston, Mass. 

Boston Daily Advertiser, issue of May 24, 1878, 
published at Boston, Mass. 
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Frank Leslie's, issue of April 20, 1878, published 9! 
at New York. 

London Weekly Graphic, issue of March 16, 1878, 
published at London, | 

Lancaster Intelligencer, issue of February 25, 
1878, published at Lancaster, Pa. 

New York Mail, sae of April 26, 1878, published 
at New York. 

Evening Post, issue of May 24, 1878, published at 
New York. 

The Daily Fredonian, issues of May 27th and June 
6, 1878, published at New Brunswick, New Jersey. 

Evening Express, issue of March 20, 1878, pub- 
lished at New York. 

The New York Sun, issues of April 28th and 99 
August 29, 1878, published at New York. 

The World, issues of March 26th, April 9th, May 
17th and May 31, 1878, published at New York. 

The Weekly Sun, issue of February 27, 1878, 
published at New York. 

The New York Herald, issues of February 24th, 
April 24th and April 28, 187s. 

The Weekly Witness, issue of May 2, 1878, pub- 
lished at New York. 

Newark Register, issue of May 8 and May 17, 
1878, published at. Newark, N. J. 
The Daily Advertiser, issue of May 38, 1878, pub- 
blished at Newark, N. J. 
Newark Evening Journal, issue of May 3, 1878, 
published at Newark, if 

New York Graphic, issues of March 15th, April 2d, 
April 18th, June 8th and August 80th, Lael at 
New York. 

The Operator, issues of May 1 and Find t; 1878, 
published at New York. 

The Public, issue of May 2, 1878, pubiihied at New 
York. 

The Sunday Times, issue of April-7, 1878, Ban 
lished at Philadelphia, Pa 

Pottsville Minev’s Weekly Journal, issue of April 
12, 1878, published at Pottsville, Pa. 
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94 Philadelphia Inquirer, issue of April 20, ‘1878, 
published at Philadelphia, Pa. | 
Philadelphia Times, issue of March 9, 1878, pub- , 
lished at Philadelphia, Pa. i b 
‘ Philadelphia Weekly Times, issue of nee 27, ss 
1878, published at Philadelphia, Pa. ‘ie 
IMustrated Police News, issue of May 24, 1878, a 
published at New York. 
Philadelphia Press, issue of March 9, 1878, pub- 
lished at Philadelphia, Pa,, 
Philadelphia Record, issues of March 9 and March Py 
21, 1878, published at New York. 
Philadephia Ledger, issue of March 21, 1878, pub: 
lished at Philadelphia, Pa. 
95 Portsmouth Daily Chronicle, issue of Maret 412, 
1878, at at Portsmouth, N. H. : 
The State, issue of a 80, 1878, published at 
Richmond, Va. 
Rochester Democrat, issue of nares 13, 1878 pub- 
lished at Rochester, N.Y. 
San Francesco Chronicle, issue of March 15, 1878, 
published at San Francisco, Cal. | a 
St. Joseph Daily Herald, issue of May 93, 1978, As 
published at St. Joseph, Mo. ‘f 
Washington Star, issues, of April 19 and May Tj 
1878, published at Washington, D. C.,. by the"; 
Evening Star Publishing Co. rg 
Workshop Receipts (Third Series), page 143; pub-: ay 
96 lished at London, in the year 1884, by E. &h W.. 
a Spon, 
Engineering, Vol. 27, page 826 ef seq., published 
at London, April 18, 1878, edited by W.. i. Maw 
and J. Dredge. 
Engineering, Vol. 27, page 202 et seq., published’ 
at London, March 7, 1879, edited. by W. Hi Maw |” 
and J. Dredge. F 
Comptus Rendus, Vol. 85, page 1082 et seq., de- - 
posited by Ch. Cros, April 50, 1877, sexe of vhs 
phonogrs phs and their operation. 
Scientific American, Vol. 37, page. 404 el ey spud 
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lished at New York, November 17, 1877, by Munn 97 - 
& Co. 


Scientific American, Vol. 89, page 118 ef seq., bes 3 5 
published at New York, August 24, 1878, by Munn ieee Fe 
& Co. 


Haslock’s Metal Turning Handbook, published at 
london in the year 1882. 

The Telegraphic Journal, Vol. 7, page 53 ef seq., Sp 
published at London, February 1, 1879, by Hough- = 2a) 
ton & Company. 

Telegraphic Journal, Vol. 7, page 151 et seq., 
published at London, May 1, 1879, by Houghton & Se 
Company. LENE 3 

La Nature, issue of May 3, 1879, page 340 et seq. ~~ mis 

Journal of the Society of Telegraph Engineers and 98, , Reis 
Electricians, Vol. 3, page 303 e/ seg., published at <sheeen 
London, April 9, 1879. ash 2 

The Telephone, the Microphone and the Phono- ees: tes 
graph, by Count Du Moncel, Chapter on Phono- 
graphs, pages 235 to 261, &c., published at New 
York, 1879, by Harper & Brothers. 

Scribner’s Monthly, No. 15, pages 857 et seq., and 
899 ef sey., published at New York, April, 1878, by 
Scribner & Co. ' 

Popular Science Review, Vol. 2, New Series, page ae) 

219 et seqg., published at London, 1878. > 

The Speaking Telephone, Talking Phonograph and: 
other Novelties, by George B. Prescott, Chapter 10, 
pages 292 to 308 et seqg., published at New York, 99 
1878. 

Ganot’s Elementary Treatise on Physics, pages 
241, 242 and 243, published at New York, in the i pis 
year 1888, by William Woof & Company. ! of Pe 

Klementary Treatise on Natural Philosophy, by i 


lished at London, in the year 1872, by Blackie & 


Son. : 
Verschule der Experimentalphysik, pages 263 to» ~ a AN 
266 ef seq., published at Leipzig, in the year 1883, OC aR 


by Duandt & Handel. 
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- L’Architecte, issue of April 27, 1878, published in 
Paris, France, in 1878. 

Le Monde Illustre, issue of April 6, 1878, published 
in Paris, France, in 1878. 

The Universal Engineer, issue of January 17, 1879, 
Vol. 2, page 33 ef seg., published in Manchester, 
England; edited by R. Z. Craven. 

The World’s Weekly Review of Sciences, Vol. 47, 
pages 580 et seq., published by Abbe Moigne, Sep- 
tember-December, 1878. 

Les Monde, issue of December 12, 1878, published 
in Paris, France. 

Scientific American, issue of June 7, 1879, pub- 
lished in the City of New York, New York (see inter 
Div., page 356). 

Lehrbuch Der Physik und Meteorologie,by Dr. 
John Muller, 6th edition in 2 vols. (see p. 229 of Vol. 
2) published at B ecg tan SD Germany, in the year 
1863. 

Le Moniteur Scientifique Journal Des Sciences 


‘Pures et Appliquees, 3 Series, Vol. VIIL., pp. 460, 


462, published at Paris, in 1878. 
And also in other printed publications at present 
unknown to this defendant, but which he craves 


leave to add horeetter as he may be advised. 


14. That for the purpose of deceiving the public 
the description and specification, filed by said appli- 
cants in the Patent Office of the United States 
during the pendency of the said application for the 
patent in suit, were made to contain less than the 
whole truth relative to the allege? invention and. 
discovery. 

15. That. in view of the state of the art at and 
before the date of the alleged invention of the said 
patentees, and of which due proof will be made by 
this defendant, the said Letters Patent in suit do not 
describe anything which is lawfully the subject 
matter for a patent under the laws of the United 
States, or which involves patentable novelty. 
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16. This defendant, further answering, says, that 103 


by reason of the amendments, disclaimers and argu- 
ments, filed during the pendency of the application 
for the said Letters Patent in suit, the said patent is 


‘narrowly limited, if it should be held to be valid at 


all, to the specific and detailed constructions of 
things described and claimed, and that said Letters 
Patent. was issued with its claims as allowed, nar- 
rowly limited to the specific constructions of appa- 
ratus and parts claimed. 


17. That the said Letters Patent in suit, and claims 
thereof, claira more than was, or is, the invention 
of the said patentees. 

That the said Bell and Tainter are not and never 
were the joint inventors of the alleged invention 
described and claimed in Letters Patent No. 841,214, 


18. And this defendant is advised and believes, 
and thereupon submits to this Honorable Court, 
that by reason of the foregoing facts, severally speci- 
fied, the said Letters Patent in suit, No. $41,214, 
was and is null and void; and this defendant denies 
that he had evér infringed, or intended to infringe, 
or does now infringe, or threatens or intends to in- 


fringe, upon any of the rights of the plaintiff, and - 


denies that it has realized or acquired any profits or 
gains whatsoever by reason of any infringements of 
any rights of the plaintiff, and denies that the plain- 
tiff will be subject, as alleged, to great, irreparable 
damage or loss, or to any damage or loss whatso- 
ever, if it does not obtain the relief sought and 
prayed for in its said bill of complaint. 

Allof which things this defendant is ready and 
willing to aver, maintain and prove as this Honor- 
able Court shall direct. 


This defendant prays the benefit of all the mat- . 


ters and things hereinbefore set forth and alleged, 
asif the same were specially pleaded where a plea 
would have been proper, or as, if on account 
thereof, he had demurred to the said bill of com- 
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would have been proper; without this, that any 
other matter or thing in the plaintiff’s bill of com- 
plaint con ained, material or effectual to be an- 
swered, traversed, confessed and avoided, or denied, 
is true, all of which things this defendant will main- 
tain and prove as this Honorable Court shall direct: _ 
And humbly prays to be hence dismissed with its — 
reasonable costs and charges in this behalf most 
wrongfully sustained. 
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Aub Filed Jun. 19, 1902.—John A. ehiclang 
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; 341,214) Sound- 
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sE MANU- iB ite ManuracrurinG Company. 
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ty, me To H. Atpertus Wes?, Esq., 
N. Y=: % Ps Solicitor of Record for above named 
; 38 Defendant, ki 
Dist. of Pe 68 William Street, " 
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facturing eh : ; ; 
licitorfor ah Please take notice that upon the bill of complaint 
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; +e now at my office, No. 277 Broadway, and may be iin: ao 
ro) fa ‘inspected by you at any reasonable time. 
‘. Ree, Yours very respectfully, 
fan (Signed)  ExisHa K. Camp, ‘ 
ied Solicitor for Complainant, % 5 ote tere 


ae, Dated New York City, May 29, 1902, - 
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112 Due and timely service of foregoing notice of o ' 
“motion, and receipt of copy of bill, patent in suit. 
and affidavits of J..W. Jones, S. T. Cameron and 


KE. D. Easton acknowledged this day of May, 
1902, 


Solicitor for Defendant. 


IN THE CIRCUIT COURT OF THE UNITED 
| STATES 


For tan Sournern Disrricr or New York. 
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| ok amen) | hae nares Santen 
Motion for Spay Injunction. | 


And now comes - the above named ‘complainant, a 

American Graphophone Company, by its solicitor 
Te es te of record, Elisha K. Camp, Esq., and upon the bill : 
; COE complaint herein and the annexed copy of the. 
patent in suit, aud upon the affidavits of J. W.- 

Jones, S. T. Cameron and E. D. Easton, all hereto. 

apnexed and the exhibits therein referred to, it 

moves this Honorable Court for a preliminary in- 

junction pursuant to the prayers of the bill, and for 

such other and further relief as the equity of the 

case may require, 


Ri) ud (Signed) KEvisna If. Camp, ' 

oe oe Solicitor for Complainant. | Lag 
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IN THE CIRCUIT COURT OF THE UNITED 
STATES 


For tue SourHern District or New York. 


AMERICAN GRAPHOPHONE Co. 
In Equity. 
On Patent No. 

341,914, 
(Sound Records.) 


vs. 


UNIVERSAL TALKING MACHINE 
MANUFACTURING COMPANY. 


Affidavit of J. W. Jones. 


Sratre or New York, - 
County of New York, } ss.1 ; 


JosePH W. Jones, being first duly sworn, deposes 
and says: I am of Jawful age, and by profession a 
mechanical engineer. I reside in the City of New 
York. ; 

I have been engaged in the production of talking 
machine records since about 1895. 1 was associated 
with Mr. Emile Berliner in Washington, D. C., and 
afterwards for about a year with the Berliner 
Graphophone Co. in Philadelphia. 1 was in the 
recording laboratory as assistant to Mr. Berliner, 


charge for a time. The records which were being 


made at that time were produced by the use of the ~ 


so-called efching process, and were commonly known 
as Berliner records or gramophone’ records or 
etched records. Since leaving Mr. Berliner and the 
Berliner Company I have been working, experi- 
mentally and otherwise, in a laboratory of my own, 


and I have produced a new invention in making | 


sound records, for which IT have obtained a patent of 
the United States, No. 688,739, granted December 
10, 1901, for the production of sound records. 
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and also in the matrix laboratory, of which I had gir 
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118 During all my experience and to the best of my 

42 knowledge only two. practical methods have so far 
~ been evolved for producing zigzag disc sound records 

in a commercial manner. From the distinctive steps 

employed in these two methods, they may be desig- 

“nated respectively as the etching process and the 

engraving process; and each of them leaves in or 
upon the article produced by it certain character- 
istic peculiarities that show clearly and conclusively 
which of the two processes was employed in making 
that article. 


Krcuina Process.—In producing records by the 


-use of the etching process, the following steps are | 


119 employed: First, a highly polished and_ perfectly 
smooth surface of zine or the like is coated with a: 


thin film of fatty substance which constitutes the » 


‘resist ” to the action of the etching bath. The 
record of the sound is then traced in this film by the 
vibrations of a tracing-point attached to the dia- 
phragm of a sound-box. The next step, after the 
tracing has been thus secured, is to etch the same 
into the plate—by the usual etching-bath. . The 


spiral record groove thus etched into the surface of + 


the plate is finished by a sharp graver’s tool in the 


hand of the operator. Afterwards, from this etched» 


plate a matrix is obtained by electrolysis in’ the 
usual manner—the matrix, being a faithful and ac- 


Hi 19s curate counterpart: of the , original. etched record, 


but containing the record in relief as a ridge instead 
of a groove. Finally, this matrix is employed to 
impress the ae into a disk or tablet, of suitable 
hard material. ©) 
When this process, which is described in various 
patents of Mr. Berliner’s. and is usually accredited | 
to him, is carried out, certain peculiar characteristics 
may be detected in the ultimate sound-record, First: 
The etching plate for carrying the film and receiv- 
ing the original tracing is most generally of zine, 
and has been highly polished and buffed so as to 
present a perfectly smooth level surface with high 
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luster and free from concentric markings; this pe- 
culiarity appearing, also in the matrix, is accurately- 
and faithfully repreduced in the ultimate com- 
mercial article, which will bave a polished and per- 
fectly level surface in its central position, entirely 
free from concentric markings. In the second 
place, the lettering made by the etching process 
clearly shows its origin. When the lettering has 
been made by a stamp upon the film on the zine 
plate, the etching-fluid gives the letters a roughened 
or pitted appearance; if the lettering were to be 
done upon the ultimate record, this would require 
the use of heat which would be detected by a blis- 
tered or charred effect upon the material. 

By these two peculiarities, then, it may be deter- 
mined whether or not a given sound record was 
produced by the use of etching method. To illus- 
trate this, I annex hereto as part of this affidavit 
“Jones Exhibit Zinc Plate for Etching,” ‘‘ Jones 
Exhibit Etched Plate” and ‘‘Jones Exhibit Old 
Gramophone Record.” 


ENGRAVING PRocess.-—The steps of this process 
are as follows: A disc or tablet of wax-like ma- 
terial is first turned perfectly smooth by an ordinary 


turning tool, the tablet being rotated upon a turn- | 
table. Then, by the lateral vibrations of the re-»\ 


cording tool attached to a diaphragm, the said tool 
operates to cut or engrave into the surface of the 
tablet, removing the material therefrom ina thread 
or shaving, to produce a groove of slight but appre- 
ciable and uniform depth having lateral undulations 
corresponding to the original sound waves, The 
surface of the original record thus produced is then 
rendered electro-conductive, as by a coating of finely 
powdered graphite or the like. From this surface a 


matrix is now produced and the ultimate record then — 


impressed, as in the older Berliner process just ex- 
plained. 

This engraving process likewise imparts its char- 
acteristic peculiarities to the ultimate record, so that’ 


° 
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124 an examination of the latter will disclose the method | 
employed in producing it. The turning down of the 
waxlike surface pr eparatory to engraving the record 
therein produces a series of concentric markings, 
always more done visible to the naked eye. In 
this respect the sound records produced by this 
method (since this peculiarity is transmitted to the 

- matrix and then to the record itself) differ entirely 
from those produced by the etching process; recor ds 
by the etched process have a perfectly smooth, flat 
central surface; records produced by the engraving 
process show the concentric markings. 

In the second place, in making the original wax- 
like record of this type by the engraving step just — 
described, the lettering is produced by impressing a— 
heated stamp into the surface of the waxlike tablet. 
The effect of this is to produce a depression with a 
polished bottom and a slight marginal raise or ridge. 
This peculiarity is retained in the matrix, of course 
in reverse, and is faithfully and accurately repre- 
sented in the ultimate record. And in this respect 
also records made by the two methods may be dis- 
tinguished: Records whose production involves the 
waxlike material and the engraving step will bear. 
lettering characterized by a smooth and polished 
bottom or floor with a slight margiual raise or ridge 
around the contour of each letter. 

In illustration of this engraving method, | annex 
hereto as part of my affidavit ‘‘Jones Exhibit, 
Wax-like Blank,” ‘“‘ Jones Exhibit Kngraved Wax- 
like Original,” ‘Jones Exhibit Matrix from En- 
graved Original,” and ‘‘ Jones Exhibit Sound- 
record from Kngraved Original.” 

On or about April 11, 1902, 1 called at the place 
of business of the Universal Talking Machine Manu- 
facturing Company (named as defendant herein), at 
No, 23 Kast Twentieth street, in the Borough of 
Manhattan and City of New York. When [ at- 
tempted to purchase records from this concern [ was 
referred to Gooday & Fowler, No. 27 Mast Four- 
teenth street, in this city. Going to Messrs. Gooday 
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the method mm & Fowler’s, at the place indicated, I purchased two 127 Nie 
doign of the fe ie sound-records, which I annex hereto as ‘‘ Jones Ex- ele 
Evhe record . hibit Zonophone Record 1702,” and ‘Jones Exhibit Re Bat 
markings, i * A ~Zonophone Record 1823.” I likewise annex as hee we 
are ‘2 - part of this affidavit two circulars bearing the name oes 
- by fis’ © ee ‘of defendant as being the manufacturer. ‘ Jones veo! 
litted to the .> Exhibit Defendant's Record Catalogue’? has the ite <i 
fer entirely x two exhibit records listed on pages 16 and 17 thereof. casa 
ess; records gf “Jones Exhibit Defendant’s Pamphlet” contains a 4 ow! i 
moots; flat Fa statement on page 2, concerning the zonophone (oe 
» engraving - records, to which I call the attention of the Court. hay 
a a ie Each of the two zonophone records made exhibits “ 
ginal wax- % contains the peculiar characteristics pointed out as i 
f peculiar characteristics ] e 
g aep just ‘ke above, viz.: the central portion of each shows plainly ee 
ee ES the concentric markings; the lettering and labeling {ys ee 
like tablet. » Be show plainly the smooth and polished bottom or re ; 
— bbe S i floor and the slight ridge around the margin. For Are 
es a all these reasons I am satisfied that the production uy 
Saabs a of these two zonophone sound-record exhibits in- Wade 
tly ah Th volved the use of a tablet of wax-like material— Re i 
his eepens that is, a material capable of being cut by a turning- a 
vay be dis- et tool or paring-tool, so that the material should be 4s 
roles the, removed in a strip or shaving; and likewise the fay 
| will bear A - employment of the engraving step as above ex- bo RT ae? 
i polished ig plained for cutting the record-groove into the sur-  ~ speak 
se OF ridge ai face of the original wax-like tablet. i i PN 
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\* _ STATES | 


ee THE SouTHERN Districr or New York, 


Atiraican GRaPHOPHONE Com- 


PANY 

ial In Equity on Pat- 
a ent No. 341,214. 
(Sound Record). > 


UNIVERSAL ‘TALKING MACHINE 
MANUFACTURING COMPANY. 


ope te ee ‘ 
Affidavit Cis Tt. Cameron. 


District of Columbia, Ss. : 


8.7. CAMERON, being duly sworn, says: That Ha 
is forty-four years of age, resides at’ Washington, D. 
C., and is by profession a’ solicitor of patents and 


expert in causes relating to patents. That he was: 


for many years an Hxaminer in the United States 


‘Patent Office where it was a part of his daily duty 


to examine and report upon structures upon, which 
patents were sought, and that since severing his 


connection with the Patent Office, he has presented _ 
numerous applications for patent and has repeatedly. _ 


testified as an expert in the United States! courts in 
causes relating to patented structures. That he has. 
made a special study of the ‘art of, recording bad 
reproducing sound and is familiar with the deyic 
for this purpose generally know nas, “ talking ma-— 
chines,” and which include. graphophones, gramo- 
phones, phonographs and all similar instruments... 
That he has read and thoroughly understands United - 
States paten ip suit No, 341,214, granted May, 4, ' 
1886, to Bell & Tainter, and that he has repeatedly 
testified as an Senet in suits brought for the in- 
fringement of this patent, and among other sui he- 
so testified in the cases of the Americau Grapho- 
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phone Co. v. The National Gramophone Co. and 
Frank Seaman, in the United States Circuit Court 
for the Southern District of New York, and The 
American Graphophone Co. v. The Berliner Gramo- 
‘phone Co., Thomas S. Parvin and EK. R. Johnson, 
in the United States Circuit Court for the Eastern 
‘District of Pennsylvania, in both of which suits 
infringement of said Patent No. 341,214 was al- 
leged. 

Affiant further states that he has read the affi- 
davit of Joseph W. Jones, given on behalf of com- 
plainant herein and has examined and is familiar 
with the exhibits mentioned in said affidavit. 

Complainant's Patent No. 841,214, in suit, lies at 
the foundation of the practical art of recording and 


reproducing sounds. Briefly stated, the invention . 


described and claimed therein consists of a novel 
sound record and method of forming a sound 
record and a novel construction of reproducing in- 


strument whereby the recorded sounds are repro- 


duced from the record. I understand the subject- 
matter of the present suit relates to the sound 
record, and I shall therefore confine myself to this 
branch of the invention. Briefly stated the record 
described and claimed in the patent in suit consists 
of a tablet of wax or wax-like material having a 
line of irregular form cut or engraved therein, the 
irregularities of the’ engraved line corresponding to 
sound waves of the recorded sound. In the cutting 
or engraving of this line the material of the tablet 
is removed in the form of a minute thread or shav- 
ing. The patent states, line 15, page 1, that 


‘¢ The invention consists, first, in the forma- 
tion of the record or ‘ phonogram,’ as it has 
been called, by means of a cutting style, 
which is vibrated by the sound waves or sono. 
rous vibrations to be recorded.” 


It further states, line 59, page |, that 


‘““The invention consists, secondly, in en- 
graving or cutting the record in the waxy or 
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amorphous aud slightly cohesive substance, 
preferably a compound of beeswax and_par- 
affin (the latter in excess) is employed. This 
compound has no tendency to clog the style, 
but is readily removed hereby in chips or 
shavings.” ' 

: | 

In the practical exemplification of the method of 
the patent, a tablet of wax-like material is provided 
with a smooth surface and the point of a cutting 
style or engraving tool is embedded in the surface 
of the tablet, while a vibratory diaphragm is also 
attached to the cutting style or engraving tool, and 
placed in position to be impinged upon by the sound 
waves to be recorded. The tablet is then revolved 
under the point of the style, and simultaneously. 
given translatory motion in a right line past the - 
style, so that the engraved record line is formed as- 
a spiral groove upon the surface of the tablet. The — 
vibrations of the sound waves are imparted. to the 
diaphragm and through it to the cutting style, 
which latter is therefore caused to cut or engrave a 
wave-like line or groove in the surface of the tablet, | 
the waves or irregularities of the line corresponding 
to the recorded sound waves. | * 

The tablet referred to in the affidayit of Joseph 
W. Jones asa blank wax tablet, and which is marked 
for purposes of identification ‘‘ Complainant's Ex- ' 
hibit Blank Tablet,” is a very good illustration of 
the character of tablet contemplated by the patent, . 
z. e., it is composed of wax-like material and has 
had its surface dressed down or smoothed off by | 
the use of a shaving tool, under which the tablet . 
has been rapidly revolved. ‘The tracks of the shaving 
tool employed in smoothing the surface of the | 
blank tablet are readily visible to the naked 
eye. This tablet having been thus smoothed, off, 
is employed as the medium upon which the 
record is formed. ‘The tablet is also referred to 
in Mr. Jones’ affidavit, and which is marked for the 
purposes of identification ‘*Complainant’s Exhibit 
Record Cut or Engraved in a Wax-Like Tablet,” is 
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a record made in exact accordance with the patent 139 


in suit, 7. e., it is a wax-like tablet having a sound 
record cut or engraved therein, the record being 
readily distinguished by the naked eye, and being on 
the zone midway between the centre portion of the 
tablet and the blank portion about 1} inches wide 
on the outer circumference. It will be observed 
that this tablet having the record engraved thereon 
has a blank central portion upon which the lines of 
the smoothing or planing tool which was used to 
smooth off the surface of the tablet are still plainly 
visible. It is possible to prepare a tablet upon which 
the track of the smoothing tool is much less promi- 
nent than in the two exhibits, ‘‘ Blank Tablet ” and 
‘Engraved Record” tablet herewith submitted, but 
itis,so faras my experience has gone, invariably 
present to a greater or less degree. It is customary 
in the commercial preparation of such tablets to 
stamp upon this central portion of the tablet the 
name or number of the record, and any other de- 
sired labeling, which siamping is usually done with 
a hot stamp, and results in a depressed lettering with 
asmooth bottom and slightly raised edges. 

The record thus formed may be utilized directly in 
conjunction with a proper reproducing instrument 
for the purpose of reproducing the original sounds, 
or it may be utilized as an original from which du- 
plicate sound records may be produced. In this 
latter case the surface of the record as formed 
in the wax-like material is coated with some 
suitable electrical conductor, as plumbago, and 
then electroplated in the well-known manner, 
which electroplate is then removed from the 


surface of the wax record. The electroplate has © 


the spiral record groove, the lettering and all 
other marks of every description whatsoever re- 
produced in relievo, z. e., the record, lettering, &c., 
are in the form of raised ridge or ridges Such an 
electroplate is shown in the exhibit referred to in 
Mr. Jones’ affidavit, and for the purpose of identi- 
fication marked ‘‘Complainant’s Exhibit Electro- 
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- groove of the wax record. 
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plate Matrix.” It will be observed that the letter-» 


ing on the centre of the tablet is raised, and a care- 
ful inspection with a glass will show a spiral, raised, 
ginuous ridge corresponding to the cut or engraved 
This electroplate matrix 
has been taken from a carefully prepared smooth 
wax tablet, notwithstanding which, if the matrix 
is tilted ataslight angle and examined in a good 
light, the circular track of the smoothing tool is 
plainly visible upon the central portion of the 
matrix, 2. e., that’ portion upon which the raised 
lettering occurs. The character of this lettering 
and the track of the smoothing tool which was used 
upon the original wax record is conclusive proof 
that this matrix was made from an original record 


cut or engraved in a surface of wax or wax-like | 


material upon which the lettering or labeling had 
been stamped with a hot stamp. With the matrix 
thus prepared a duplicate record is formed by util- 


izing the matrix as a stamp for stamping a record. 


into a tablet of hard rubber or other suitable ma- 
terial, previously softened by heat or otherwise, to 
receive the impression, and this duplicate record 
in hard rubber will be a faithful representation of 


.the spiral record groove, the lettering and all . 
of the: 

smoothing tool upon the face of the wax tablet. | 
t's Complainant’s Bx 
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other markings, including the trace 


ibit, Stamped Duplicate Record 
No. 205,” is an example of a record thus produced. 
It will be observed in this exhibit that the record is 


_ in the form of a spiral groove on the outer portion — 


of the tablet, and that the lettering upon the central 
portion has a smooth bottom for each letter, 
roughened or raised outline surrounding each letter 


where the wax has been pressed uj) by the stamp as 


it was impressed into the original wax tablet. 
Furthermore, by holding this record at an angle to 
the light, the circular track of the smoothing tool, 
used to plane off the surface of the vies wax 
tablot, is visible. 

There is but one other method known to “a art 
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of recording sounds whereby a record at all similar 
to this record, ‘“* Complainant’s Exhibit Stamped 
Duplicate Record No. 205” can be produced. That 
method is the one which is referred to in the affi- 
_davit of Mr. Jones under the name of the “ etching 
process,” briefly stated, that method consists in 
taking a metallic plate, usually of zinc, such as 
“Complainant’s Exhibit Zine Plate,” covering it 
with a thin coating of some material capable of re- 
sisting the action of acids, such as beeswax or 
tallow, but betore so covering the zinc plate it is 
highly polished until it has the reflecting character 
of a mirror, as will be understood by examining the 
exhibit referred to. After the zinc tablet has ro- 
ceived its coating a record groove is traced in the 
coating by means of a vibratory style connected to 
a suitable diaphragm, the style acting to push the 
coating to one side and exposing the surface of the 
zinc in an irregular line, whose irregularities cor- 
respond to the sound waves. This having been 
done, a stamp having the desired lettering thereon 
is pressed into the ‘ resist” until the surface of 
the tablet is exposed over the surface covered 
by the desired lettering. After this the zinc 
plate is subjected to the action of an 
acid bath which eats into the surface of 
the metallic tablet wherever it is exposed, which is 
only along the lines of the record or the lettering 
upon the central portion. After this has been car- 
vied to a sufficient extent, the acid and resist are re- 
moved, leaving the plate with the lettering and the 
record groove formed therein, but leaving the rest 
of the surface of the zinc tablet as smooth and 
polished as was the original. Such a tablet with the 
record formed thereon is shown in ‘‘ Complainant's 
Exhibit Zinc Record.” This record is then electro- 
plated to secure a matrix, and the matrix used as a 
die or stamp for forming the duplicate record in 
hard rubber, or other suitable material exactly as 
described in connection with the duplicate record 
formed from the wax tablet. When the duplicate 
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| 
record, however, is formed from an original etched © 
in a metallic surface, the duplicate will not have the 
concentric markings corresponding to the track left 
by the smoothing tool in the wax tablet, tor the 
reason that no such smoothing tool. was employed 
on the zine plate, the plate having been highly 
polished before use. Moreover the lettering upon — 
the duplicate tablet will have a rough or pitted ap- 
pearance in the bottom of the letters, and the edges 
thereof will be smooth and free from the rough 
border which I mentioned in connection with the 
duplicates taken from a wax tablet. A duplicate 
record made from a zine tablet and with the greater 
portion of the lettering thereon etched by acid in 
the original zine tablet is illustrated by ‘* Complain- 
ant’s Exhibit Berliner Gramophone Record.” If this . 
record be turned to the light, and the centre thereof 
carefully examined, the entire absence of any con- 
centric markings upon the central portion of the 
tablet will be observed. If now this be care- 
fully compared with the red tablet, being 
‘‘Complainant’s Uxhibit Stamped Duplicate 
Record No. 205,” the difference in this re- 
spect will be observed ,if the examination be. — 
made in a strong light and the record tilted at 
a right angle. Moreover, the difference in the let- 
tering upon the two tablets will be noticed. If the 


bottoms of the letters in the word ‘ Berliner”. be Yi 


examined under a glass, it will be observed that 
they are rough or ‘‘pitted,” and by rubbing the 
finger along the lettering the edges thereof will be 
found to be perfectly smooth; whereas, in the Com- 
plainant’s Record No. 205 the outlines of the letter- 
ing are rough and uneven, while the bottoms of the 
letters are smooth. Anexamination of these letters » 
by the use of a glass will show very clearly that they 
were formed by stamping or impressing a’ stamp 
into the surface of the wax and crowding the waxy 
material out to the edge of the letters. 
These two characteristics enable an expert in the 
art to readily determine whether a given duplicate 
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was produced from an original made by cutting or 151 


engraving ina wax-like tablet or by etching in a 
metallic tablet. 

I have carefully examined ‘‘Complainant’s Ex- 
hibits, Zon-O-Phone Records No. 1702” and ‘‘ 18,- 
023,” and I find that each of these records possesses 
the concentric markings upon the surface of the 
celitral portion of the tablet, which clearly demon- 
strate that they were formed from an original record 
cut or engraved in a wax-like material whose sur- 
face had been smoothed by a suitable planing tool 
in the manner indicated in the Complainant’s Ex- 
hibits Blank Wax Tablet and Wax Record. More- 
over, [ find that the lettering upon the surface of 
these records had a smooth bottom and a rough out- 
line, which is always produced by stamping a 
hot stamp upon a wax-like surface, and since 
[ know that there are only two methods 


known to the art of recording and reprodu- *" 


cing sound whereby records of this kind may be 
formed, 7. e., the method of cutting or engraving in 
wax as defined in complainant’s patent in suit, and 
that all etching with acid as is used in the Berliner 
record, I say, since I know that there are the only two 
methods known to the art, lL have no hesitation in 
stating that these two Zonophone Records No. 1702 
and No. 1823 were formed from ~ original record 
cutor engraved in the wax-like tablet after the 
manner illustrated by Complainant’s Exhibit Wax- 
Like Record Tablet:” 

The record cut or engraved in a wax-like material 
as described in the Patent No. 841,214, in suit, is 
defined in claims 7, 8, 10, 12, 17 and-18, while the 
method of forming the tablet is defined in claims 1, 
9, 15 and 16, of the patent in suit, which claims are 
as follows: 


‘1. The method of forming a record of 
sounds by impressing sonorous vibrations 
upon a style, and thereby cutting in a solid 
body the record corresponding in form to the 
sound waves, iri contradistinction to the for- 
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3 ae so. 
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he mation of spaiid? Reconda be indenting & foil . 
with a vibratory style, or cutting a strip by 
. <wibrating it against a revolving disk cutter, 
substantially as described. k 
1. A-sound-record consisting of a tablet or. 
~ other solid body having its surface cut or en- 
~ graved with narrow lines of irregular or va- 
~~ vied form corresponding to sound waves, sub- 
.-. stantially as described. ‘ 
hs apa 8. A sound-record consisting of a tablet or: 
solid body having its surface cut or engraved 
with a+number of lines of variable cross- 
. . section, the irregularities or variations corre-. 
sponding in form to sound- -waves, substan-” 
tially as described. » 
9. The method of forming a sound or speech. 
record which consists in engraving or cutting © 
the same in wax or a_ wax-like composition, 
substantially as described. i 


10. The sound or speech record cut or sae 
graved in wax or wax-like composition, Aus 
stantially as described. 


15. The method of making a sound or 
speech record which consists in engraving or 
cutting in the recording material an irregular 
groove with sloping walls, the shape of the 
groove representing the sound. vines 

substantially as described. a 
16. The method of making a sound ‘Or... 
“speech record, which consists in cutting in 
the recordi material a groove with sloping ~ 
walls and of variable cross-section, thé varia-. 
tions corresponding in form to sound- mavee 
substantially as described. , 
-. 17. The sound-record in the form of an ir-- 
regular groove with sloping walls cut in solid 
material, substantially as.described. B 
. 18.-The sound. record cut in wax or wax.’ 
like composition ' in the form of an irregular |. 
groove’ with sloping walls, aco ruc 4 as 
described.” ; 


I have no hesitation in stating that Complainant’s _ 
Exhibits Defendant’s Records No. 1702 and Ne. a9 
1823, were formed by cutting or engraving an orig: » 
inal record in wax or wax- like material in ct a 
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conformance with the terms of each and every one 157 

of the claims mentioned, since it is perfectly clear 
that these defendant’s records were formed from an 
griginal wax-like tablet, and no other method of 
forming a sound-record in a wax-like tablet is known 
to the art except the one of cutting or engraving the 
record after the manner defined in claims 1, 9, 15 
and 16, which method produces the sound-record 
defined in claims 7, 8, 10, 12, 17 and 18, quuted 


For the reasons given, 1 am clearly of the 


opinion that Complainant’s Exhibits Defendant's 
Zon-O-Phone Records No. 1702 and No. 1823, were 
made from a record cut or engraved in wax or wax- 
like material, which record exactly. embodied the 


invention deemed and claimed in the patent in 158 


suit. 

In reaching this conclusion I have not overlooked 
the statement contained on page 2 of complainant’s 
exhibit pamphlet entitled “‘ The Zon-O-phone Is the 
Best Talking Machine,” issued by the defendant, 


which statement is to the effect that 


““The present Zonophone record is made by 
an entirely new process evolved from an ac- 
cidental discovery in our laboratory through 
which thousands of sound vibrations wholly 
lost before are now recorded with the most 
wonderful delicacy and with a faithfulness in 
detail absolutely ae ha by any other 


method.” 


Notwithstanding this ree iy the ‘iaferanels that 
their records are made “ by an entirely new pro- 
cess,” I would state that the Complainant’s Exhibits 
Zon-O-Phone Records 1702 and 1828 possess in such 
a marked degree the characteristics invariably ac- | 


record engraved in a wax-like tablet in accordance _ 
with the claims of the patent in suit, that there is no — 
doubt in my mind that whatever novelty there may 


be in the alleged ‘absolutely new process,” 


such. 


process nevertheless employed an original record cut 
or engraved in wax or wax-like mater ial, as deseribed, 


ia 


* 


}\ 


" 


companying duplicate records made from an original’ * 


Ba 


160 and claimed in. thie patonite in suit, and that whitever at. 
novelty there may be in the alleged new process re-. 
sides iti some other step or steps than that employed 
in the formation of the original record, for that such 

, “original record was one cut or engraved in wax or 
wax-like- material is so plain that no expert i in the | 

can be deceived. by 7 

_ (Signed) 5.: 1. CAnERON. : 
"Subscribed and ee i to 


ap Sgt before me this 20th 
day of May, 1902. 


(Signed)) Reeve Lewis, 


(SEAL. ] Notary Public, © | : 
‘ie | District of Columbia. © 
a” 16k. 
a : -—— y 
IN ae cIRCUIL COURT OF THE UNITED | 
' STATES 
*. . as 
For THe Sournern District or New York: 
| | 
AMERICAN GRAPHOPHONE Co. ie sae Fee 
MRA. SALy ce In Equity. 
Bt ie ao vs. On > Patent No. 
: : ; 341,214. | 


. Universa TALKING MACHINE (Sound- Records.) . 
162 MANUFACTURING Company, 


Affidavit of E. D. Easton. 


I 


Stare or New Yo K, : 
_ County of New perk, SB: 


Epwakp D. Easton, being first duly sworn, de-_ 
poses and says: La president and general manager ; 
of the American raphophone Co., complainant * 

_ herein, and as president have executed the bill of 
complaint. _ I personally conduct the hegotiations of 
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thi whatever Pa the said corporation and am familiar with the facts 168 | Ahk Beit 
ew process re- a with regard to the same. an 
that employed [a The manufacturing business now carried on by ee 
\, for that such a the Universal Talking Machine Manufacturing Co., 
ved in wax. or- saa defendant herein, was formerly carried on by a New hi. Vy oe 
9 expert in the o York corporation styled the ‘t Universal Talking nm 
. Machine Company.” On April 6, 1900, this last EEA, 
T. CAMERON. ey named concern secured from complainant a license Pras Bok | 
. 3 to manufacture machines adapted for operation with : 
ee zigzag disk records, agreeing to pay therefor a 
p royalty of 5 per cent. on the selling price of said eee 
machines. Complainant was not informed how the 
lik Universal Talking Machine Co. made its sound- a 
of Columbia. records, understanding that it employed some secret a 
process. 164 13, "ee 
i co About seven months subsequent to the execution Pere Si 
: e of this license, the president of the Universal Talk- pia, Se RAS 
HE UNITED om a ing Machine Co. informed complainant that: this agit 


Re company was experimenting with a view to making 
zigzag records by the engraving process, and asked 
whether, in case the experiment. resulted success- 


New YoOrK. 


i 7 fully, it could procure a license under complainant’s ig 
Dog patents. No further application for a license was ; 
Pie made, and complainant was never directly informed 
- by the Universal Talking Machine Co. that it. had i 
In Equity. adopted and was using the engraving process, al-. | . 
eee No. . though complainant long susequenty learned that 4 


it had been so doing. 

During the greater part of the year 1901, the. 16 
Universal Talking Machine Co. was financially em-_ Aes 
barrassed, and unable to meet its obligations, in- OTe 
cluding royalties due upon the machine license : ae 
above referred to; and in or about November or De- | a Nb of C40 
cember, 1901, to satisfy judgments against it, its tf it aaihyg 
effects were all sold at Sheriff’s sale. Og Migrate 

Thereafter the defendant corporation (the Univer, ay 
sal Talking Machine Manufacturing Company) was ; 
organized by some of the persons who composed. 


und-Records.) 


duly sworn, de- 
reneral manager 


», complainant the Universal Talking Machine Co., and began jin’ a) an 3 id wg ba 
uted the bill of a the first part of this year to engage actively in the ee ae 
» negotiations of os ae, business of making and selling machines and sound Midaasaees 
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166 records. Conipiaanat did not inntnsdintals institute | 
suit, because there were overtures on the part of the. 
said defendant looking to negotiating a license, and “iy 

VE: prospect for a time of settling without litigation 

? bib claim arising out of the infringement. ’ 
(Signed) _ K. D. Easton. 

Subscribed and sworn to ree 
tae ats before me this 26th day t ‘el 

Ky eye ‘, of May, 1902, ' 
ees ‘ta y (Signed) Enisua K. Camp, 

[SEAL.} Notary Public, 
oC N. ¥,.Co. *“/ . 
(Endorsed)—U. 8. Circuit Court; S. D. N. Y.—'; 

' American Graphopone Co. vs. Universal Talk<+ 

i 167 ing Machine Manufacturing Co.—In Equity.— 

yi OF a> On Patent No. $41,214, Sound-Records.-—-Motion 

an ae b> “¢ for Preliminary Injunction and Su upporting 

i ; Affidavits.— Elisha K. Camp, Solicitor for Com- 

’ teh plainant, er Broadway, New York City.--U. ‘ 

sake S. Circuit ourt, Southern District of New ss. # 
a —Filed Jun. 24, 1902 =rgobn A. Shields, __ 

er ‘ t ul Pract 
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2 City aud County of Now York, SS.: 
Axeurtus H. West. being duly sworn according’ é 
to law, on his oath says: 


Tam an attorney and counsellor at law of tha: aie 
State of New York, and also-a solicitor of: p patente, K 
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I have been engaged specially iu the business of 169 wee 


soliciting patents and bringing and defending patent 
suits in the various courts of the United States for 
more than the last ten years. J have given especial 
attention to the various litigations in regard to talk- 
ing machines, and am familiar with the various de- 
cisions in regard to the patents of the American 
Graphophone, and especially Patent No. 341,214 
granted to Bell & Tainter. 

| have examined the decisions of the United 
States Circuit Court relative to litigation in which 
Letters Patent of the United States No. $41,214, 
issued May 6, 1886, to Messrs. Bell and Tainter, the 
patent in suit, was involved, and. would state as 
follows: 

The earliest cases involving the patent in suit ate 
those brought by the complainant against the 


Edison Pbonents Works and against the United . 
) 


States Phonograph Company, in the United States 
Circuit Court for the District of New Jersey. Those 
cases were brought on the patent in suit No, 841,214, 
combined with patent No. 341,288 to Sumner Tainter, 
not in this suit. That litigation involved the ques- 


tion of who was the first inventor of various fea- —— 


tures patented therein relative to talking machines, 
and to the construction of the claims of said patents. 
The defendant companies operated under the pat- 
ents of Thomas A. Edison. 


Trenton, but were not decided at the time of his 
death in 1896. After his death the cases were.com- 
promised, as appears from the records in said Clerk’s 
office. At the time these cases were pending there 
were also pending other suits brought by the com. 


panies holding the Kdison patents against the Ameri- ' 


can Graphophone Company and _ its officers and 
licensees in the District of Columbia, claiming that 
the articles manufactured by this last named com: 


The cases were argued , 
together at final hearing before Judge Green at 


pany infringed Mr. Edison’s patents. ‘The compro. 


mise of the litigation, as appears from the testimony 
of Mr, Mauro, given in 1898 in another suit brought 
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States Phonograph Co. et al., consisted in both par-. 


. ties consenting to decrees against them in the suits 


sly and in 
the exchange of reciprocal licenses under the liti-, 


_ gated patents, This settlement and exchange.of; 
_ licenses occurred about the seventh day of Decem- 
ber, 1896. | 


There was, therefore, no judicial decision upon the 
validity of the patents in these cases, the suits being _ 
settled and licenses exchanged for commercial, and 
other reasons, best known to the parties. 

Claims 22 dnd 24 of this patent No. 341,214 were 
involved in the case of the American Graphophone. 
Company vs. pee 74 Fed. Rep., 789, which was 
’ brought in the United States Circuit Court for the 
Northern District of Illinois, to restrain the defend-: 
ant from infringement of the said patents. Amet. 
was using a record purchased from the complainant | 
and a toy reproducing machine, having a glass tube , 
or arm carried on a loose joint so as to enable the. 
nib on the end of the arm to travel across the record , 
and intended to perform the function of imparting — 
the vibration consequent upon the vertical undula- | 
tions in the sound groove of the record, and thereby 
producing sound. The claims considered by the 


- Court were claims 22 and 24 of patent No. 341,214, 


and are the only claims considered in the decision. 

The main defense was that the defendant had pur- 
chased records licensed by the complainant and that’, 
such purchase released this element of the combina- 
tion from the: monopoly. The defendant contended | ; 
that he, therefore, had the right to use, in connec- 
tion with such Pears: the loosely mounted repro-,-° 
ducer. 

Judge Grosscup, in ‘deciding: the case, said as to’ 
this contention: | A he 


‘“*T do not concur in this view;” and in constru- > 
ing the claims said: ‘The substance upon which the’ ; 
record is cut, and the paprodcer thus loosely 
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mounted, by which it/is enabled to follow the undu- 175 
lations of the groove, |together constitutes an effect- 
ive portion of the mechanism.” Ts 


The question of the validity of any claims of 
either of these patents for a cut wax record as such 
was not passed upon,)and was not a question which 
was before the Court; Itis evident that, as the de- 
fendant pleaded a license, the validity of the patent 
did not seriously come in question. On motion for 
rehearing in this Amet case, Judge Grosscup, in 
granting the petition, said: 


f this case it was not seriously 

son invention did not include |, 
: eas 176 yy ged 

Tainter. My opinion was 

predicted upon the assumption that Bell & Tainter’s aC 

record was their own invention.” ‘ 


“ On the hearing « 
disputed that the Ed 


The decree in this case is contained in 74 Fed. 
Rep., page 1008, sustaining the validity of claims 
22 and 24, ‘‘ so far as they embody claims of a com- 
bination, the elements of which are (a) a grooved 
tablet or other body, having a sound record formed 
therein, substantially as described iu the said Letters 
Patent, (6) a reproducer having arubbing style 
loosely mounted so that it is free to move laterally, —-: oe 
substantially as described in the said Letters Hie aie 
Patent.” : ; HE ey ie eC 

The Court in this |decree seems to have intended sees 
to have limited as|a part of the combination the balk tet A> 
record to one of the character described in the. eis 
patent, viz., one with sloping walls and having ver- a ae | 
tical undulations in| the bottom of the record groove. “er fs fy th 

The next case requiring consideration in which xy ee A a ge 
these patents were involved was the American iP AO ER aes 
Graphophone Co. vs. Walcutt & Leeds, 87 Fed. Rep., site? SA 3 
556 (U.S. Circuit Court, Southern District of New beats 
York, Jan. 11, 1898). psigeh 15-3 pitty 

This suit is for alleged infringement of patents, ; mt 5 et eRe, 
No. 341,214 and No. 841,288, by the use of machines, 1), a 
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known as “‘ Duplicating Machines ” ‘for, copying ver 


tical undulating records from the master record and ©. vs 


forming an exact counterpart thereof. The record . 
was made on the machine by mechanical means 
from another record called the ‘Master Record,” 
and the issue was as to whether the making of 
_ copies of vertically undulating sound records on this . 

_ duplicating machine by means other than the im- 

pact of sound waves on a diaphragm vibrating the 

stylus is an infringement of Sige atest Sy , patent 

No. 341,214. 7) 

‘The case went to final hearing and the ddstattn ot 
Judge Wheeler was in favor of the complainant, and 
an injunction issued. Iam familiar with this case, 
having been the solicitor and counsel for the defend- 
ants. The only defense interposed in the case .was 
that the copies of the sound records made by the de- 
fendants were made by them by means of a phono- 
graph purchased from licensees of the complainant 
to which the defendants had added an additional me- 
chanical attachment. I was also the solicitor and 
_ counsel of the corporation Walcutt & Leeds, Limited, 
in the suits brought against them by the American 


Giaphophone Company on Patents Nos, 341,214 5° 


and 241,288. ‘The two suits were practically the 
same. The first suit was against Mr. Walcutt and,’ 
Mr. Leeds as a partner ship, and the suit against the ; 
corporation was similar in character. Waleutt and 
Leeds incorporated their business for the purpose of 


raising money to extend it, and the decree Against», 


them: individually was followed, as a matter of’ 
course, by a similar Peel mary injunction against 
the corporation. —_ ? 

Judge Lacombe based his dacistbh ‘Batively: on 
Judge Wheeler's decree, At the time he settled his ~ 


decree he said he would: “‘ confine it ‘to the four ae 


corners” of Judge Wheeler’s decree. I interposed 
no objection to such a decree against the corporation, 
as the business of the corporation was the same as _ 
the business formerly carried on by the partnership, 
and there was no intention either on my part, or on 
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that of either Mr. Walcutt or Mr. Leeds, to attempt 181 


to avoid the effect of the decree in the first suit, 
This suit was founded on the claims of two 

graphophone patents 341,214 and 341,288, that were 

claimed to cover a cut or engraved record in a wax 


or wax-like substance as a product. Messrs. Wal-  ° 


cutt and Leeds in their business dealt in phono- - 


graphs and graphophones and supplies and musical 
records. All their machines were either purchased 
from the Graphophone Company or the National 
Phonograph Company, which has a license under 
the said patents. Some of the records sold by them 
were made by means of sound waves directly im- 
pinging on the diaphragm of the phonographs and so 
recorded on the metallic soap blanks purchased by: 
them from the National Phonograph Company, and 
others were made by copying the indentations of 
such records upon other blanks mechanically. The 
suit was brought to enjoin the defendant therein 
from making and selling the so-called duplicates. 
In making these duplicates Walcutt & Leeds used 
two pbonographs connected mechanically. Upon 
one of those was placed the sound-record, and a 
copy of it was made mechanically on a blank cylin- 


der placed on the other. ‘The only question raised’ 


in the testimony or the briefs in the case was as to 
whether the use of phonographs to make a copy of 
sound record was outside of the normal use of the 
phonograph, so that such use was not covered by 
the license implied from the sale of the instrument. 
The American Graphophone Company claimed that 
as their patent covered the product of the machines, 


Walcutt & Leeds had no right to produce that prod- 


uct by the use of a licensed machine with a 


mechanical addition to it. Judge Wheeler sustained . 


this claim, and enjoined Walcutt and Leeds from 
making these copies in the above mentioned manner 
and in the other suit Judge Lacombe, as a matter of 


course, made a similar decree against the corpora-. 


tion. In neither of the suits was any point made 
either on the record or in the briefs, than the points 


152 


‘183 


1 AOR 


184 above explained. The argument was confined to 
that one question. It was: also taken for granted 
that patents Nos. 341,214 and 841,288 covered 
: cylinders capable of producing sound, whether, made 
in the manner described in the patent, oF other- 
wise. For the purpose of the argument it was also 
assumed that a soap blank having on -it  indenta- 
tions capable of producing sounds was an equivalent 
to the sound-record in a wax or wax-like substance 
as described in that patent. Also the , validity of 
the two said patents was not contested. They are 
_ very generally disputed and have never had. their 
validity established in any suit where a full bona 

fide defense was made. ‘The only suit where’ a full 
bona fide defense was made respecting the validity 
of claims 7, 10, 17 and 18 of said patents (841,214) 
was the one in the New Jersey Circuit Court against © 
the Edison Phonograph Works, and the Grapho- 
phone Company compromised and settled that case. 
My clients, Walcutt and I eeds, had not the money 
to gu into the case on the merits of the patents, so 
I made no attack on them. | 

It is evident that both those’ points and many 
others might have been raised in that or a similar 
‘case, but we confined the question at issue entirely 
to the one point above stated. . In support, of the). 
above statements I could refer to the record’and | ~ 
briefs in the above cases, which, qi understand; are 
to be used at the hearing of the motion for a pre: ) J 
liminary injunction in the above mentioned suit. 

It is, therefore, clear that: while Judge Wheeler fr 
enjoined the defendants and reviewed) somewhat sé nete 
the claims 7, 8, 10, 17 and 18 of Patent No, $41,214, _ 
and claims 1,4 and 37 of Patent No. 341,282, his: 
decision cannot be understood to sustain. all, these 
claims a a full review of the prior art. ike A 

It would also seem that Judge Wheeler had a 
misconception of Judge Grosscup’s decision in the 
Amet case (74 Ved. Rep., 789). From a careful 
reading of the decision. Judge Wheeler does not 
seem to sustain any particular claim in: his decision, 
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but merely to hold that ‘‘ the defendant appears to 187 


have taken the substance of these improvements, 
and not merely tg have used a different one.” 

It is clear from the examination of the record 
that the Court did not have the prior art before it, 
and could not therefore, intelligently pass upon the 
validity of the claims. 

The next case of importance is that of the Ameri- 
can Graphophone Co. us. Loring Leeds, 87 Fed. Rep., 
873 (U. S. Circuit Court, Southern District of New 
York, June 18, 1898). 

The patent involved was No. $41,214, and the 
claims considered and passed upon by the Court 
were claims 19, 20, 21) 22, 23, 24, 37 and 38. 

Claims 19, 20, 21, embodied the loosely mounted 
reproducing style adapted to the record; claim 22 
embodied the graphophone’ record and _ loosely 
mounted reproducing style; claim 23 embodied the 
record and reproducer with the universal joint. 

Claim 24 embodied the wax record and repro- 
ducing style. 

Claims 37 and 88, which were declared void, em- 
bodied the hinged reproducing style. 

The defendants in this case were using a grapho- 
phone record with a loosely mounted reproducer 
embodied in a cheap machine, identical with the 
machine employed by the defendants in the Amet 
case. Judge Shipman granted an injunction on 
claims 19 to 24. ait 

Tunderstand from-a careful reading of this de- 
cision that Judge Shipman did not intend to pass 
upon the validity of any claims of Patent No. 


841,214, for the cut wax record independently and- 


apart from the machine. While in passing he speaks 


of the adoption of the cut or engrossed record in the’ 


form of a groove with sloping walls in waxy sub- 
stance, he treats of the invention as a combination 
or ‘*‘dualinvention.” He says, page 873: 


“The material of the record and the repro: 


ducer are each necessary parts of the invention. 
Wither part without the other would be in- 
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ve 876: eae “a 


— the cutter (the are was bipiebt 
cia being to make the former (wax record) of | 
practical value.” 


He says, p. 


The Judge also says, page , 876: 


‘‘ Hach member of the combination was 
new,. the result was new, and was not at- 
tained by the application of au old device toa 
similar subject.” 


191’ 
; 
‘* two improvements ”: i 
(1) ‘the new Re A for sound record, 
upon which vertically undulating walls are - 
engraved by a cutting style; 


rt 


(2) ‘* and the reproducer which rested upon ee 
these grooves by gravity, and moving along © 
thereon, imported to a second diaphragm the - 


vibration incident to the elevations and de- 
pressions of the potions of the grooves. i 


It seems aA that the case of Anierican Grapho- 
phone Co. vs. Leeds does not adjudicate the question . . 


4 & 


for— 
LOD) Be 
(a) Second records of wax-like einteinl or 


+ 


(b) The cutting of sound records i in wax-like nike 


terial. . ) ; “nak 


hk 


Further: 


2. A careful study of the decision shows that thu, 
Court treated and considered the subject matter by 
the claims asa combination, er is 


| 


effectual, but in combination both ee ‘to , 


The Court construes claims 19-24, to indlade the bit ‘ 


of the validity of any invention of Bell and Painter ye oF 


’ , i¢ i 
1 \ . ¥ Poe 


J. No claim for (a) or (b) was before the Court.» : 


i 
Pals? 


io) 4st a * 
a ' 
~ a 
. Bi 65 
Wickad io The Judgesays, page 876: 198 
‘ul instru- ‘** _ the latter (the reproducer) was brought 
into being to make the former (engraved 
record) of practical value, —.” 
se brought ee ‘ He further said, page 877: | 
< record) of ‘a *T fully agree with Judge Grosscup’s idea | 
% of the patentable character of the combination 
ig which appears in these claims, and coneur 
& with him that any device which combines the 
é ‘a reproducer described in claims 19 to 24 with | 
iation was the grooved tablet, or other body baving a 
vas not at- sound record as described in the patent, and 
dgice toa a especially in claims 22 and 24, is an infringe- 
i ment of the patent in suit.” 
% 194 
include the a The decree followed the decree in Amet case. 
‘- See 74 Fed. Rep., 1008. 
ecord - a SA 3-2 
ean aie 3 In the case of the American Graphophone Co. vs. 
; ‘a National Gramophone Co., 90 Fed. Rep., $24, a pre- 
rested upon liminary injunction was granted against the defend- 
oving pti a ants for selling machines having a reproducer 
ade ce Bi mounted on a universal joint used in connectiou 
inweast? with a laterally varying record. This decision was 
) based by Judge Lacombe on his understanding of * 
‘an Grapho- the decision of Judge Shipman in American Grapho- 
he question phone Co. vs. Leeds (87 Fed. Rep., 873). The United 
and Tainter States Circuit Court of Appeals, however, in a de- 
: . cision delivered by Judge Shipman (92 Fed. Rep., 495. 


u; or 


‘ax-like ma- 


1eweourt. 


ywe that the 
ct matter of 


364), shortly after, reversed the decision of Judge 


Lacombe, on the ground that the Leeds case was not ° 


intended to goso far as to include in the construction 


of the claims a sound record other than that re- 


ferred to in the decision, viz., one with vertical un- 
dulations in the base of the grooves. The Court 
stated that: ‘‘The adjudication in the Leeds case 
** was not an adequate basis for an order for injunc- 
‘* tion pendente lite against Berliner device, for it re- 
‘“Jates to the infringement of claim 21 by the use 
** of the dual improvements of Bell & Tainter, and 
‘“was not intended to go further and decide the 
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‘* status of the device which did not contain a tablet 
‘of their new material for a sound record.” 

Other cases than those hereinabove mentioned 
have been brought in which the Patents No. 841,214 
and 841,288 have been involved, but in none of these 
other cases has the validity of the claims for the cut 
wax record assnch been passed upon. | The decisions 
in all these other cases have turned upon the pe- 
culiar circumstance of each case outside of the 
question of the validity of the patent. 

The other cases not hereinbefore referred to 
are 
American Graphophone Co. vs. Hawthorne et al., 

02 Ved. Rep., 516: 


In this case the defendants did not contest the 
validity of the patent or the infringement. 


American Graphophone Co. vs. American Talking 
Mach. Co. ef al., 97 Fed. Rep., 729: 


The issue in this case was as to the effect of an 
alleged license. The scope or validity of the patent 


was not considered; 
American Graphophone Co. vs. Leeds, 77 Fed. 
Rep., 193: 


! 


This case involved only the same question as the 


Amet case, viz., whether a specially constructed 
reproducer in combination with a vertically undu- | 


lating record as covered by claims 19 to ¥4of the 
patent. 

In the case of American Graphophone Co. vs. Haw- 
thorne, 92 Fed. Rep., 516, ib was not shown that the | 
defendants made records, but merely made ama- 
chine for duplicating froma master record, which 
defendants claimed was no infringement of the pat- 
ent in suit, No. 341,214. The defendants did nob 
dispute the validity of the patent. In peg: the 


case Judge Dallas said: - 


*'The letters and the bill of the detenagutss 


Hawthorne and Shebley, to the Allen Phono- 
_ graph Companys show a sale by the former: ba di 
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the latter of a machine which cannot be used 
for any purpose except to make duplicates of 
sound records described and claimed in the 
patent in snit; and the validity of the patent. 
and that the unlicensed making of such sound 
records would violate it, bei ng considered 
there is no room for question that this sale of 
a machine, which is admitted by the affidavits 
of Hawthorne and of Shebley, was a du- 
plicator, constituted an infringement.” 


It is thus clear that in this case there was no de- 
fense presented other than the contention that the 
sale of a duplicating machine of itself was not an in- 
fringement. 

From the foregoing decisions it will appear that 
it has never been decided that a wax record having 
vertically undulating grooves with sloping walls 
engraved by a cutting style is the patentable equiv- 
alent of a cut wax record with laterally undulating 
groove of even depth. 

Judge Shipman, in the said case of American Gra- 
phophone Co. vs. Leeds claims, said: 


**The two improvements of importance 
with respect to claims 19 to 24, inclusive, are 
the new material for a sound record upon 
which vertically undulating grooves with 
sloping walls were engraved by a cutting 
style; and the reproducer which rested upon 
these grooves by gravity, and moving along 
them, ‘imparted to a second diaphragm the 
vibrations’ incident to the elevations and de- 
pressions of the bottoms of the groove.” 


So particularly does he describe the character of 


_the record in mentioning the elements of the claims 


that no one could contend that the Judge intended 
to have it understood that he included in his inter- 
pretation of these claims records of all characters 
and descriptions. 

In fact it has been decided by Judge Shipman in 
the .United States Circuit Court of Appeals in 
American Graphophone Co. vs. National Gramo- 
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phone Co., 92 Fed. Rep., 864, reversing Judge La- 
combe, that the decision in the Leeds case was not 
intended to go further than to include in the con- 
struction of the claima sound record other than that 
referred to in the decree, of vertically undulating 
grooves, and the Court refused to continue a pre- 
liminary injunction granted by Judge Lacombe 
where the defendant’s record was a gramophone 
record having the laterally undulating grooves of 
even depth. Q 


“ The adjudication in the Leeds case was 
not an adequate basis for an order for an in- 
junction, pendente lite, against the Berliner 
device, for it relates to the infringement of 
claim 21 by the use of the dual improvements 
of Bell and Tainter, and was not intended to 
go further and decide the statute of a device - 
which did not contain a tablet of their new 
material for a sound record. The order of 
the Circuit Court is reversed, with costs.” '_ 


In the National Gramophone Co. case, 92 Fed. 
Rep., 364, he plainly says he did not so intend. ’ 

This present case is the only case in which the ‘° 
laterally undulating record has been brought before — 
the Court for a preliminary injunction on the © 
charge of infringement of the claims to which the | 
claimant has limited itself in this case. The Court .. 
of Appeals has said in the National Gramophone ©. , 
Co. case that there has been no such prior adjudica- 
tion of the claims of this patent to warrant a pre- . 
liminary injunction. In allthe other cases which... 
have been heard, before the courts for alleged in+) 
fringement of this patent in question, the defend- . 
ants were using a record of the verticaliy undulat- _ ;, 
ing type; except one case against Eldridge B. John. © 
son, argued before the Circuit Conrt for the Hastera  ~ 
District of Pennsylvania, but which was compro: } 
mised before decision ‘was rendered, in which othet:, ~ 
claims of this patent, viz., 19 to 24, were in ques.” 
tion. : 
It is understood from complainant’s aftidavits that 
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it considers that the defendant is infringing claims | 


7, 10, 17and 18. In all these cases where these 
claims have been passed upon by the courts in the 
decisions herein referred to, the defendants were 
employing complainant's identical construction of 
record having the vertical undulations, and in all of 
which there were peculiar circumstances which led 
the Court to hold the defendant in the said several 
cases. 


I sum up my investigation of the legal status of 
the patent as follows: 


1. In no case were the claims of the Graphophone 
Company’s patents alleged to cover out wax records 
independently of the special reproducing mechanism 
before the Court, except in the cases against Wal- 
cutt & Leeds, and in that case the Court record 
shows that the defense was alicense and the validity 
of the claims were not and could not, under their 
defense of licenses be disputed, - 


2. The only cases in which there has been a de- 
cree for the complainant have been in cases where 
the defendants were using vertically undulating 
records, either alone or in combination with a loosely 
mounted reproducer, 


3. In no case has there been a decision for the 
complainant where the defendants were using, 
making or selling laterally undulating records. 


#. The Court of Appeals has decided in the Na- 
tioual Gramophone Com pany case that the decision 
in the Leeds case is not broad enough to warrant a 
preliminary injunction against a user of a laterally 
undulating record in combination with a loosely 
mounted reproducer. é 


5. No decision has held a laterally undulating 
record or the method of making it to be an infringe- 
ment of the patent in suit. 
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208- 6. The method claims of the Patent 341,214 have 
never been passed upon in any. connection by a 
court. 


7. No case has ever been before a court where 
the infringement charged was the construction of 
or making of a record which was not or could not 
be employed itself for reproducing sound. 


8. In all the decided cases the defendants have - 
employed a vertically undulating cylindrical record 
either (@) with a yielding arm, such,as in the Amet 
case, and the Loring Leeds case; or (b) in conjunc. 
tion with AOpy Og lathe for making duplicate rec: . +, 

209 ords from a ‘“‘master record,” as in the Walcutt — . 
and Leeds case. TiRAS 
ee eit Ci biys oes 
I am informed and believe that the American 4 We es tl ©: applicat 
Gramophone Company, the complainant in the = = i tres _ Bnd fina ie 
above entitled case, under an agreement made with apne ite hes BF ¢ 
Joseph W. Jones, of New York City, either directly 
with him or through Philip Mauro, Esq., counsel 
for the said American Graphophone Company, 
ownsor controls United States Letters Patent No. 
688,739, issued December -10, 1901, to Joseph W. — 
Jones, for improved production of sound-records. 


Tam aware of a bill in equity filed on January 7, >» Man, ai i 
1902, in the name of the said Joseph W. Jones, the int 4 - omet ‘and ‘the 


210 complainant, against the defendant in this present 7 a : “hats ‘these anti 
suit. I find that the said suit is brought for alleged. ~ Mo I identical, 
infringement of the said Jones patent No. 688,739.. 

The claims of this patent read as follows: 


“1. The herein-described method of produ- 
cing sound-records, which consists in cutting 
or engraving upon a tablet of suitable mato- 
rial, by means ‘of the lateral vibrations of a 
suitable stylus, a record-groove of appreciable 
and practically uniform depth, and havin 
lateral undulations corresponding to thesount: 
waves, next coating the same witha conduct- 
ing material, the forming a matrix thereon 
by electrolysis, and finally separating, this 
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matrix and pressing the same into‘a tablet of 211 
suitable material, substantially as described, 
“2. The process of producing commercial 
sound-vecords of the type indicated, which 
consists of first preparing a flat tablet or disk 
of soft wax-like material, then engraving 
thereon by means of the lateral vibrations of 
a suitable stylus a record-groove of apprecia- 
ble and uniform depth and having lateral un- 
dulations corresponding to sound- waves, next 
rendering the surface thereof electrically con- 
ductive, then forming a matrix thereon by 
electrolysis, next separating the matrix from 
the original vecord-disk without the use of 
heat, and finally impressing said matrix into 
a disk of suitable material to form the ulti- 
mate record, substantially as described.” 


UL have examined the file wrapper and contents of 
the application of this Jones patent, No. 688,739, 
and find that the application was filed November 19, 
1897, 

I find that Philip Mauro, Ksq., the counsel for the 
American Graphophone Company, was on March 
18, 1900, given an associate power of attorney to 
conduct this application, and, therefore, all argu- 
ments and amendments, which were very elaborate, 
were filed by Mr. Mauro, 

Certain anticipations were cited by the Patent 
Office and the claims rejected repeatedly on the basis 
of these anticipations which were very similar, if 
not identical, to the things claimed by the applicant, 213 


“some of the references differing ouly in that they 


showed vertical undulating records while the appli- 
cant’s alleged invention called for laterally undulat- 
ing records, 

In order to differentiate the applicant's alleged in- 
vention from the said reference, Mr. Mauro, who is 
the attorney for the American Graphophone Com- 
pany, in prosecuting this application, which I am 
informed is now controlled by the said American 
Graphophone Company, although nominally still in 
the name of Joseph W. Jones, filed extensive and 
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Mr. Mauro, filed August 13, 1900: 
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elaborate written arguments, showing the distinc- 
tion and difference between the vertically undulat- 
ing records of the Bell & Tainter patent No. 341,- 
214 and the laterally undulating records of the ap- 
plicant, both of which were made in wax. 

The following is an abstract from the argument of 


“* PrRiok PracticaL ART.” 


‘* At the date of this application, and dis- Fis Fd medi: Rh Re Late eene 
regarding for the moment the Rosenthal & & Sate ae branch 
Frank patent (which will be considered later), Gas Ay gee BHOWEE 
all sound records were made in either one of 
two ways exclusively: 

By the vertically engraving method of Bell 
& Tainter’s graphophone (the vertically in- 
denting method of the 1877 tin-foil phono- 
graph having been obsolete upwards of . 
twenty years); or by the efching method of Stn : Pat ecne 
Berliner’s gramophone, Graphophones had (°) Bo fyi a NTOWe = 
been used to an enormous extent and grapho-. —- ers," (¢arria 
phone records produced by the millon, and a a ee ¢ 46. hol 
the same is true to a less extent of grapho- © 3. sara eee determ 
phone and gramophone records, This is mat- | 55 Hak 
ter of common knowledge. It is also matter 
of common knowledge that no other records 
and systems were in practical existence. The ~ 
more those, skilled in the talking machine 
art, studied to produce improved records of: 
the gramophone type, the more attention 
was devoted to developing the etching process 
—advances were made in the material of the - Hie 8. : 
plate to be -etched, in the ‘resist, “ “Aj Qimtial Ie aoe hig 
in the treatment of the resist whilo “ajc - mth 9 ener 
the record was being reached, in the etching: pie hire NS etEG: 
bath, the ‘‘ sound-box,” and other apparatus ye na 
for making the original ‘‘tracing ” to’ be 
etched, &c. This is evidenced by reference — 
to the list of patents successively applied for 
and granted in this branch of the art, and 
whoever attempted to follow in the course» 
thus blazed out of the efforts of painstaking | 
inventors would be led further and further 
away from the idea of producing a record — 
‘*consisting of a groove of uniform depth and ~ 
having undulations corresponding to sound: 
waves” by means of the engraving method 


vs 
~ 
: 3 73 
. digtine- oy (see the Telephone Cases, C.D. 1888, 321; 217 
undulat- Co Edison Co. vs. U.S. Co., 0. Dd. 1892, on page 
No. 841- ae” 611, and other cases with which the learned 
ys ’ 1 hs a wxaminer is familiar). 
f the ap- | a Similarly the more those skilled in the art 
os ‘ endeavored to improve the engraving system 
ument of a of producing records the more stress was laid 
; See on developing the vertically cutting method, 
haa, and on producing improved records of that 

re, Se a type, ¢. e., having vertical irregularities. An 

; 5 examination of the successive patents in this 
, and dis- branch of the art will emphasize this: They 
enthal & show changes in the shape and in the manner 
ved later), of mounting the stylus, always adapted to 
er one of * obtaining the best results in cutting down ver- 

a te tically to produce a record-groove character- d 
wot Bell. gt ized by vertical irregularities; in the construc- 
fieally In+ Es, | os tion and mounting of a diaphragm to vibrate 218 
vil phono-- to and from the surface of the tablet, and in 
wards. of the complete apparatus, with the same end in 
nethod of * view-- for instance, in the construction of the 
cones had | carriage for carrying the recorder-head so as 


1d grapho- po f 
jillon, and 
of grapho- 
his is mat- 457°; 
Iso matter + O48 


to hold if in pesition for such operation, in 
determining the best angleat which the stylus 

must be presented to the tablet, &c. In all 

these and a hundred more details the fact that : 
the diaphragm must vibrate fo and from the , 


rer records 4904 tablet and the recorder must cut downwards s 

re The, {to produce vertical irregularities), is always “EASY 

g achine* either expressly stated, or (more significant) ~~ oa 

records 0: is plainly in mind and taken for granted as ; ~ a 
attention being the ou/y way. The conclusion is irre- 


ing process 
wial of the =. 
‘resist, 

sist while = °\ 
he etching- 


sistible that one who follows the course taught 
him by the patents and other literature of the 
“engraving” syste would naturally turn 219 
his eiforts towards producing a vertically cut 
record. And “the record of this case clearly 


Me 


‘ apparatos. ‘ _ establishes the truth of this proposition” 

ng” to be . te, (Edison filament case, supra). With theex- , ; 
y reference © Batti, ception of the Rosenthal & Frank patent, not 

applied for a single patent or other publication has been > re 

he art, and cited that described an engraved sound-record ‘ 

thy, course | characterized by latteral wnudu/alions of uni- ' 
painstaking » ; . form depth, or the method of producing such sie’ i. 
wd further — ‘a records. baa er 

a record At this point, then (again postponing con- es 

a depth an sideration of Rosenthal & Wrank), Jones un- i 


dertakes to produce an original record of the he gees 
type commonly known as gramophone, but aye 


u4 


220 better than the etched gramophone records; 
to do so he turns his back squarely on the 
essential etching step of the gramophone. 
process, and thereby avoids the objections due 
to that step; and at the same time he turns 
aside from the idea of cutting downwards— 
the vertical engraving, so insistently prormi- 
nent in the graphophone system. In the ver- 
tical engraving of the latter the resistance to 
be overcome by the recorder varies practically 
as the cube of the vibration-length of the 
stylus—in other words, when a strong impulse 
is given to the diaphragm, the stylus, instead 
of making a corresponding deeper cut, makes 
acut less deep proportionately (owing to the 
greater proportionate resistance) than when 
: a feeble impulse is given, 

221 . By Jones’ process the resistance varies d- 
rectly as the Jength of the vibration. Jones, 
then, steers a middle course between the Bell 
and Tainter and the Berliner systems. He 
obtains a novel product, and original record 
similar to—but better than—the Bell and 
Tainter record by a novel process entirely 
different from the Bell and Tainter method in 
that the downward cutting —the vertical 
irregularities--are not present, and the resis- 
tance is invariably exactly equal to the wave- 
length or the strength of impulse. In other 
words, by a decided change for the better in | 
one existing process, he produces an article 

- that is entirelydifferent from and an improve- 
ment upon any article produced. by the only 
two existing methods. Concededly both this 

222 original record and the process of making it 
are novel; and, in view of the history and 
divergement development of the two existing 
branches of the art, and bearing in mind the 
doctrine of the Edison filament case, supra ° 
(C. D., 1892), if must be admitted that the 
creation of this method and this record in- 
volved invention. ‘Che Examiner has prac- 
tically acknowledged this by no longer citing 
any reference except Rosenthal & Frank.” 


Ses. 


gash 


The following is an extract from the argument of 
Mr. Mauro filed in the said application, February 2, 
1901: 
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, “ Again, applicant is the very first person 228 ; 
ae to employ a cut or engraved record of uniform 

rove depth in any practical or commercial way. . 4 ’ 

ie: #F This we think is very important. The idea of ae 


ne. making and utilizing such a record must 
Poa » have existed in many minds ever since the 
ae Bell & Tainter patent; but if had remained 
, undeveloped and unemployed. That the oie 
whole process of making a zigzag record in ae 
hard material could be simplified, the entire ee: e 
etching operation with all its expense and 
i difficulties cut out, and a better result ob- 
Race | tained, by going back to the starting point, 
ee and beginning by engraving a record of uni- 
ec. ae form depth, was an inventive idea of conspic- 
An uous merit.” 3 
“We submit, therefore, that the objection 3 
of no invention is not supported, but on 224 
the contrary is refuted by all the material a | 
Ny facts and considerations. ‘The invention bere ; tiete 14 
ae presented is a veritable improvement in the nT 
- art, ranging far higher in merit than many 
et patented inventions. Jt is an art in which 
slight differences have been, and should be, 
recognized as patentable.” 


The application was finally allowed after the filing 


of lengthy arguments, and also after oral inter- 
views. ; * 


I have carefully studied the depositions and affi- > wile 
davits, including all the motion papers filed by the eh hit 
complainants on this motion for preliminary injunc-  ygo5 .? ; 
tion. While in my opinion complainant’s proofs 
are utterly inadequate and insufficient to establish lig sa 
what the defendant has done, or is doing, I shall : ty 
here consider the patent, its claims aud the alleged Tattel, 
infringement. ae Le aes 

Mv, The claims in suit alleged to be infringed may be oe Se 

- divided into two groups, namely, those for the di 

_method comprising 1, 9 and 15, and those for the ap- ‘oo 

paratus comprising claims 3, 4, 6, 7, 10, 17 and 18. Wet add 1B at ha 
As the method depends upon the function of the a Sard Ta hy 
style in its action upon the wax tablet, and as the ; the 

‘sound record ” of claims 7, 10, 17 and 18 is also a Saba dae 
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function of the “style,” I will first consider the’ 


requirements thereof. 

The style of the Bell & Tainter patent is set forth 
as a small engraving tool capable of engraving a 
fine groove one one hundredth of an inch deep and 
according to the commercial graphophone records 
one one-hundredth of an inch in width also. It is 
an exceedingly well defined pointed affair and pene- 
trates the waxy surface of the record tablet to en- 
grave it. These patentees recognize that the well 
known tin foil records of Edison were not suitable 
for commercial purpose for the reason that they 
were not easily interchangeable and prevented the 
grooves being sufficiently close together to secure a 


sufficiently long record upon a given phonogram or 
They were simply endeavoring to overcome » 


tablet. 
the objections which were commercially known to 
them in the Hdison tin foil records. 


In succeeding in making an engraved record of © 


exceedingly fine grooves they found difficulty in 
using the usual mechanical feeding devices for posi- 
tively feeding the reproducer over the record or the 
record over the reproducer, because the grooves of 
the record being so fine and so close together, the 
ordinary irregularities of the record groove, the dis- 


placement of position when resetting the record — 
tablet on the revolving disc or other cause made ib,” 
practically impossible to insure the style of the re-. 
producer following the record in the groove, so these ~ 


patentees introduced in the hinged arm. carrying 
the reproducer an auxiliary flexible or universal 
joint. close to the. reproducer so that its style could 
by gravity ride down the sloping sidewalls and 
track in the bottom of the shallow groove, even 
when the independent mechanical feeding screw 


might otherwise tend to keep the style out of tho, 
centre of the groove. This improvement prevented - 


the destruction of the record and also insured good 
reproduction in an apparatus which would other- 
wise have proved practically useless.. This com 


bination was made effective because of the special nay 
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form of the grooves of the record which were per- 229 - 


haps new with Bell and Tainter, namely: 

The formation of grooves arranged close together 
and having sloping sidewalls which coalesce to form 
ridges asa dividing line between the said grooves 
and with vertical undulations in the bottom or ac- 
tive portions of the grooves, whereby the style will 
always be required to ‘‘ gravitate to the bottom of 
the groove.” 

The only record groove I find described in their 
patent is one in which the “ record ” or undulations 
is formed in the bottom, and this is bounded on the 
sides with sloping walls whereby the style will 
“gravitate to the bottom of the groove” to receive 
the vibrating influence of the undulations cut or en- 
graved therein. No other form of engraved. record 
is described as within their invention, and certainly 
ho record groove is contemplated involving the idea 
of uniform depth and lateral undulations, because 
(1) it is not described, either in specific or generic 
language, and (3) such a groove is incompatible with 
the type of apparatus set out and described. 

Whether or not Bell and ‘lainter thought they 
had made an invention broadly involving the idea of 
engraving a wax record, irrespective of the charac- 
ter of record, the fact is that they were by no means 
entitled to make any such claim because of the 
Prior work of Edison, Lambrigot, Weyher, and 
others, There does not seem room at the date of 
their invention for laying the foundation fora claim 
of that scope, The records of the Patent Office in 
1856 were not very complete, and it is quite possible 
that much of the prior art was unknown to the Ex- 
aminer, This is evidenced by the insufficient refer- 


“ence tothe prior art found in the Bell and Tainter 


patent, to wit: 


‘‘ Heretofore the vibrating style has, as in 

“ Kdison’s well-known phonograph, simply 
“indented the recording material. It has 
“ been proposed to cut the record in the edge 

. “of a strip of metal or other solid material by 
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232 “ vibrating the strip in contact with the cut- 
‘* ting edge of a rotary disc cutter.” 


This reference to the prior art is misleading, be- 
cause the tin foil record of Edison is only one type 
of record developed by Edison, and the disc cutter 
device (Reynolds patent 287,166 of 1888) is only a 
small portion of the prior art ou this subject of en-. 


_ graving a record. Immediately following that state- Pies et ‘maiden i 

ment of the prior art, the patentees say with regard Bt Pa ‘duce a af 

to the engraving method, alleged to have been de- Aber s » Bae record. x 

veloped by them: i’ “reproduc 

‘Under this part of the invention are in- | Teproduc 

** cluded the vibratory cutting style, as a new _ wherein 

233 ** device in a sound recorder.” and-inedt 

7 This is the substance of claims 3 and 4, and in my tee 

opinion is fully disclosed in the prior art referred to | ducin ae 

later on in this affidavit. pera | PS cae Bn 

Regarding the operation of such cutting or en- erat “34 240] 

graving style in producing the records, the patentees . ita as 
describe its function as ** The removal of material esti 

‘to form the record by a cutting, gouging or grav- co 

‘ing action of the vibrating style,” and upon this von this’ s; 


function of the style they have based method claims 
1, 9 and 15 and the structure claim 6. Further, on 
the ground that the record is cut as distinguished —_ 
from the indentations of tin-foil they have made | 
claims 7, 10, 17 and 18. Claims 7 and 17 do nof, 
specifically define the composition of the tablet, but 
claims 10 and 18 restrict it to a wax or waxlike 
composition. In any event, I understand that it - 
must be a composition which may be engraved 
under the impulse of the sound waves, and shall 
when engraved have sufficient hardness to enable it 
to be used in directly reproducing therefrom, which | 
was of the essence of the invention of the patentees. 
In this respect they say: 

‘The invention consists, fifthly, in repro- 


“* ducing directly from the wax record. It is 
as found that such record has sufficient 
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strength to withstand the rubbing action of 2385 


‘‘ the reproducing style so that a considerable 

‘“number of reproductions can be obtained 

‘from it. * * * So far as we are aware, 

‘“no one has reproduced sounds from a wax 

‘record by rubbing a style or reproducer 
: ** over it.” 


This is, as [ understand it, the object of Bell and 
Tainter in making a wax record. It was not to pro- 
duce a wax record broadly, but a commercial wax 
record capable of being used over and over again in 
reproducing and capable of conjoint action with a 
reproducer as set out in claim 24 for example, 
wherein the wax record produced by the method 
and means of claims 1, 3, 4, 6, 7, 9, 10, 15, 17 and 18, 
is combined with the reproducer or sound producing 
devices. That the wax 1ecord must have this pro- 
ducing capacity —due to hardness—to come within 
the invention of the Bell and Tainter’s Patent No. 
341,214, [I will quote from the testimony of the com- 
plainant’s expert Mr. Shelton I’. Cameron, page 25 
of ‘complainant’s record in the suit American 
Graphophone Co, v. Berliner Gramophone Co. ef al 
on this same patent, brought in the U. §. Circuit 
Court of the Mastern District of Pennsylvania: 


He says: 


“The tablet of wax or waxlike material is 
soft enough to enable the cutting or engrav- 
ing style, when actuated by a force so weak 
as that of a sound wave to readily cut the 
undulatory groove therein, and is at the same 
time sufficiently solid to enable the undula- 
tions of the sound groove to actuate the rub- 
bing style of the reproducing draphragm 
without being themselves ironed out or dis- 
torted.” 


It thus appears that the records of the claims in 


_ Suit must contemplate engraving a wax record 


adapted to be used commercially for reproducing 


sound by directly operating the style of a repro- 
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238 ducer. I have carefully read the testimony of the 
witnesses Jones and Cameron filed in behalf of the 
complainant and upon which this motion is based, 

_ and I fail to find anything therein which indicates 
» that the alleged wax record of the defendants gyas 


B 2 * {3 
pe ae 


.of a form capable of commercially reproducing Ey >) and! 4 
‘directly. If complainants’ showing were true it is fa the com; 
not alleged that the defendants use a wax record “Not: sho 


: for reproducing, and the evidence of these witnesses 
and the exhibits referred to by them show that the 
commercial records for reproducing are not wax at 
all. 

A wax record which is most excellent for the Bell 

& Tainter machine or the machine made and sold 

239 by the complainants is totally unfit foreuse in the 
gramophone and I would say further that no wax 
record can be used with the Commercial Gramo- 
phone as made and sold by the defendants without 
its instant destruction. The object, therefore, of 
the complainants’ patent could not be found to exist 
in the use of the defendant's machine. A further 
requirement of: the record of the Bell & Tainter 
patent and the method of making it is found in the 
specific function of if in reproducing. It is the 
specific structure of the record groove which the 
patentees found as necessary in reproducing, and 
which is definedas follows: ‘‘ Cutting or engraving ~ - 
the record in the form of a groove with sloping —— 

949 Walls, the sound waves being represented by eleva- _ 

tions and depressions at the bottom of the groove,” 
which has for its result, as stated in the patent, 
‘*No special care is pecessary to insure adjustment, 
for if the reproducer K be allowed to rest against the 
record with the style upon the engraved line the 
style will of itself gravitate to the bottom-of the 
groove”; that is to slide down the sloping walls and 
rest upon the undulations on the bottom of the 
groove. This requires the record groove to be one 
having sloping side walls and a vertical/y undulating 
record in the bottom of the groove. I understand 
that such a record tablet is necessary to the appa- 
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ratus disclosed in the Bell & Tainter patent in suit, 
and hence is the necessary understanding to be 
given to the tablet of claims 7%,° 10, 17 
and 18. It is also the character of groove 
required to be cut by the method claims 1, 
9and 15. It is evident that the testimony of 
the complainants’ witnesses Jones and Cameéson do 
not show that the defendants make, or use, or 
could use a record having vertical undulations and 
sloping walls. It is quite clear that they do not use 
such a structure and, moreover, could not use it to 
reproduce with the Commercial Gramophone, as 
that instrument requires a groove of uniform depth 
and lateral undulations or sinuosities; it is the func- 
tion of the complainants’ patent to prevent any 
lateral irregularities of the record. 'T h€ laterally 
undulating record used by the defendants is not fit 
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for use with the machines shown or set out in the ~ 


complainants’ patent in suit, and for this reason, 
in my opinion, the character of the groove employed 
in the defendants’ records is not contemplated in the 
Bell & Tainter patent in suit. I am also of the 
opinion that the method of claims 1, 9 and 15, and 
structure of tablet required by claims 7, 10, 17 and 
18 is not shown by the complainants’ witnesses to 
be used in the making of the defendants’ records or 
in the records themselves, whether used directly in 
reproducing or as a matrix from vane to duplicate 
the records. 

Considering the claims more iceuiteely, I will 
point out other distinguishing features between the 
invention I find disclosed in the Bell & ‘Tainter 
patent and what is alleged to be employed by the 
defendants. 

Claims 7, 17 and 18 are each in Janguage re- 
quiring a record groove of *‘ irregular” or ** varied” 
form, which is a structure of definite meaning 
when these terms are considered in the light of 
the specification and drawings of the Bell & ‘Tainter 


243)“, 


patent. If no vibration is given to the style, it 


will simply cut a straight groove with sloping 


yy 
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walls and of uniform depth, and the adjacent grooves 
will more or less coalesce to form dividing ridges 
which will prevent the reproducing sty!e being sup- 
ported between the grooves. If now the diaphragm 
of the recorder be vibrated by sound the’style will 
be caused to vary its depth of penetration in accord- 
ance with the amplitude of the viBvatious. This 


causes the style to ‘‘cut” or “ gouge” out the wax | 


to a greater or less extent, making the cross section 


of the groove correspondingly different as we pass — 


along its length. With respect to ibis the patentees 
say: “‘ If one talks into the mouthpiece I, the style 
will be thrown into vibrations corresponding to the 
spoken words, and the engraved line will be of 
“ varying ” character, the ‘‘ inequalities ” or ‘* varia- 
tions” from uniformity representing the forms of 
the sound-wave. 

l understand this to define the varied form or ir- 
regularities of the claim to mean a groove whose 
form in cross section is varied to produce irregulari- 
ties in the groove and thus create the vertical undu- 
lations. These claims 7, 17 and 18 can relate to 
and include no other form of record, as no other 
form can be produced by what is set out 
in the Bell & Tainter patent. and there is no hint in 
the patent to any other form of record. ‘Che de- 


fendant’s record groove is not a groove of this char-, 
acter, and is not a aarrow ‘line of irregular or. 4. 
varied form ” as called for by claim 7, nor isit an ‘‘ir- 
regular grovve,” as called for by claims 17 and 18.° 


On the other hand, it is a groove of uniform 


cross section and depth simply traced out of a | 


‘relatively straight path. It is sinuous, as in the old 
Cross records or in the old phonautograph records, 
but itis, unlike the Bell & ‘Tainter patent, a per- 
fectly uniform groove, which, while when  repro- 


duced in a properly resisting substance, beautifully 


adapted for use with the type of machine known as 
the gramophone, is totally unsuited the type of ma- 


chine shown in the Bell & Tainter patent; and cou: - 


sequently, in my opinion, is not included under the 
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language of the claims thereof, T have expressed 247 


this opinion without consideration as to the mate- 
rial or substance employed in the record or to the 
mode of making the record groove, because they 
are immaterial, and hence my opinion would not be 
changed even though the defendants actually used 
a record groove of this sinuous character and nni- 
form cross section made in wax in any manner de- 
sired. The record groove of the sramaphone record ° 
dises used for reproducing are uniform in cross 
section, and, as shown, are formed in composition 
which is not wax, and, therefore, do not embody 


the requirements of claims 7, 17 and 18 of the Bell 
& Tainter patent. 


Claims 17 and 18 specilically require that the 9248 


groove shall have “sloping walls,” and I have ex- 
plained that these walls are to previde means for 
causing the reproducing style to slide down to the 
bottom of the groove by gravity, and track the ver- 
tical undulations of the record at that place. They 
also form, by coalescing, the ridges which present 
no surface which will support the style between 
them, and preventing it reaching by gravity the un- 
dulations in the bottom of the groove. 

The record tablet used by the defendants has not 
such sloping walls, as it needs none and could not 
have them if desired, because ou account of the lat- 
eral sinuosities of the groove the grooves would have 


their distinctiveness blotted out at a great many 949 


places in the record. The side walls are made as up- 
right and straight as possible, as they must be to 
cause the heavy arm, horn and reproducer to be 
moved across the record in the operation of the ma- 
chine, 

There is nothing in the record groove of the de- 
fendants that could perform the function of the 
sloping walls of the groove of the Bell & Tainter 
patent. Moreover, as the record that creates the 
vibration of the stylus is not in the bottom of the 
groove, there is no necessity for it being guiden 
there. It is not guided there, because it is placed in 


to 
x 
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250 the groove at the start and the great weight on the ai aa RL 8S tion ast 
style and the abrupt form of the side walls insure 5: i? OE 
the style remaining in the groove under the ‘same 
conditions at all times. Further, as the gramo- 
phone has no mechanical feeding mechanism for 
positively producing a relative feeding of the repro- 
ducer across the record there is no useful effect to 

be performed by any sloping side wall. The re- ic 
quirement of the ‘ sloping” walls is very important « 
in the Bell & Tainter machine, but absolutely use- 
less, and, in fact, detrimental in the Gramophone 
machine. The walls of defendants’ record must be 
abrupt, as they, in contact with the style, automat- 
ically project the reproducer across the record tablet 
without. 

For these reasons the defendant's record, of what- 
-soever material and mode ‘of manufacture it may — 
be, does not, in my opinion, embody in its construc- 
tion the structure of claims 17 and 18 of the Bell & | . 
Tainter patent in suit. eu 
Aside from foregoing considerations above ex- 

pressed, respecting the nonembodiment of the 
record and engraving devices of the complainants’: 
patent in the production of a record tablet by the. . 
defendant, I will further express the opinion that —, 
the structure and method set out in claims Zand 10. 
are disclosed in prior patents and publications, and 
the following are my reasons for this opinion: 


The Bell and Tainter patent uses a wax record - 
~ tablet of cardboard, coated with a waxy substance, > 
preferably composed of white beeswax .and_ paraf:’ 
fine. There is nothing new in this, generically con- 

‘sidered, and if it is to be a wax soft enough to be. 
engraved and hard enough to be capable of repro. , 
ductions by direct contact of the reproducer with it, | 
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tion as to hardness is to be assumed, as upon no 
other reasoning could they contend that the defend- 
ants used their method and produced a wax record, 
even if intended for reproducing, and I have so un- 
derstood the testimony of their witnesses Jones and 
Cameron. The complainant’s motion papers no- 
where aver that the defendant is using old or wax- 
like material capable of reproducing sound there- 
from -from it directly in the manner described in the 
patent, and there is no averment that it has been so 
used by the defendant. If used, as alleged, for re- 
cording only, and for making a matrix therefrom in 
metal, the wax record would at once be relieved of 
the necessity of having to be hard enough to resist 
a reproducing stylus as in reproducing. This fea- 
ture being eliminated, the material used for record- 
ing would, of course, at once be made much softer, 
so as to relieve the recording stylus of all un- 
necessary resistance to secure the best results. 
One of Bell and Tainter’s main arguments in 
other suits was that they solved the problem of pro- 
viding a record material hard enough to resist the 
impact of the stylus in reproducing and soft enough 
to cut or engrave by sound vibrations, a commercial 
record. The recording material for copperplating 


purposes can be made very much softer than when | 


used for reproducing sound directly therefrom and 
in fact can be quite soft. This being the case, the 
alleged five distinctions which enable Bell & Tainter 
to plausibly distinguish their record with respect to 
the prior art no longer exists and their claims under 
their present contention are broadly foran engraved 
wax record. 

In Edison's English patent 1644 of 1878 he makes 
the statement: 


‘* By extensive experiment and research, | 
“have been enabled to obtain very perfect 
“articulation and to produce,a record in a 
* convenient form for preservation,” 
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256 and in describing the phonogram or record tablet 


he says it 
‘‘may be in the form of a disc, a sheet, an 
‘¢ endless belt, cylinder, aroller * * *,” 


and then sets out that the record groove may be 


« either in straight lines, spiral, zig-zag * * *,” 


and that for future use 
‘the reproduction of the phonogram from a 
‘“* matrix or copy in relief of au original pho- 
‘‘nogram may be made * * *.” 


- This is evidence that Edison used discs and cylin- 
ders as records such as used at the present time. He 
did not restrict. the use of his phonogram to repro- 
duce sound, but used it for producing duplicates by 
electroplating and subsequent moulding. 

He then describes the use of foil and states. fur- 
ther: 

‘* Paper or other material may be used, the 
‘“same being coated with paraffine or otber 


“ hydro-carbons, waxes, gum, lacs, and the 
‘sheet so prepared may be itself indented 


ie £9 


- That the indenting point or style is a cutting style 
and produces in its effect an engraving action, is 
evident from the fact that Edison speaks of the pos- 
sibility of it clogging with paraftine, this result tak- 
ing place owing to the fact that at that early date 
he had not arrived at an absolutely perfect composi- 
tion in the form of wax which could readily be en- 
graved without more or less of it adhering to the 
engraving style of the recorder. But aside from the 
particular composition of wax compound, Edison 
didengrave it. 1t thus appears that Edison used a 
tablet. comprising a circular disc of cardboard 
coated with wax or waxy substance, and having 
the record groove engraved or gouged therein in a 
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spiral line, the said groove ha ving sloping walls and 259 


a vertically undulating bottom, and being adapted 
to receive and operate upon a style of a reproducer 
of less size than the engraving or recording style 
Which formed the groove, “so as to follow the bot- 


tom of the depressions without contact upon the 


sides,” precisely as is called for in the Bell & Tainter 
patent in suit. Edison fully appreciated the im- 
portance of the engraved wax record, and even if 
his wax was not as hard as that of Bell and Tainter, 
the difference was only one of degree and would 
not—-unless it be in the composition itself—require 
the exercise of the inventive faculties to produce a 
Wax record per se over what was done by Edison. 
The possibility of inventing an engraved wax record 
began and ended with Kdison’s work as evidenced 
in his English patent 1644 of I878, and there was no 
room left for further invention of an engraved wax 
lecord generically, 

In the quotation from his Kuglish patent, the 
word ‘‘indenting * is used in connection with the 
engraving of the wax record tablet, and to avoid 
a misunderstanding as to the mieaning of this word 
1 would say that it is in full accord with the idea of 
cutting or engraving when applied to the article 
produced. The terms “indenting,” “ indentations” 
and ‘indented ” used by Mr. Edison refer to the 
record grooves of the sounds formed on the tablet. 
Webster's Dictionary defines the word “indent” as 
‘to notch,” ‘to jag,” “to cut into points like a 
tow of teeth.” ‘ Indented ” is defined as “cutting 
the edge into points or inequalities like teeth,” 
“jagged,” “ notched.” “Tndentation ” is defined 
as a “recess or sharp depression in any surface.” It 
will ‘be seen from these definitions that, when 
applied to the cavity of surfaces of the tablet 
such as employed by Edison in connection with 
pointed styles or recording points, the said terms 
would include the cutting or engraving as well as 
embossing features. With the tin foil the em- 
bossing yesulted, but when the tablet was ‘‘ coated 
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language of the claims thereof, T have expressed 
this opinion without consideration as to the mate- 
rial or substance employed in the record or to the 
mode of making the record groove, because they 
are immaterial, and hence my opinion would not be 
changed’ even though the defendants actually used 
arecord groove of this sinuous character aud ani- 


form cross section made in wax in any manner de- ., 
sired. The record groove of the gramophone record 


discs used for reproducing are uniform in cross 
section, and, as shown, are formed in com position 
which is not wax, and, therefore, do not eimbady 
the requirements of claims 7, 17 and 18 of the Bell 
& Tainter patent. 

Claims 17 and 18 specifically require that the 
groove shall have “sloping walls,” and I have ex- 
Plained that these walls are to provide means for 
causing the reproducing style to slide down to the 
bottom of the groove by gravity, and track the ver- 
tical undulations of the record at that place. They 
also form, by coalescing, the ridges which present 
no surface which will support the style between 
them, and preventing it reaching by gravity the un- 
dulations in the bottom of the groove, 

The record tablet used by the defendants has not 
such sloping walls, as it needs none and could not 


have them if desired, because on account of the lat- 


eral sinuosities of the groove the grooves would have 


their distinctiveness blotted out at a great many. 


places in the record. The side walls are made as up- 
right and Straight as possible, as they must be to 
cause the heavy arm, horn and reproducer to be 
moved across the record in the operation of the ma- 
chine, 

There is nothing in the record groove of, the de- 
fendants that could perform the function of the 
sloping walls of the groove of the Bell & Tainter 
patent. Moreover, as the record that creates the 
vibration of the stylus is not in the bottom of ‘the 


. Sroove, there is no necessity for it. being guiden 


there. It is not guided there, because it is placed in. 
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250 the groove at the start and the great weight on the | 
style and the abrupt form of the side walls insure 
. the style remaining in the groove under the ‘same 
conditions at all times. Further, as the gramo-. a 
: phone has no mechanical feeding mechanism for~ 
positively producing a relative feeding of the repro- 
ducer across the record there is no useful effect to 
be performed by any sloping side wall. The re- 
quirement of the ‘‘ sloping” walls is very important ? 
in the Bell & Tainter machine, but absolutely use-. A ae 
less, and, in fact, detrimental in the Gramophone, ; 
machine. The walls of defendants’ record must. be » 

abrupt, as they, in contact with the style, automat- 

ically project the 4 ead across the record tablet 

‘951 without, 

For these nianous the defendant's record, of what- 

‘soever material and mode of manufacture .it may. 
re be, does not, in my opinion, embody in its construc- 
Fs «xen tion the stracture of claims 17 and 18 of the Bell & Mis 

. 4 1+ Painter patent in. suit. n 
, 4. Aside from foregoing considerations whdvh “ex: rr 
: pressed, respecting the nonembodiment of the. 
, record and engraving devices of the complainants’) «© 
i .. patent in the production of a record tablet by the ~ 
High € ps /*. defendant, I will further express the opinion that. | — 
i le the structure and method set out in claims 7 and 10° 
; Aa » are disclosed in prior. ‘patents and publications, and) 
. the following are my reasons for this opinion: © hb. 6, (i 


i 252 The Bell and Tainter patent uses a wax ‘acted 
» «tablet of cardboard, coated with a waxy substance, 
. preferably composed of white“ beeswax and. eee 
fine. There is nothing new in this, generically con- 
_ sidered, and if itis to be a wax soft enough to bo ; 
irae and hard enough to be capable of repro. |” 
’ ductions by direct contact of the reprodticer with it; 
‘as claimed. by the com plainant’s witness Cameron, 
i i; * then it is wholly out of the question for the defends 
} ants to use a wax tablet with the Gramophone tithe 
‘ chine, for such is a commercial impossibility, Nhib <, 1s, 
ees _ * the pomplattiante now = to remove that limita: 
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tion as to hardness is to be assumed, as upon no 258 


other reasoning could they contend that. the defend- 
ants used their method and produced a wax record, 
even if intended for reproducing, and I have'so un- 
derstood the testimony of their witnesses Jones and 
Cameron. The complainant’s motion papers no- 
where aver that the defendant is using old or wax- 
like material capable of reproducing sound there- 
from froin it directly in the manner described in the 
patent, and there is no averment that it has been so 
used by the defendant. If used, as alleged, for re- 
cording only, and for making a matrix therefrom in 
metal, the wax record would at once be relieved of 
the necessity of having to be hard enough to resist 


a reproducing stylus as in reproducing. This fea- 254 


ture being eliminated, the material used for record- 
ing would, of course, at once be made much softer, 
so as to relieve the recording stylus of all un- 
necessary resistance to secure the best results. 
One of Bell and Tainter’s main arguments in 
other suits was that they solved the problem of pro- 
viding a record material hard enough to. resist the 
impact of the stylus in reproducing and soft enough 
to cut or engrave by sound vibrations, a commercial 


record. The recording material for copperplating: 


purposes can be made very much softer than when 


used for reproducing sound directly therefrom and - 


in fact can be quite soft. This being the case, the 


alleged five distinetions which enable Bell & Tainter. 


to plausibly distinguish their record with respect to 


the prior art no longer exists and their claims under | my “i 
_ ‘their present contention are broadly for an engraved. «> 
wax record. : es ; 
in Edison’s English patent 1644 of 1878 he makes. ’*,. 
the statement: ie ‘ 
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By extensive experiment and research, I 
‘have been enabled to obtain very perfect: 
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“ convenient form for preservation,” 


256 


86 


and in describing the phonogram or record tablet 
he says it 


‘“may be in the form of a disc, a sheet, an 
* endless belt, cylinder, axroller * * *,” 


and then sets out that the record groove may be 
“ either in straight lines, spiral, zig-zag Si Bee! 


and that for future use 


the reproduction of the phonogram from a 
* matrix or copy in relief of an original pho- 
“ nogram may be made sail? 


This is evidence that Edison used discs and cylin- 
ders as records such as used at the present time. He 
did not restrict. the use of his phonogram to repro- 
duce sound, but used it forfiroducing duplicates by 
electroplating and subsequent moulding. 

He then describes the use of foil and states fur- 
ther: 

‘ Paper or other material may be used, the 


‘same being coated with paraffine or other | 


“ hydro-carbons, waxes, gum, lacs, and the 
‘sheet so prepared may be ¢tself indented 
we & 


That the indenting point or style is a cutting style 


and produces in its effect an engraving action, is 


sh 
293 .vident from the fact that Edison speaks-of the pos- 


sibility of it clogging with paraffine, this result tak- 
ing place owing to the fact that at that early date 


he had not arrived at an absolutely perfect composi-_, 


tion in the form of wax which could readily be en- 


-graved without more or less of it adhering to the 


engraving style of the recorder. But aside from the 
particular composition of wax compound, Edison 


didengrave it. It thus appears that Edison used a . 
tablet comprising a circular disc of cardboard 


coated with wax or waxy substance, and having 
the record groove engraved or gouged ‘therein in a 
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rd tablet 4 spiral line, the said groove having sloping walls and 259 
“ a vertically undulating bottom, and being adapted 
hect, an ci to receive and operate upon a style of a reproducer 
eer ; of Jess size than the engraving or recording style 
: Which formed the groove, ‘so as to follow the bot- 
y be 4 tom of the depressions without contact upon the 


sides,” precisely as is called for in the Bell & Tainter 
patent in suit. Edison fully appreciated the im- 
portance of the engraved wax record, and even if 
| his wax was not as hard as that of Bell and Tainter, 
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Poin & ‘ the difference was only one of degree and would 
nab pho- y not—unless it be in the composition itself—require 
q the exercise of the inventive faculties to produce a 
wax record per s¢ over what was done by Edison. 
ud cylin. 2 The possibility of inventing an engraved wax record 9260 
lime. He began and ended with Mdison’s work as evidenced 
torepro-  , ; in his Knglish patent 1644 of 1878, and there was no 
ieates by room left for further invention of an engraved wax 
if record generically, 
ites fur- ie Inthe quotation from his Mnglish patent, the 
a word ‘indenting ” is used in connection with the 
used, the a engraving of the wax tecord tablet, and to avoid 
»or other { a misunderstanding as to the meaning of this word 
the “a _ IT would say that it is in full accord with the idea of 
intented PY cutting or engraving when applied to the article 
ms produced, The terms * indenting,” “ indentations” 
F ; ‘td and ‘indented * used by Mr. Kdison refer to the 
me ety le ma record grooves of the sounds formed on the tablet. 
action, 16° wil Webster's Dictionary defines the word ‘‘indent” as 96) 
E the pos- re * to notch,” "to jag,” ‘Sto cut into points like a 
esult tak- a row of teeth.” “ Indented” is defined as “* cutting 
parly date rz the edge into points or inequalities like teeth,” 
by ah ns *jageed,” “notched.” ‘* Indentation ” is defined 
lily be en- Mi as a “recess or sharp depression in any surface.” It 
ing to the i will ‘be seen from these definitions that, when 
ef, ym the a applied to the cavity of surfaces of the tablet 2" 
1, Edison a such as employed by Edison in connection, with 
on used a a pointed styles or recording points, the said*terms 
vardboard art would include the cutting or engraving as well as 
d having || tee embossing features. With the tin foil the em- 
sei aa ey bossing resulted, but when the tablet was ‘‘ coated 
ye , 
‘ e ‘ 
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262 with paraffine or other hydro-carbon, waxes, gums 
or lacs,” and directly subjected to the action of the 
recording style, the tablet was unquestionably cut, 
gouged or engraved with the proper irregularities to 
produce a groove having vertical undulations. The 
words ‘‘ other hydro-carbons” found on line 27, 
page 7, of the English patent 1644, of 1878, would in- 
clude a large variety of waxes and resins of various 
degrees of hardness, and which if used separately 
or in connection with the paraffine, might be em- 
ployed to reduce a tablet having a wax or waxy 
composition of the desired hardness. Bell & Tainter 
used parafiine and beeswax, while Edison describes 
“ naraffine or other hydro-carbons, waxes, gums or 

943 lacs” as the substances to use, and I therefore find 
in the Edison patent a full disclosure of an engraved 
wax record or tablet such as called for by claims 7, 
10, 17 and 18. | haveincluded in this opinion claims 
17 and 18, notwithstanding that they require ‘' slop- 
ing walls” to the grooves, because, as [ understand 
the complainants’ insistment the sloping walls are 
to be taken in a generic sense, and in such they are 
fully disclosed in the Edison records of hig English 
patent. Edison’s patent, however, dves not disclose 
the “sloping” walls, coalescing to forin sharp ridges 
as in the case of the Bell & 'Tainter records, so that 
if the proper legal construction to be given to these 
Claims 17 and 18 requires such ridges, then they’ 

vga MAY be said to distinguish from the Edison patent, 
but far more do they distinguish from the Gramo- ., 
phone record groove, and hence fail to include a rec- : 
ord of the character used in defendants’ tablet. +. “)tnotion 

Edison’s English patent 1644 1878 shows a * 4 gy tad he arihi 
sound record consisting of a tablet having its sur- bi » Sai bay ele 
face cut or engraved with narrow lines of irregular 
or varied form corresponding in sound waves, as 
called for by claim 7 of complainant's patent. For 
these reasons | aim of the opinion that the clains 
7, 10, LJ and i8 are for subject matter disclosed in 
the Edison English patent 1644 of 1878, said opinion 
being moditied as to claims 17 and 18, if the legal 
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construction requires them to include the sharp 266 Wal 
vidges at the coalescing boundaries between adja- 4, 
cent grooves. edi 
Ll find that prior to the. English patent of 1878 
Edison had produced a recording phonograph for er- 
yraving the record. This was given to tbe public by 
an article in the Scientific American of November 17, 
Is77, und describes an engraved record in which 
the irregularities are such as to produce a vertically 
undulating record. Briefly stated, this article de- 
scribes Mr. Kdison’s apparatus, or at least one form 
of it, as embodying a recording diaphragm operating 
“a small, chisel-shaped point,” which indents or 
cuts the body of the material constituting the rec- 
ord, and which is subsequently used to operate a re- 266 
producer, This is also disclosed in his British pat- 
ent 2909 of 1877. It thus appears that prior to his 
Patent 1644 of 1878 Edison had clearly defined ideas 
of cutting, gouging or engraving as the mode of 
forming the sound record on the tablet, and 
this was improved in his said 1878 patent .by 
the addition of more suitable tablets of 
wax or waxy substances. As further evidence & 
that cutting or engraving to produce the a 
sound record was not new with Bell & Tainter, I 
will refer to some other publications. Shortly after 
the appearance of Edison’s phonograph, Lambrigot 
produced a cheap type of phonograph, described in 
the Engineering, Volume 27, page 326, April 18, 267 
1879. . Briefly stated, the record is first cut in a bar 
of teased waa by a cutting style giving a vibratory 
motion by a diaphragm set in vibration, while the 
; stearine bar is being moved under the style. Th 
c engraved wax record is then copied by an electro- 
typing process, and the electrotype employed for re- 
producing lead duplicate records which were sub- 
sequently used for reproducing speech. In this 
article it is stated: 
“The upper surface of a rectangular prism ; 
‘““of glass or other hard and rigid material is 
“ thickly coated witha stearine wax. * * * 
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268 “This bar is then fixed into a simple phono- 

graphic instrament, which, by means of a 

: “screw, or other mechanical contrivance, 
; “traverses it at a suitable speed below a 
os “diaphragm. The diaphragm is rigidly held 

“around its circumference by au annular . 

‘frame work * * * and is in every re- 

“spect exactly similar to the diaphragm of 

‘‘an ordinary phonograph. ‘lo the centre of 

‘this diaphragm is attached a thin flat plate. 

# % * When all is properly adjusted, and 

‘the temperature is so arranged as to give to 

“ the stearine surface a proper degree of havd- | 

‘ness, to insure the best results, the handle 

.* of the instrument is turned, and at the same 

‘time words are spoken against the dia- 
“phragm, which immediately set up in 

269 “it vibrations, which are communicated to 
. ‘ the plate or “tyle. While this is moving up 
“and down, following the vibrations of the 

“« diaphragm caused by the voice, thestearine 

“coating of the bar, @ b is steadily drawn 

‘in the direction of the arrow below the 

“vibrating bar.” * * * 


It appears, therefore, that the tablet of glass coated 
heavily with wax is engraved by the cutting stvas 
and from this Lambrigot produced duplicates in lea 
by electroplating aud pressure, as fully disclosed in 
the succeeding part of thearticle. Another deserip- 
tion of Lambrigot’s invention appeared in the Jour: 

; nal of the Society of Telegraphic Eugineers, Lon- 
270. don, 1879, in Volume 8, page 303, and contains an 
addition to the description of the apparatus a very 
clear statement showing that the record was en- 

graved in the wax. 

The words are: ' 


‘It consists, in the first place, of alead wire 
“upon which certain impressions are eH 
“ graved. The engravings are produced in 
“the following manner: The phonograph, 
“ armed with a knife edge, instead of a point 
‘* passing over a sheet of tin foil, passes over 
‘a bar of stearine. This bar of stearive re- 
“ ceives the phonographic impression.” 


he « Voge 


~ 


phieno- 
ns of a 
ivance, 
wlow a 
lly held 
yooular 
very re- 
agm of 
ntre of 


up in 
sated to 


slow the 


38 coated 
# style, 
s ittead 
‘losed in 
descrip- 
he Jour- 


rs, Lon- , 


tains an 
is a very 
was ei- 


‘ead wire 
iy = @il- 
ineea in 
nograph, 
fa point 
sses over 
arine re- 
Tide “yg 


ol 


This article indicates to me that the idea of avi- 271 


brating, a cutting style operated under the action of 
a diaphragin to engrave a record upon a wax tablet, 
was undoubtedly well known in the art at that time, 
and therefore, broadly speaking, there was nothing 


new in engraving a wax record at any subsequent 
time. 


As a further evidence of the engraving process of 
Lambrigot, 1 would quote from LeTelephone, Le- 
Microphone and LaPhonograph, by DuMoncel, 
Paris, 1880, page 866. 


“* * * The apparatus consists of a flat 


‘“ piece of wood set up vertically on a base 
“and fastened solidly. At the centre of this 
* flat piece of wood, is a round hole, covered 
“over with asheet of well-stretched parch- 
“ment, against which bears a steel knife, 
‘*“ which should, like the point of the pbono- 
“graph, trace the vibrations, A solid piece 
“rises from the base to the centre of the flat 
** piece of wood, and supports a slide, which 
permits a car to move round before this flat 
** piece of wood. On this car is a vod of 
*“ glass, one of the faces of which is covered 
‘over with stearine. By approaching the 
“car, and causing it to go back and forth, 
“ the stearine comes into contact with the 
“knife * * * When a sound is heard, 
*‘ the sheet of parchment is put into vibra. 
“tion and communicates its movement to the 
“knife which penetrates into the stearine, 
‘and traces varied lines.” 


Aside from the particular shapes of the recor? 
srooves having the sloping walls and coalescing to 
form shape ridges, these Lambrigot publications 
fully disclose the method of engraving the wax 
records, the vibrating cutting siyle, and its combina- 
tion with a wax body or tablet, and a wax tablet 
or body having the record cut or engraved 
therein, as called for by Claims 7 and 10 of the Bell 
& Tainter patent in suit. 

The French patent, No. 135,688, dated March 20, 
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274 1880, to Charles Weyher for an improvement in con- ree a ie 
tinuous phonograph, states: 24° ® 


“The phonograph, for which [ formulate 

*“ the present application for a patent, * * * 
“is based in principle on the registering of — 
‘* the vibrations of a stylus on a fine wire of 
‘an indefinite length. * * * The wire 
““when passing * * * traverses a. small 
“anvil placed beneath the vibrating stylus, 
“ which is nothing buta small burin, the cut- 
“ fing part of which is perpendicular to the 
* syne, * oF % 
**T desire by the present application for pat- 
“ent to guarantee tomyself * * * acon. 
* tinuous phonograph, the stylus of which, in 
ts. * the form of a burin, acts on a metallic or 
27d “other wire, and impresses thereon the vi- rk 
“ brations to which it is itself subjected.” rae 


_ This description shows a clearly defined conception 
aud embodiment of an apparatus for engraving ay 
sound records by means of a burin or engraving, 
and while the patentee’s idea was to engrave a wire 
of metal, nevertheless, he says, ‘‘ metallic. or other 
wise,” and this would inclade a wire or set 
rod or other composition; aud as wax was dt his 
disposal in view of the prior patents to Kdison and | * 
publications of Lambrigot’s device, it would wot, in ae) 
my opinion, involve invention to use his engraving 
style to engrave a record groove in the wax instead 
of on metallic wire. A ‘burin” is.an engraving 
tool, and is defined in Webster's Dictionary as 
“‘ the cutting tool of an engraver on metal used in 
‘line engraving. It is made of tempergtl steel, one. 
“end being ground off obliquely so as to produce a 
‘sharp point and the other end iuserted into a 
~ mealies: Foe Fe 
This is exactly the vibratory cutting style of 
claiins 3, 4 aud 6 of the Bell & Tainter patent and is. 
operated by sound waves to produce a vertical um 
— dulatory sound record precisely as teyuired by the — 
method claim t,and by claim 9 assuming that the 
wax tablet of Edison or Lambrigot were substitutid 
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for the wire. If such a burin as defined by this 277 


French patent were used with the Edison wax. tab- 
lets as deseribed by Edison in his English patent 
[44 of 1878 we would have the engraved wax tab- 
lets of the Kdison patent with perhaps a little move 
sharpness because of the specially shaped eugraving 
style. The record produced would be a line or groove 
of irregular or varied form having sloping side walls 
and a vertically undulating character of record and 
therefore itis my opinion that claims 7, 10, 17 and 
{8 of the Bell & Tainter patent disclosed nothing 
that was not fully disclosed in these prior patents. 
It certainly would not involve invention to substitute 
the engraving burin of the French patent. in place 
of the style of the Edison patent, as such would be 
merely adaptation, and the substitute of one well 

known equivalent for another and this would not 
involve invention in my opinion. At. best, this is 
all they did, unless perhaps they arranged the ad- 

jacent grooves so close together as to make the slop- 

ing walls coalesce to form the ridgelike division be- 

tween the grooves. 

L would also point out that not ouly did Bell & 
Tainter copy the Edison card coujed with wax as a 
tablet, but they also copied from hY¥ English patent 
1644, of 1878, the circular form, tho spiral tracing, 
and the general type of machine, differing in no 
material respect in introducing a universal joint 
close to and as a support for the reproducer on the 
carrying arm used as an adjunct to the mechanical 
feed, which latter positively feeds the record past 
the reproducer. They perhaps more, fully dilated 
upon the idea of engraving, but that was only a 
matter of degree; and if the engraving style of 
Edison was fully described such styles were cer- 
tainly fully set out in the French patent and by 
Lambrigot loug prior to the date of the inveution 
of Bell & Tainter, leaving nothing for them to in- 
vent in the art of engraving a wax or other record 
generically. . 

Attention should also be called to the fact that 
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280 complainants’ proofs distinguish the Berliner process 
of making records, referred to as the ‘‘ etching” 
process, from the complainants’ patent in suit, Mr. 
Joseph W. Jones testifies to having been engaged in 

: ‘the Berliner laboratory at one time. 
This Berliner process of making records was pat- 
ented to Mr. Emile Berliner May 15, 1888, by Let- 
ters Patent No. 382,790. 
This patent states: ‘‘ The etching ground which is 
to serve as the non-resisting medium for the phon- 
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autographic record I prepare by dissolving beeswax, :  Fecord.: 
parafiine or other like substance in a suitable shee What 4 
solvent.” ‘The patent then describes how this wax- ane A tendant wi 
like solution is prepared, and how the zine plate be the claiins 
281 subsequently to be etched is coated with the wax Rat thing, th 

) solution. The solvent immediately evaporates and Leth material. Be 

Lae leaves a fine film or coating of wax upon the metal ee ‘troplated m 
surface, it being sufficiently soft to offer no percept- tha wax-lik 
ible mechanical resistance to the recording stylus. plate, ‘the 
The specification also states that, *‘ I ordinarily, but ' €ase ig that 


not necessarily, apply a second coating of the solu- 
tion which, when dry, leaves a film of wax of such 
thickness as | have found to answe" all require- 
ments. A plate or cylinder thus prepared may be 
preserved indefinitely and is at all times in good 
condition to receive the phonautographic record.” 
The patent then describes how the recording is 
accomplished; it states: ‘* Such record is produced by 
262 moving the prepared surface under a stylus actuated 
by sound-waves to remove an undulatory line of 
the non-resisting film from its support, whereby the 
latter is laid bare along a said line, ‘his fully de- 
scribed in my patent above referred to, and is now 
well understood by those skilled in the art.” ‘The 
etching acid is then applied and the unprotected 
portions etched in the metal. From this an electro- 
plated matrix is produced for stamping in the rub- 
ber disc. 
This is the Berliner etching process which Mr. Jo- 
seph W. Jones refers to, and which complainant 
has differentiated from the Bell & Tainter patent 
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The Berliner records have beeu on the market, as is 285- 


well known, for many years, yet the complainants 
have never sought to enjoin the Berliner etching 
process. 
. The reason is obvious that it was no infringe- 
ment, as the wax-like coating on the metal plate 
was not used for reproducing sound directly theve- 
from, and could not be so used, as the Wax coating 
was too soft to vibrate a reproducing style, and 
any attempt at the same would have destroyed the 
record. 

What the complainants now seek to charge de- 
fendant with by their proofs is essentially, as far as 
the clainis in controversy are concerned, the same 
thing, that is, recording sound waves in a wax-like 
material. In the Berliner etching process the elec- 
troplated matrix is made from the extra plate after 
the wax-like material has been removed from the 
plate. The charge of infringement in the present 
case is that.the defendant forms the electroplated 
matrix from the wax-like material directly by first 
coating if with graphite or other suitable electric 
conductor. re 

The condlusion is therefore obvious that what on 
the one hand complainant differentiates as the etch- 
ine process, and which it has never couteuded was 
an infringement of its patent in suit, it on the other 
hand charges infringement of what, according to its 


showing is apparently the same thing. From the “5 


proofs produced by the complainant the foregoing 
conclusion is inevitable. 


Im conclusion, my opinion may be sumipéd up as 
follows: 


1. The claims of the Bell & ‘Yainter in suit Nos, 
7, 10, 17 and 18 are anticipated by the prior art, 
except in case of claims 17 und 18, provided they are 
limited to the sloping walls coalescing to form the 
sharp ridges. 
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236-2. There was no room for a generic invention in 
engraving a sound record in wax or other material 
at the date of Bell & Tainter patent. 


3. There is no evidence that the defendant used 
any apparatus or method or thing defined in the 
claim sued upon in the production of their record 
tablets. 


4. That even assuming that there was a possibility 
of pacentability being found in some of the claims 
over the prior art, still the construction of the de- 
fendant’s alleged record tablet in the form of its 
groove and its mode of operation is so radically dif- =F 

‘ferent from that of the record tablet of com- eS 
plainant’s patent that it would be un. impossibility to 
employ the invention of the complainant’s patent in 
its manufacture. ; ie, 

I present as an exhibit with this affidavit a copy = 
of Edison's English patent No. 1644 of 1878, marked © | 
with wy initials- and the words ‘ Def ndant’s Ex-. | 
hibit No. 3.” at 

Lalso present as an exhibit with this affidavit a 
copy of the file wrapper and contents of the Jones 
patent referred to above, marked “ Defendant’s Iix- 
hibit Copy Jones’ File Wrapper and Contents, June 
18, 1902.” Ms 

(Sgd.) H. A. West. 

Sworn and subscribed this i : 


18th day of June, 1902, 
at New York, before me. } 


Lesuie R. Parmer” 
Notary Public, 
N;. ¥3:@o. 
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it UNITED STATES CIRCUIT COURT, 
i e 
“Sa ‘ Souruern Disrricr or New York. 
‘ ¥, ‘ 
a AMERICAN GRAPHOPHONE Com. 
ive PANY, 
vy Complainant, 
% vs. 
a | UniversaL TALKING MACHINE 
5 MANUFACTURING COMPANY, 
i Defendant. 
| a 
mae? Srate or New York, = 
ae | County of New York, § 
ra . 4 Louis P. VaLiquet, being duly sworn, according 
mor law, on his oath says: 


L reside in the City of New York, Ihave been in 
the employment of The Universal Talking Machine 
Manufacturing Company since last January. IT am 
familiar with the various methods of making sound 

_ records for talking machines, and have been so 


largely in making zigzag records, and am familiar 
with the secords made by the defendant. ‘The 
method of making records pursued by them is to 
make the original record on a plate#tovered with a 
soft composition, the composition of which is secret. 
After the record is formed in this composition it is 
electroplated, and a matrix is made. From that 
matrix the commercial record is stamped in a hard 
shellac compound. The substance in which the 
original record is made is so soft, that it would be 
impossible for it to be used commercially for repro- 
ducing the sounds recorded upon it. ‘The result of 
putting a reproducing. needle in contact with it 
would be to entirely destroy the laterally varying 


» 


familiar for the last five years. | have experimented — 
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292 undulations which correspond to the sound-waves 

recorded on the tablet. 
(Sgd.) Louis P. VALIQUET. 

.Sworn to before me this 18th 
day of June, 1902. } 
Lesue R. PALMER, 

Notary Public, 

Nu Cm 
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CIRCUIT COURT OF THE UNITED STATES 


For tue Souruern District or New York. 


SNe eee a ee. 


AMERICAN GRAPHOPHONE Com- 


PANY, In Equity, on 


Patent 341,214. 
AGAINST ‘Sound Records. 


THE Universan 'TALKiInG Ma- rT ci 


CHINE MANUFACTURING Com- ye 
PANY. 


County of New York, ss.: 


Frank A. CRANDALL, being duly sworn, deposes 
and says: 

294 
conversant with its affairs. ‘vhaty relying upon its 
right to use and sell thesound-records manufactured 
by it, and talking machines in connection therewith, 
it has expended large sums of money, so that it now 


has a factory at No. 79 Kast One Hundred and . 


Thirtieth street, in the City of New York, where it 
employs one hundred and fifty people; also a labora- 
tory at No, 52 Kast Twenty-third street, and offices 
at No. 23 Kast ‘'wentieth street, both in the 
City of New York. It has invested large sums of 


money in the machinery, tools_and materials used. 


That he is the secretary of the defendant, and is 
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in its business. It solls a great many thousand rec- 


ords a month, and, in deponent’s opinion, the serious - 


nature of this motion lies wholly in the fact that so 
much money is involved, and such great damage 
will be caused to the defendant if by any means the 
motion fora temporary injunction should be granted, 
entirely irrespective of the ultimate determination 
of the suit, and even though defendant should be 
ultimately successful. If bv any peradventure the 
ulgimate determination of this action should be in 
favor of the complainant, deponent states that the 
defendant is a corporation having large means and 
resources, in all respects solvent, and able to respond 
in any damages that the complainant may at any 
time suffer, and account for any profits which might 
be desired in complainant's favor. 

Deponent’s attention has been called to the state- 


_ ment in the affidavit of 0. D. Easton, one of the com- 


plainant’s affidavits used in support of this motion, 
where the affiant, Easton, states that the complain- 
aut did not immediately institute suit when the 
defendant began to engage actively in th? business 
of making and selling machines and souhd-records, 
because there were overtures on the part of said 
defendant, looking to negotiating a license, and a 
prospect for a time of settling without litigation the 
claim arising out of the infringement. This state- 
ment of the affiant Kaston deponent denies, in that 
defendant never made any overtures looking to 
negotiating a license, but on the contrary, the com- 
plainant’s representatives very shortly aftoy the de- 
fendant started in business, called upon the officers 
of the defendant, and solicited them to become the 
licensees of the complainant, alloging as a rea- 
son why the defendant should become such licensce, 
and pay a royalty for the right to manufacture and 
use sound records, that in that case the complainant 
would undertake, on other patents, or on other 
claims of the Bell and ‘Tainter patent, and in other 
ways to curtail or enjoin the business of manufac- 
turing and selling talking machines and sound 


295 


206 


297 


100 


298 records conducted by one Eldridge R. J ohnson, 
_who was the largest competitor of the defendant in 
business, complainant suggesting a royalty of two 
‘cents a record. The defendant, through its officers, 
declined to negotiate such license, upon the ground, 
then stated, to the complainant's representatives, 
that the records manufactured, sold or used by de- 
fendant did not infringe, and, in view of such fact, 
that the defendant declined, even for the purpose of 
stopping the business of a competitor, to make any 
such admission by license or otherwise, In support 
of this position, deponent states that the defendant 
and its offcers have at all times been advised by 
counsel learned in the law that, in the first place, 
the claims in question herein of the patent herein 
were invalid; and, in the ‘second place, that the 
defendant’s process did not infringe. These solicita- 
tions of complainant ceased in the latter part of 
February or the early part of March, 1902, and on 
“March 17, 1902, this action was begun, Thereafter, 
but not until May 29, did the complainant make any 

motion for a preliminary injunction. 8 - 

FRANK A. CRANDALL. 


Sworn to before me, this 
18th day of June, es 
Lesiig R. PALMER, 
Notary Public, 
Naseer’: 
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UNITED STATES CIRCUIT COURT, 


SoutHersy Districy or New York. 


AMERICAN GRAPHOPHONE Com- 
PANY, 
Complainant, 


me 


UnNiversar TALKING MACHINE 
MANUFACTURING COMPANY, 
Defendant. 


Strate or New York, i 
County of New York, s ** 


Guoree K. Curney, being duly sworn, depdes 
and says as follows: 


T am familiar with the various methods of mak- 
ing sound records for talking machines, and have 
been so familiar for the last five years. 1 am em- 
ployed by the defendant, and have charge of its 
laboratory and record making department at 152 
Hast Twenty-third street, New York City, and 
have had charge of this department ever since May 
4, 1901. 

All of the original records are made by a method 
or process of my own, the details of which are 
known by no one else. The electro-plating is done 
by employees under my superintendence. Tho 
hard-disk records pressed from the electrotype 
matrices are made by the Auburn Button Works, 
at Auburn, New York. 

I am familiar with the Berliner etched records. 
They are hard-disk, zig-zag records, and have been 
upon the market for more than five years. Records 


501 


303 


- a 
A 
i Be) = 
Pi any a a 2h 
e = % 
p eremery: ba J iS ie BF I a a A i Na wl A ie Ss 3 


Se Sa 


102 


304 like those referred to in the affidavit of J oseph W. 
- Jones have been largely upon the market for more 
than three and a half vears. 

In making such zigzag hard disk records, the 

- ’ original record, whether made by cutting or displac- 

ing, is electroplated with copper, the copper deposit 

removed, and used as a matrix or die for impressing ¥ 

the record in material which is soft when the im- hat 

pression is made, but subsequently becomes hard. aa 

- In making the original record I use a plate of soft. 

composition composed mainly of tallow and other ° ” 
ingredients the details of which and the proportions 
I do not care to specify, as the same is a secrot 
known only to me. It is a soft, saponified compo- 
305 sition, so soft that it must be kept cool in warm 
weather, both in the electroplating bath and 
out of it. The original record could not possibly be 
used commercially for reproducing or rehearsing the 
sounds. If this were attempted it would destroy 
the record. In arecord made with vertical undu- 
lations the pressure of the reproducinsy’stylus against 
the inequalities of the record is muca less than in a 

zigzag record, and, therefore, the same tablef may _, 
be used both for recording and réproducing. In a 
zigzag record, if the material of the tablet is soft 
enough to have the sound record made in it, it will 

be too soft to be used for reproducing the sounds. 

In reproducing, the defendants use a reproducor 

306 or sound box like the exhibit marked for identifi. 
cation herewith “ Defendant’s Reproducer, June 
17, 1902.” 

I produce as an exhibit with this affidavit a cop: 
per matrix electroplated from an original record in 
soft material by a process I use, in which the ma. 
terial is not cut nor removed in chips or shaving of 
other small particles. I have in my possession {lu > 
said original record, which I will produce if requestu'| 
by this Court. The composition of this original 
record is a secret which cost the defendant may 
thousands of dollars, and the process of making the. eos 
record is also a secret which would be injurious to th i 
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defendants’ business to communicate to a business 307 

competitor like the complainant. 1 have scratched an} 

my initials on this copper matrix, and the words 

“« Ex, 9.” ' 
I also produce, as an exhibit with this affidavit, a 

commerical record pressed ina shellac compound 

from this matrix, and have scratched on my inti- 

tials, and the words “ Ex. 3.” 
I also produce, as an exhibit with this affidavit, a 

zinc record, made by me by etching in the manner 

described in the Berliner patents, and have scratched 


niu 

on it my initials, and the words: ‘‘ Ex. 4.” an 

(Sgd) GEORGE K. Cuenry, “ in 

Sworn and subscribed be- tf! bs 
fore me this 18th day of 


308 fs 

June, 1902. ts 
Lesuiz R. Patmer, 

Notary Public, 


Nex se; 


(Endorsed)—U. S. Circuit Court, Southern Dist. of pN 
Y.—American Graphophone Co., Complaing it 
vs. Universal Talking Machine Co.. Defendant. 

Affidavits in Opposition. —H. A. West, Solr. for a. 

Defendant, No. 58 William Street, New York, On 

N. Y.—Rec’d copy of the withir papers at 12.45 . 

p. M.—Dated New York, June 18, 1909,—E. K. af 

Camp, Solr. for Complt.—U. S. Circuit Court, 

Southern District of New York.—Filed J un. 

24, 1902.—John A. Shields, Clerk. 
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‘manifold insufficiencies of the answer of the de- 
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IN THE CIRCUIT COURT OF THE UNITED. 
STATES a 


For THE Souruern Districr or New York. 


AMERICAN GRAPHOPHONE Con- 


PANY 
in aa No. 
8055. 


Sound Records. 


¥: 


UNIVERSAL TALKING MACHINE 
MANUFACTURING COMPANY. 
} 


Replication, 


This repliant, saving and reserving unto itself all 
and all manner of advantage of exception to the 


fendant Universal Talking Machine Manufacturing 
Company, for replication thereunto, says it will aver 
and prove its said bill to be true, certain and sufii: © 
cient in the law to be answered ung; and that the 
said answer of the said defendant i$ uncertain, ul- 
true and insufficient to be replied unto by this re 
pliant; without this, that any other matter or thing 
whatsoever in the said answer contained, material | — 
or effectual in the law to be replied unto, ‘confessed + 
and avoided, traversed or denied, is true. 

All which matters and things this repliant is and- 
will be ready to aver and prove as this Honorable | 
Court shall direct, and humbly prays, as in and ory 
its said bill it has already prayed. ue? 


Dated New York City, June 27, 1902. 


Evisoa K. Camp, 
Solicitor for Complainant, _ 
277 Broadway, . 
New York City. * : 


(Endorsed)—U. S. Circuit Court, 5S. D.N. Y.—Amet, 
ican Graphophone | Company v. Universal Tall 
ing Machine Manufacturing Company.—Nv. 
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—Elisha K. Camp, Solicitor for Complainant, 
977 Broadway, New York City.—U. 8. Circuit 
Court, Southern District of New York.—Filed 
J un, 27, 1902.—John A. Shields, Clerk. 


Ni CIRCUIT COURT OF THE UNITED STATES 


apd, For rur SournEern Districr or New Yor«k. 


fan 
PC i 


‘ AMERICAN GRAPHOPHONE Com- 
a PANY, 
tgs Complainant, 


AGAINST 


Tue Universan Tanking Ma- 
CHINE MANUFACTURING Com- 
PANY, 

Denfendant. 


ce ET SE LS LL, 


County of New York, ss.: 


Frank A, CRANDALL, being duly sworn, deposes 
and says: 


That he is the secretary of the defendant herein, 
and also of The Universal ‘Talking Machine Com- 
pany. The witness, Mr. George K. Cheney, 
whose affidavit is aunexed to this affidavit, is 
under contract with The Universal Tafing Machine 
Company, and is working under that contract, As 
to the complainant, the complainant heretofore 
licensed The Universal Talking Machine Company, 
under certain claims of the patents in question, to 
exclusively manufacture, use and sell machines de- 
rt, signed to reproduce from zigzag records, although 
&; at, that time it was understood that deponent’s com- 
pany did not admit the validity of ofser claims of 
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the said patents, covering the process of making the 
records themselves, nor did the complainant at that 
time make any such claim, tbe latter claims being the 
claims in suit herein. It was, however, understood 


“at the time that the right to manufacture, use and 


soll machines adapted to reproduce from zigzag re- 
cords carried with it, as a necessary incident, the 
manufacture, use and sale, in connection with such 
machines, of zigzag records; and at that time depo- 
nent understood that the complainant did not claim, 
or could not sustain a claim, and that deponent’s 
company did not admit the validity of the claims otf 
the patents as to the process of making the records 
themselves; yet it was also understood at the time 
the license was granted, that the right to manufac- 
ture, use and sell machines adapted to reproduce 
from zigzag records carried also with it, as a neces- 
sary incident, the manufacture, use and sale, in con- 
nection with such machines, of zigzag records. Not- 
withstanding this license, and some months since, the 
complainant having up to that time been engaged in 
the business of manufacturing and sting cylindri- 
cal records, and finding that the disc records were 
taking the place of such cylindrical records, began, in 
violation of such exclusive license, to manufacture, 
use and sell, on its own account, machines adapted 
to reproduce from zigzag records, against which | 
deponent’s company then did protest, and ever since ” 
has protested. Owing, however, to the fact, as de- 
ponent believes, that the complainant has not yeb 
discovered a practical process whereby it can make 
marketable zigzag records, aud agknowledging the 
great superiority of the records manufactured aud 
sold by deponent’s company, the complainant has in 
every conceivable way attempted to discover the — 
processes used in the manufacture of the records of 
deponent’s company. ' 
Deponent makes this affidavit, and states tho 
above facts iv order to impress upon the Court his 
(deponent’s) opinion that the efforts now being — 
made by complainant to elicit from Mr. Cheney iv: 
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formation as to his method of making records, and 319 
also the complainant's efforts to examine and in- 
ee spect the processes and apparatus used by Mr. 
Cheney, are not for the purpose, as complainant 
well knows, of obtaining proof of alleged infringe 
ae ment, but for the purpose of placing complainant in 


Ag a position where it can obtain information as to a 
sa process, and thereby manufacturing records superior 
ee io the records now manufactured by it, which would 
a compete in the market with the records now manu- 
a factured by deponent’s said company, and thus en- 
nS able it (the complainant) to continue to violate its 


Ry license agreement’ with The Universal Talking Ma- 
chine Company, with a financial profit to it, which 


“sf so far it has been unable, as deponent is informed, 320 
‘ae to realize. so chee 
a Frank A. CRANDALL. 


Sworn to before me, ee 
18th day of July, 1902. : 


; Lesuiz R. iMumer, 
a Notary Public,” 
aa New York County. 
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322 CIRCUIT COURT OF THE UNITED STATES 
..° For tHe Sournern Districr or New YOorK. 


AMERICAN GRAPHOPHONE Com- 


vy -_* ; brit, (aie 
PANY, eee A ese 
Complainant, b Bee fs , unde 

AGAINST On Claims 7, 10, 

&c. 

Tue Universat TALKING Ma- 

- CHINE MANUFACTURING Com- 

PANY, 
823%) Defendant. 


County of New York, ss.: 


Grorce K. Cueney, being duly sweirn, deposes t 
and says: That he has been examined ae length by’) 
the counsel for the complainant, and has been ques- : 
tioned at length as to whether or not the processes 
and apparatus used by deponent, in connection witli 
the manufacture of disc records, ave similar to the 
processes and apparatus which the complainant:al- 
leges are defined in the claims of the patents in 
question. As to all of such questions he has an- 
swered that the processes are dissimilar. Deponent, 

324 however, has been asked a number of questions by 
the cotpplainant’s counsel, which questions tend to 
go further than to elicit from deponent, as an ex- 
pert in these processes, opinions as to similarity or 
dissimilarity, and which questions could only be 
asked for the purpose of eliciting from deponent in- 
formation as to other processes, which could not be 
included in the claims of the patents in question, 
and which processes, if revealed, would place the 
complainant and the complainayt’s counsel in 
the position of having information as to 
processes and apparatus for manufactur: 
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ing disc records which are not only 
dissimilar to those complainant alleges to be covered 
by the patents in question, but also greatly superior 
thereto, and which, as a natural inference, if re- 
vealed, would be used by the complainant, in order 
that complainant might manufacture better and 
superor disc records to those now manufactured by 
it, under the claims of the patents in question. 
These processes, as to which complainant seeks such 
information, are secret processes, known only to de. 
ponent. They are not patented, and therefore, if 
revealed, could be used by any one. They are depo- 
nent’s stock in trade, and his means of livelihood, 
and, if revealed, would place deponent in the posi- 
tion of having, after many years of great toil and 
industry, arrived at a point where these processes 
were the means of giving him a business and re- 
spectable livelihood, and then, at that very point, 
having this result of his efforts taken away from 
him, in favor of a conipetitorgcnd possibly others, 
and, in any event, depriving hin of the result for 
which he has so long toiled. All of the questions 
that deponent has refused to answer are questions 
of this character, and not of such a character as to 
prove or disprove an alleged infringement. 
GEORGE K. CHENEY. 
Sworn to before me this 18th ) 
day of July, 1902, 
Lesuie R. PALMER, 
Notary Public, 
N. Y. County. 


(Endorsed)-—U. S. Circuit Court, Southern District 
of N. Y.—American Grapbophone Company vs. 
Universal Talking Machine Manufacturing Com- 
pany.—Affidavits in Opposition to Motion. —H. 
A. West, Solicitor for Defendant, No. 68 Wil- 
liam St., New York.—U. S. Circuit Court, 
Southern District of New York.—WViled Sep. 5, 
1902.——John A. Shields, Clerk, 
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UNITED STATES CIRCUIT COURT, 


SOUTHERN District or NEw YorK. 


AMERICAN GRAPHOPHONE Com- 
PANY 


vs. 


Universa, TALKING MACHINE 
CoMPANY. 


Lacomse, Circuit Judge: eS fay 


Ao 


see tee 
Bia 


The evidence as to infringement is not sufficiently 
clear to warraut preliminary injugistion. 


June 26, 1902. 


1m 
ees 
‘ey Z 3 7 is 


of 


(Endorsed)—U. S. Circuit Court, Southern District 
of New York.—Filed Jun. 24, 1902.-—John A. 
Shields, Clerk. 
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fea For THE Souruern District or New York. 
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AMERICAN GRAPHOPHONE 


ue ComMPANy 
} Vv. : In Equity. 
v ; i Universal, TALKING MacnHine 
a Manuracturine Company. 
cat 332 
% veg Order. 
; os This cause coming on to be en on June 19, 
siently Ses am 1902, upon complainant’s motion preliminary in- 
aa ve junction on claims 7, 10, 17 and 18 of the Bell and 
4. ig Painter patent No, 841,214 in suit, and upon the 
wh EY bill of complaint and affidavits and exhibits filed by 
mee. i each party, and after hearing C. A. L. Massie, Esq., 
istrict Fa 5 for the motion and Howard W. Hayes, Esq., in op- 


position, and the Court, being advised in the prem- 

ises, and it, appearing to the Court that the evidence 

as to infringement is not sufficiently clear to war- 

rant granting an injunction pendente lite, it is now 
Ordered, that said motion be and the same hereby | 

is refused because of the inadequacy of complain- °38 

ant’s proof of infringement without prejudice to 

the right of complainant to renew said motion. 


Dated June 26, 1902. 


hnyA. 


K. H. Lacomps, 
U, &,.O FF; 


| ‘ 
(Endorsed)—U. S. Cireuit Court, S$. D. N. Y.— 
American Graphophone Co. v. Universal Talk- 
ing Machine Manufacturing Company.—Order. 
nh. 8. Cireuit Court, Southern District of New 
York.—Filed Jun. 26, 1902.—John A. Shields, 
Clerk. i 
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334 IN THE CIRCUIT COURT OF THE UNITED 
STATES 


For THe SouTHERN DistRICT OF New YORK. 


AMERICAN GRAPHOPHONE CoM- 
PANY 
In Equity. 
Vv. On Sound-Record. 
Docket No. 8055: 
Universal TALKING MACHINE 
MANUFACTURING COMPANY. 


we Ee — ee 


Notice of taking testimony. 


Please take notice that under Equity Rule 67, as 
amended and the practice of this urt, we shall 
proceed to take testimony on ee of complain- 
aut herein before John A. Shields, Esq., a standing 
Examiner of this Court, at the office of Philip 
Mauro, Esq., No. 277 Broadway, in the Borough of 
Manhattan and City of New York, beginning at 
eleven o'clock in the forenoon of Monday, June 30, 
1902; the taking of testimony will be adjourned 
from day to day as may be necessary, without 
further notice. 

You are invited to be present and cross-examine 
336 the witnesses. 

Respectfully yotrs, 
Cc. A. L. Massie, 
Of Counsel. 
To H. Ausertus Wust, Ksq., 
Gro. CARLETON Comsrock, Esq., 
Of Counsel for Defendant, 
68 William Street, 
New Yark City. 
Copy of the foregoing notice of taking testimony 
received this 27th day of June, 1902. 
Perer B. OLNEY, 
Per Messrs. West & Comstock, 
Of Counsel. 
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IN THE CIRCUIT COURT OF THE UNITED 
STATES 


For tur Sournern District or New York. 


AMERICAN GRAPHOPHONE Com- 


PANY 7 
sa In Equity. 
Docket No. 8055. 
Vv. Bell & Tainter 


Patent, $341,214, 
UniversaL TaLkina Macurine \Sound-Records. 


MANUFACTURING COMPANY. 


PROOFs FOR FINAL HEARING on behalf of ceniplainant, 
pursuant to notice and under and pursuant to 
the 67th Rule of Equity of the Supreme Court 
as amended, taken before me, John A. Shields, 
Hsq., one of the Standing Examiners of this 
Court, at the office of Philip Mauro, Esq., No. 
277 Broadway, in the Borough of Manhattan, 
City of New York, on June 30, 1902, at eleven 
A.M. 


Present—C. A. I.. Massiz, Esq., representing 
Puitir Mauro, Esq., on behalf of 
complainant. 


Mr. Massie states that at the urgent request of H. 
Albertus West, Hsq., of counsel for defendant, and 


upon Mr. West's undertaking to attend on next: 


Wednesday, July 2, 1902, the examination will be 
postponed until that date. Mr. George K. Cheney, 
who had been subpoened to attend this morning has 
been notified by telephone that he néed not attend 
until next Wednesday morning at 11 A.-M. 
Adjourned to 11 a. M., July 2, 1902, same place.” 
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_ Fury 2, 1902, 
Met pursuant to adjournment. ih 


Present—C. A. L. Massiz, Esyq., representing 
Puitie Mauro, Esq., of counsel for 
complainant. 

H. ALBertus West, Esq., of counsel 
for defendant. 


And thereupon Grorer K. CHENEY, a witness pro- 
duced on behalf of the complainant, being first duly 
sworn, in answer to interrogatories propounded by 

341 Mr. Massie, deposes as follows: 


Q. 1. Please state your name, age, residence, and 
occupation? 

A. George K. Cheney; 2367 Seventh avenue, New 
York city; occupation, machinist; :e, 31. 

Q. 2. Are you the George K. Cheney who has 


already made an affidavit in this case on behalf of 
defendant? 


A. Yes. 


Q. 3. In your affidavit you have stated that all the 
records put out by defendant are impressed into a 
composition of shellac or the like, from electroplate 
matrixes. Is that correct? 
| A. It is, 

342 .4. These electroplate matrixes are all mado 
under your personal supervision, are they not? 
' A. Yes. ad 
~Q. &. They are all produced from original sound: » 
records in a soft composition, composed mainly of | 
tallow and other ingredients? tas. 
A. Yes. : rw 


Q. 6. How long have you been engaged in making 


ante 


such records for defendant? 
A. A year and a half. a ; 
Q.7. You, I understand, are tho person who, 
knows all the details of the work? et 
A. Yos. a 
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Q. 8. During this period named by you, the last 
year and a half, have you followed always the same 
system or method in producing the sound-records? 


Objected to as immaterial. 


A. Do you mean any records which I have made 
or those put on the market? 


By Mr. Massie: For the present you may confine 
your answer to records that have been put on the 
market. 


A. Yes. 

Q. 9. Is it also your testimony that during this 
period of the last year and a half the tablet upon 
which the original records are made has always been 
of practically the same composition? I refer now to 
original records from which you have produced 
commercial articles put on the market. 

A. Practically the same. 

Q. 10. I understand that the composition of this 
tablet, this material for receiving the original sound- 
record, is an invention of your own, and that, so far 
as possible, we do not desire to disclose such secret 
matters on this record? Is that correct? 

AS Yes. 

Q. 11. This material, which we may designate for 
the present as your tallow composition, is prepared 
in plates or tablets for recording, is it not? 

A. Yes. 

Q, About what thickness is this tablet when ready 
for receiving a record? 


Objected to as immaterial, and the witness is 
instructed that he may decline to answer if 
any question of thickness is involved in the 
secret of making the tablets. 


A. I never measured one; I could not tell you. 

Q. 13. Can you say whether or not this tallow 
composition tablet which you have used for record- 
ing is more than one-twentieth ot an inch thick? 


Same objection. 
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A. Ido not care to state whether it is or not. 

Q. 14. IT hand youa copy of United States Letters 
Patent, No. 841,214, to Bell & Tainter—the same 
being the patent here in suit—and ask do you re- 
gard yourself as the inventor of any matters there 
disclosed? 


Question objected to as wholly immaterial 
and incompetent and irrelevant and improper. 


_A. No; [never invented a tablet one-twentieth of 
an inch thick. 
Q. 15. Then will you please tell us whether the 
tablet you employ is more than one-twentieth of an 
inch In thickness? 


Same objection and same instructions. 


A. Ido not know, as I never have measured one. 

(). 16. Is that the best answer you can give? Do 
you desire the Court to understand that you do not 
know whether the tablet in question is more than 
one twentieth of an inch iggaicknesst 


Same objection and same instructions. 


A. No. 

Q. 17. When this tablet is to receive a sound- 
record, it is placed upon a horizontal turn-table, is 
it not? 

A. It is. 

Q. 18. Is not the surface of the tablet smoothed 
off before the record is placed upon it? 

A. It is flattened. 

Q. 19. How? 

A. Ido not care to state how it is done. 

Q. 20. Upon what ground? 

A. That J would not care to have our competitors 
know. 


By Mr. Massie: The attention of the Court is re- 
spectfully called to the fact that in this examination 
complainant has no desire to ascertain the legitimate 
trade secrets of defendant or of the witness, bul 
complainant is compelled to subpoena defendant's 
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expert in order to obtain by the assistance of a court 
of equity the information possessed by this witness 
alone, and which is necessary in order to protect 
complainant’s rights in the premises. 

(). 21. Do you consider that you invented the step 


- of smoothing off the upper surface of a tablet of soft 


material in case said surface is rough or uneven? 
Do you regard that step as an invention of your 
own! 


Objected to as immaterial, following as it 
does the last. preceding question. 


A. For this particular work, yes. 

(). 22. For that reason, then, you decline to state 
how yousmooth the upper surface of the tablet? 

A. Yes. 

Q. 23. What is the next step after this upper sur- 
face of the tablet has been rendered smooth? 

A. J would not care to state that either as it is 
one of the secrets of the way the thing is prepared. 

Q. 24. Do I understand from your foregoing an- 
swer that after the surface of the tablet has been 
smoothed, but before the record is made thereon, 
some other step or steps are taken? 

A. Yes. 


By Mr. Massie: As at present advised, the witness 
is informed that as to such intermediate step we 
are not now concerned. 


Q). 25. In making the record, what sort of record- 
ing apparatus is employed? 

A. It is of my own construction and I do not 
think it ought to be told toany one. The machine 
part is not, the recorders are. 

Q. 26. May we take it asa correct statement, that 
the machine part is, practically of the well known 
gramophone or zondphone type? 

A. Why, no; I don’t suppose you could consider it 
the same. 

Q. 27. Please describe briefly this machine part, 


118 George K. Cheney. 
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352 which you have said is not an invention of your 
own. 


Objected to as incompetent and immaterial. 


i 
‘ By Mr. Massie: Doubtless counsel for defense Fhe @ tablet 
‘would like to object to the examination of this wit- ~ Same. 
ness on any point as incompetent and immaterial ‘machine 
and improper. Of course we cannot consent to this not invol! 
view, and are compelled to ask a number of ap- iy presents 
parently irrelevant questions in order to elicit the A. Yes, ee 


desired information with a view to avoid having to 
obtain from the Court an order to compel the wit- 
ness to answer. 


Q.81.. bia 
"your affidavit 
recorders? | fe 


A. It is very similar to the ordinary lathe except 
for the turn table being horizontal instead of verti- 
cal. 

‘ Q. 28. Does the machine have an arm which is 
fed across the surface of the turn-table, and which 
carries your recorder? 
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Objected to as incompetent and immaterial; 
the construction of the machine or of any ma- 
chine is not at issuein this case as I understand 
it, and the witness is instructed that he may 
decline to answer if he sees fit to do so. 


By Mr. Massie: The witness is advised that it is not 
the province either of defendant’s counsel or of the 
witness to undertake to say that a question is im- 

394° material and not be answered; that i isa matter for 

the Court. 


A. I cannot answer it any way; 
what you consider an arm. ‘ io 

Q. 29. Do you know whether or not this machine ia 3 ki ; "produce itres 
part, which you have told us is not an invention of ‘| aie t ae ‘lari ties corre 
your own, bas any means for carrying your re- ! 
corder across the surface of your tallow tablet; and 
if you do know, please describe it briefly? 
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Same objection. 


A. Yes; the recorder is held in a casting. - 
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Q. 80. And the machine contains some arrange- 
ment, a feed screw or the like, for causing this 
casting to travel along and carry the recorder across 
the tablet? 


Same objection. The construction of the 
machine is made an issue in another suit, and is 
not involved in any of the claims in issue in the 
present suit. 


A. Yes, 

Q. 31. Did you not produce in connection with 
your affidavit already given in this case one of your 
recorders? 

A. No. 

(Q. 32. Does your recorder contain a diaphragm? 

A. Yes, sir. 

Q. 33. Does it contain a stylus bar connected at 
one end to the diaphragm, and carrying at its other 
end some sort of recording tool or stylus? 

A. Yes, it has a recording tool. 

(). 84. And this recorder, containing the diaphragm 
and the recording tool, is placed on the casting 
which is fed across the machine, while your tallow 
composition tablet is rotated on the machine; is that 
correct? 

A. Yes. 

Q. 35. And the end of this stylus is imbedded in 
the tallow composition, and produces a track or line 
or groove therein? 

A. Yes. 

Q. 36, And, if at the same time a specch or music 
is uttered against the diaphragm of your recorder, 
the vibrations of the diaphragm cause the stylus to 
produce irregularities in the groove, which irregu- 
larities correspond to the oviginal sound. Is that 
correct? 

A. Yes. 

Q. 37, Would you mind stating of what materia} 
the stylus is composed? 

A. Yes, J would mind, because it is a secret. 

Q. 88. What is the depth, if you know, to which 
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the stylus is imbedded into the tallow composition 
tablet? 

A. That I don’t know. 

Q. 39. Is it not somewhere about (2) two one-thou- 
sandths (2/1000) of an inch (.002)? 

A. I should think about that. 

Q. 40. The width of the groove is about what? 

A. It is hard to tell; I should say about two and 
a half one-thousaudths (2 1/2/1000). 

Q. 41. How does the width of the groove in your 
original tallow-composition compare with the width 
of the corresponding ridge in the electroplated 
matrix; is it not about the same? 

A. Yes: 

Q. 42. And about the same asthe width of the 
groove in the commercial record impressed into the 
shellac composition? 

A. About the same. 

Q. 43. Then it is true, is it not, that the width of 
your stylus is about two and a half one-thousandths 
of an inch? 

A. Yes, about that. ‘ oh 
Q. 44. Would you tell us whether or not your es 
tallow-composition is softer or harder than tallow; ! 4 

pure tallow I mean? 

A. Softer. 

Q. 45. What sort of tallow do you employ? 
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Objected to as incompetent and immaterial. 


A. The best Ican get. , 

Q. 46. Just ordinary tallow, the best you can get? 

A. Isend for the best tallow; it isn’t ordinary 
tallow. 

Q. 47. Did you ever hear of what is called stearine 
or stearic acid? 

A. Yes. 

Q. 48. Is that the form of tallow you employ? 

A. Lhave used a little stearic acid when I could not 
get the other. 

Q. 49. I would like for you to tell the Court just 
what happens while the record is being made, while 
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the tallow-composition tablet is rotating beneath 
your recording-stylus? 

A. After the recording tool is imbedded in the 
material to the proper depth, then it turns around 
as the material is revolved under. the recording tool 
and forms a groove. 

Q. 50. The number of grooves per inch, meas- 
ured radially across your tablet, would depend 
upon the construction, pitch of feed-screw, &c., of 
your machine, would it not? 

A. It depends on the gearing. 

Q. 51. Do you know, and can you tell us, about 
how many grooves per inch are contained in the 
records made by yourself? 

A. About 104 to the inch. 

(). 52. The wall between the grooves is about what 
thickness? 

A. ln the neighborhood of two and a half thou- 
sandths (2 1/2-1000). 

Q). 58. As each revolution of your disc tablet pro- 
duces a groove with its adjacent wall, in a radial 
distance of one inch we would have about one hun- 
dred and four (104) grooves and as many walls; and 
these grooves and walls are of approximately the 
same width; so that the width of each groove and 
of each wall would average somewhere about 
five one thousandths (9% 5) of an inch, would it 
not? 

A. | think the wall is wider than the groove. 

Q. 54. In dealing with a composition softer than 
ordinary pure tallow, does the material have a 
tendency to run, so as to destroy the record al- 
ready made? 

A, Yes. 

Q. 55. You prevent this to a great extent, do you 
not, by keeping your miaterial cool? 

A. Yes. 

Q. 56. So that we may say that while you are 
dealing with it and it is being {kept cool, it does not 
run? ‘ 

A. Not while it is in a flattened position. 
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Q. 57. What becomes of the material that had 
occupied the- space where your grooves are gouged 
out? 

A. lt is displaced and pushed to one side. 

Q. 58. How do you get rid of it? Do you have an 
apparatus or contrivance of some sort for blowing it 
away? 

A. There is nothing removed to blow away. 

Q. 59. Where is it lodged? 

A. IL don’t know. There is nothing comes off the 
tablet. 

Q. 60. Is it crowded into the wall between the 
grooves? 

A. Yes. 

Q. 61. Is the height of these walls raised above 
the average surface height of the tablet? 

A. I think it is a very little. 

Q. 62. If this be correct, would the height of the 
walls in the ultimate commercial record be corre- 
spondingly elevated above the average height of the 
remainder of the record surface? 

A. Yes; on most of them you will find them, on 
some you won’t, it depends on the recording tool. 

Q. 63. Referring now more particularly to those 
records just mentioned by you, in which the height 


of the walls between the grooves is not increased, 


“depending upon the recording tool,” what has be- 
come of the material which was removed in goug- 
ing out the groove? | 

A. It all stays in the plate. 

Q. 64. Did you not just now start to explain off 
the record by means of a sketch? 

A. Yes. 

Q. 66. Will you kindly make a sketch on the 
yellow paper now handed you to explain your 
meaning? 

By Mr. West: I object to any sketches going in. 

A. I do not care to show sketch of tool used. 


By Mr. Massie: The objections of counsel for, do: 
fendant are excepted to as a manifest effort to sup: 
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press the facts in the case, and tending to prevent 
the witness from explaining the answers already 
given, by means of further elucidating his descrip- 
tion. 


Q. 66. Do you wish the Court to understand that 
you are unable to explain how it is that the materia] 
has been removed or displaced from the groove and 
yet is not piled up in the wall? 


Objected to as immaterial, incompetent. 
Question withdrawn. 


Q. 67. How do you sharpen your recording tool? 

A. I don’t sharpen them at all. 

(). 68. How long have you employed the same re. 
cording tool without change? 

A. I don’t know. 

(). 69. Are you at the present time using the same 
recording tool which you used about a year and a 
half ago? 

A. Very similar. 

Q. 70. How many different individual recording 
tools do you suppose you have employed within the 
last year and a halff Tam not inquiring as to the 
different number of recording machines you have 
used, but wish to get an idea as to the durability 
under continued use of any one stylus? 

A. If you get one that is right you never have to 
change it. 


Adjourned to two o’clock. 


AFTER RECESS. 


Complainant’s counsel. in order to save time, 
requests counsel for defendant to stipulate com- 
plainant’s ownership of the Bell & Tainter Pat- 
ent No. 341,214 in suit. This question has been 
frequently adjudicated, and complainant's title 
is a matter of public notoriety, 
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370 Counsel for defendant declines to make the 
stipulation requested at this time. 
In view of the last response, complainant's 
counsel reserves for the present proof of title, 
&e. ‘ 


Q. 71. Where is your laboratory and record mak- 
ing department? 
A. 152 East Twenty-third street. 
Q. 72. Are you in charge there? 
A. Yes. 
Q. 78. How long have you been at that location! 
A. Two years. 
_Q. 74. In charge all that time? 
A. No. 
Q. 75. How long have you been in charge? 
_ A. Since a year ago Jast May. 
- Q. 76. You have testified that you have been 
making records for about a year and a half. During 
’ the first half year or less, some one else was in 
charge over you. Is that correct? 
. A. There wasn’t anybody in the laboratory, but I 
never was given any authority to believe I had 
‘charge until April, 1901. 
Q. 77. During all the period of the last year and a 
half, you were the person who .either personally 
made all the original records or supervised their 
making by employees under your direction? 
A. Yes. 

31% 78. Q. And as ] understand the testimony already 
given, all the original records during this period to 
the present time were made by the same method or 
system you have described, and employing substat-— 
tially the same tallow composition material for the 
oviginal recording tablet? 

A. Practically the same. ' 

49 Q. The original sound records are electroplates 
by employees under your personal supervision; will 
you give us the names of these men? 

A. Only one, William Flannery, who is still with 

me. F 
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80 Q. Have any other persons been present during 
the process of placing the original records in the 
electroplating bath, and while the clectroplating was 
going on? 

. A. Other employees have passed through the elec- 
trotyping room. : 

81 Q. They could see the record tablets in the baths, 
could they not? 

A. Only the top of them; they could not see the 
records. 

(). 82. Are the records laid on the bottom of the 
tank? 

A. I decline to answer that; I don’t think it is right 
to ask how we make our records. 

Q. 88. Do you wish to deny that the records are 
suspended in a vertical positiou in the bath? 

A. ‘They are suspended, but 1 won’t say how. 

Q. 84. You have undertaken to say what you think 
should not be answered by you on this examination; 
can you give an idea as to what line you would 
draw in answering or declining to answer a ques- 
tion? 


Objected to as incompetent and immaterial. 
The question does not call for evidence. 


By Mr. Massie: I quite agree with counsel that it 
is incompetent for the witness to assume to say 
what should not be answered by him, and the mat- 
ter will be left for determination by the Court. 


Q. 85. Who besides yourself bas seen the record 
tablet which you employ? 

A. Mr. J. A. McNab and, of course, the electro- 
typers see them; Mr. West. 

Q. 86. Any one else? 

As Yes; 

Q. 87. Who? 

A. I decline to answer. 

Q. 8&8 Question repeated. 

A. Same answer. 

Q. 89. Has Mr. Louis P. Valiquet ever seen them? 
A. I think he has, but I won't swear to it. 
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876 Q. 90. On what grounds do you decline to give OS Q. 9%. Hov 
the names of any other persons who have seen your “ant aes A. None’o 
tallow composition recording tablets? wre. Q. Your re 


es vis'in “one FO 
of te through a he 


» to ‘Sonoedl 


A. Because I think that’s enough names. 


By Mr. Massie: Complainant’s counsel appeals to 
the Court for protection against this course on the 


L : se: correct? 
part of the witness. The witness has been sworn DNASE at i ig foe ey 
to tell, not only the truth, but the whole truth. TE SS Q. 99. Do 
Another opportunity is now given him and the baad Ay mais ‘ie itie m: 
question is repeated. Bes! loctroplatee 

Q. 91. Please tell us the name of the persons who ~ Al Thave 
have seen your tallow composition recording ma- v electroty ped 
terial. Rasa Q. 100. Ds 

377 Question objected to as incompetent and im- Pek, Ae: 3: - original rece 
material and irrelevant. ei Sra cat ie and that. in 


By Mr. Massie: Will counsel kindly explain upon 
what ground he regards this as incompetent? This 
witness should know, if any one does. 

The question has nothing to do with the issues of : 
this case as set forth in the pleading. Le 


A. Lcould not tell you bow many people have 
seen them. 

fo: 92. Please give us the names of some ‘othor 
persons who have? 


Same objection. 


378 A. H. J. Hagen. 
Q. 93. Has any person other than yourself ever 
seen the operation of making the original sound- 
records! 
A. Yes. 
QJ. 94. Name them? 
A. H. J. Hagen and J. A. McNab. 
Q. 95. Any one else? 
A. I don’t know whether Mr. West did or not. 
Q. 96. Any one else besides Mr. West and the ive 
others just named? 
A. No, I do not think there has—not close enough kh 
to seo the operation of the machine, ’ 
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Bi Q. 97. How about the performers, musicians, &c.? 2! re 
ie A. None of them have ever sven a record made. vor 
ool Q. Your recording-machine containing the tablet 
Be isin one room, and you have a horn protruding ue 
bee through a hole in a partition, or through a curtain, heh 
a to conceal the machine and its operations. Is that (ae 
mS correct? Be 
A. Yes. 
- (). 8. Do you test every record, as a general rule, 
rf after it is made and before you proceed to have it 
ie electroplated? 
i A. Thave never tested a record that has been . 
ig electrotyped. a 
mie: Q. 100. Do you mean that the ouly testing of yt 
v original records was in the line of experimentation; 530 a 
oa and that in such cases the original had not been 
electroplated or further used? 


Objected to as incompetent, immaterial and 
irrelevant. 


e A. Yes, [ have tried to test them. 

: Q. 101. In our motion for preliminary injunction 

in this case, which was denied, we produced in evi- 

dence two blank disc records asserted by us to have 

been put out by this defendant. Did you see those , 

records? a et 
A. | don’t know whether I did or not. Bs. dp: 
Q. 102. IT am sorry I have not yet withdrawn these 

two exhibits for use during thisexamination. These 881 AES 

records contained in the central portion of their 1 

upper surface certain markings, concentric mark- 

ings or tracings, ‘Have you any idea what produced 

these markings? 


Objected to as incompetent. There is no evi- Poe ye 
dence to show that the witness has any knowl- raed 
edge of these particular records, or that he has Cy 
ever seen them, or that they are not counterfeit. ia 


By Mr. Massie: My question was to ascertain 
whether or not the witness had any opinion on the ip! 


ies CE. subject, and it seems to me defendant’s counsel has 
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undertaken to answer the question although not 
himself on the stand. The question is repeated. 

By Mr. West: The question is further objected to 
in view of the examining’s counsel’s last statement 
as calling for a mere opinion of the witness as to a 
record which the witness has neverseen. The ques: 
tion does not call for evidence. 


A. No, not having seen the records cannot say 
anything about them. 

Q. 1038. Who besides yourself has ever seen your 
recording stylus, 

A. I don’t think any one has to examiue it 
closely. 

(). 104, Mr. Hagen, Mr. McNab, possibly Me. 
West, have seen this stylus, but not to examine il 
closely; is that it? 

A. Yes. 


By Mr. West: I never saw it in my life. 


Q. 105. Has Mr. Valiquet ever seenit so far as you 
know? 

_ A. No, not the one that I am using. 

Q. 106. Is it your testimony that no one except 
the two persons named, Hagen and McNab, have 
ever seen any.of the recording tools or stylus em 
ployed by you during the last year and a half? 

A. Not that L know of. Lif 

Q. 107. How long a time, approximately, does it 
take to make the origina] record? 


Objected to as immaterial. 
% 


A. As long as it takes the singer to sing it. 

Q. 108. How long a time does it take to smonth 
the upper surface of your recording tablet before 
making the record thereon; about as long, would 
you say, as it requires to make the record? 


Same objection. 


A. I don’t know how long it would take, 
Q. 109. As much as half an hour? "a 
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A. It might be more or less., 385 1 
Q). 110. Would you say that the average time of | rere 
smoothing the surface is about half an hour? wh gael 
A. No. 


(). 111. Would it be greater or less? 

A. It might be either, more or less. 

Q. 112, But the average time would not be about 
half an hour? PI 

A. No. : 

(). 118. What factors would cause the time re- 
quired for rendering the surface smooth to be 
greater thau the average or less than the average, 
as the case may be? 

A. A good many things would be 1 won't 
answer; I don’t think it is right. 386 

Q 114. Who does this smoothing? 

A. Ido sometimes. 

Q. 115. Who else? 

A. I decline to answer. 

Q. 116. Why? 

A. Because I don’t think it is necessary. 

Q. 117. I would respectfully remind you that a 
witness is not to judge of what questions it is not 
necessary for him to answer, and I therefore repeat 
the question. ; Lh ae 

Question objected to as wholly immaterial ; Mw, 
and irrelevant. It is not the province of this 
witness to give to a competitor the names of 
skilled employees, particularly is this true in 
this art, where it is common for one competi- 
tor to employ away from another employees “ Ae! 
tbat have been trained to their duties. Further- % 
more is it a fact that complainant or its repre- 
sentatives have made repeated efforts to learn 
and ascertain the secret methods employed by ‘ wey a 
the defendants in making records. ity 


By Mr. Massie: This last statement volunteered 4 odd 
by defendant’s counsel must of course rest solely Sth 
upon the statement of the counsel making it. Does Mf 
defendant’s counsel pretend that if a defendant were wig Ay 


337 


130 George K. Cheney. 


388 emplpying the identical process of a complainant's _ 
patent, its employees could decline to answer aie)" 2 
the ground that their acts constituted their value” 
able business secrets. ; ae 

By Mr. Massie: Defendant’s counsel declining ty 
answer this question, the examination of the Wilk = 
ness will now proceed. Cie 


Q. 118. It is true, is it not, that in making your | 
original sound-record, your stylus ploughs a track or ft 
groove along the surface of the tablet? es, 

A. No, Idon’t consider it so. 

Q. 119. Please state as clearly as you may, whiul 
you consider is the operation? 4 

A. The same as if you were to draw a needia i 

389 along the top of butter, the needle lying at an ig 
angle. te 

Q. 120. Do you mean, if the needle islying at an 
angle back towards yourself, that the butter would 
be passed in the same direction, or in the opposite. 
direction? 

A. It wouldn’t pass any wheres. 

Q. 121. It is your idea, is it, that if a needle should 
be drawn across the top of a pat of butter, at an 
angle, that it would not remove any particles of the 
butter? swe 

A. Yes. 

Q. 122. Is it your idea, if a needle were drawn 

across the top of acake of tallow, at an angle, that . 
890 none of the tallow would be removed? 
A. Not if the tallow is soft enough. 

Q. 128. If youshould draw your finger-nail across 

a pat of butter, would any of the butter be re-. 
- moved? 


This line of examination is objected to as in. » 
competent and immaterial and irrelevant, 


By Mr. Massie: Complainant contends that the 
defendant is infringing, and the reply as gathered 
from the answering affidavits and from this wit- 
ness’ testimony so far given, indicates that to say 
the least their methods and material are closely 
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akin to those of our patent; at 
proceeds to assert a difference, it is not only com- 
petent but even compulsory on us to ascertain the 
facts upon which he bases his conclusions as to the 
assumed difference. The witness has stated that 
the operation of his recording-tool is ‘t the same as 
if he were to draw a necdle along the top of butter, 
the needle lying at an angle.” Q. 128 is now re- 
peated. 

By Mr. West: The objection is repeated, and the 
force of the objection is clearly indicated to be a 
valid one by the statement made by the examining 
The opinion of the Court is quite as good 


counsel. 
about as the 


in determining the matter asked 


opinion of the witness. 
ness upon the question is not evidence, but he is 


asked to assume the functions of the Judge. 
A. It would depend upon how you held your 
finger nail. 
Q. 124. Did you ever draw your finger-nail across 
a pat of butter? 


A. Not that I remember. 
(). 125. Did you ever draw a needle along the top 


of butter, as indicated in your previous answer to 
Q. 119% : 

A. I think [ have. 

Q. 126. Is it your testimony that uo butter at all 
adhered to the needle? 


A. I dowt remember. 
Q. 127. L wish to have it appear formally on the 


record that we have made a request, and I therefore 
ask you if you have any objection to producing at 
the next session, and in the presence only of your- 

self, the typeritist here present and of the two 
counsel here present, one of your recording- tablets, 
or at least. a portion of the material? 

A. Yes. 

Q. 128. For the same purpose, T would ask have 
you any objection to counsel for complainant being 
present in your laboratory while a vecord is being 

mado by yout ; 
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A. Yes, 

Q. 129. During the act or process of making your 
origin] record, do any small portions of the. ma- 
terial “here to the stylus? 

A. No. Not when it is working right. 

Q. 130. Then, if you have produced a good ree- 
ord, a satisfactory record, that means that none of 
the material has adhered to the stylus; whereas 
if the material has adhered, the result will be a poor 
and unsatisfactory record. 

A. Yes. 

Q. 131. Is it-a fact that this sticking of the ma- 
terial to the stylus, when it occurs, is due to the 
material being too soft? 

A. No, not necessaaily. 

(). 182. That would be one cause? 

A. Well, if the recording tool is not right it might 
a very little. 

Q. 133. Do you mean, if the recording tool is not, 
placed at just the right angle, or if it is poborey' 
too deeply? 

A. Yes. 

Q. 134. But it is your testimony, that if thet 1. 
cording tool is at the right angle, and is not imbedded 
too deep, and if the material be not too soft, then 
none of the material will adhere to the tool? 

A. No, there won’t any. 

Q. 185. Did you ever examine one of your records 
under a magnifying glass? ay, te : 

A. Yes. iad 

Q. 186. The record-groove is of practically uniform | 
depth, is it not? 

A. Yes.” 

Q. 187. It consists of a succession of sweeping 
sinuous curves, does it not? 

A. If the record is a zigzag track, As 

Q. 138. Under the microscope, are the side walls. 
of the record-groove pefectly smooth, or do they — 
themselves contain little notches or indentions or, 
cuts? ‘ K 

A. They are supposed to be smooth, 
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Q. 139. For the purpose of explaining my mean- 
ing, I produce a crude sketch, upon which there are 
two heavy lines in in}}, intended to be practically 
parallel; aud at one efd IT have marked in pencil 
some smaller broken lines. I would ask you, if the ink 
lines or the pencil lines would more closely approxi- 
mato in a general way the appearance of your record- 
groove under the microscope, or greatly exagger- 
ated? 

A. That would depend upon the diaphragm and 
the instruments that were playing before the 
machine, each and every instrument makes a differ- 
ent vibration. 

Q. 140. With a good and sensitive diaphragm, and 
with a musical instrument of a higher key playing 
before the recording apparatus, would the record- 
groove produced present somewhat the appearance 
indicated by the pencil lines in this sketch; that is, 
would the groove consist of the longer curves each 
containing several of the shorter indentations? 

A. With whistling or piccalo you always get 
those. And the piano would represent the larger. 


The sketch is marked for identification 
“Sketch produced during Mr. Cheney’s Exam- 
ination,” with the date. 


Q. 141, The presence of these Smaller bends or 
elbows in the longer sweeps, indicates a very sharp 
or angular side to the recording-stylus, does it not? 


Objected to as leading and not calling for the 
best answer, 


A. No, not necessarily. 

Q. 142. Asa matter of fact is your stylus cylin- 
drical, is it a circle in cross-section? 

A. I decline to answer because I do not use a 
thing that is patented, and do not propose to tell any 
one what T am doing. 

Q. 148. Have you ever seen the ordinary grapho- 
phove or phonograph recorder, with its cylindrica] 
sty lug? . 
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A. I have seen them at a distance, but never 6% 
amigjed one of them. I know what they are like. 
Qul44. A cylindrical stylus for recording is nob” 
yourinvention, is it? 
A. No, I never have used one of them, nothing. 
like they use on a graphophone or phonograph. 
(). 145. Then your recorder is not a cylinder? 

A. No. 

(). 146. Is your recorder in cross-section a goth 
circle? 

A. I decline to answer that same as before. 

Q. 147. I call your attention‘to the recorder shown. 
in Figs. 5 and 6 of Bell & Tainter patent in sult, — 
which I may add is described on page 3 thereof, 
lines 67-70. Is that recorder an invention of you 
owns I 

A. No. 

Q. 148. Will you tell us, then, do you use a stylus 
which is semi-circular in cross-section? 

A. I decline to answer that, same as before. 

Q. 149. Such stylus you have admitted is not an 
invention of your owu, and I therefore repeat the 
question? 

A. Answer same as before. 

(). 150. You have seen, have you not, the conical 
points employed in the disc reproducing machines, 
gramophones, zonophoues, and the like? 

A. Yes, they have a needle point. 

Q. 151. Is that tapered form of stylus an inven 
tion of your own? 

A. Yes, the one that 1 use; so far asl enahi 

Q. 162. The mere feature of having a_ taper 
present is not your invention, is it? 

A, No, the taper is very old. 

(), 153. In answering Q. 151, did you understand 
that I asked if the tapered or conical stylus was — 
your own ae 

A. Yes. 

Q. 154. I did not intend in my question to ask 
you whether you claimed as your invention the tak 
ing of an ordinary tapered reproducing needle anid 
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a employing it as a recorder; but what I asked is: 403 
4a Do you regard as your inygntion a conical or tapered 
ar. stylus, for whichever purjjose employed? 
te A. No. 
et Q. 155, I will ask you, theu, if your recording 
ag stylus, the one you employ according to your sys- 
7 tem which we have been discussing at length, the 
ie ene which you use in making your records on the 
tallow composition—is that stylus a conical or 
ie tapered onet 
= ‘A. I decline to auswer; same reason as before. 
i (. 156. On the ground that it is an invention of 
te your own, or on the ground that you think it would 
ee disclose your own private business? 
ee | A. Both. Lt is my own invention, and don't care 404 
iy to tell some one elso how the tool is made. 
iG 4 * Adjourned to ‘Tuesday, July 8, 1902, 1i A. M. 
ee New York, July 8, 1902. 
Bi: 
Ne Met pursuant to adjournment. 


Present as before. 
Examination of GeorGe K. CHENEY continued. 


Q. 157. The cake or plate upon which you make 
your original sound. record is a disc, is it not! 

A. Yes. 

. Q. 158. Do you prepare this by melting the ingre- 
dients and pouring them into a mould to cool? 

A. Ido not care to answer that question; it is 
part of the business secrets. 

Q. 159. What is the composition of this recording- 
disc employed by you, of what materials is it com- 
posed? 

A. That I don’t propose to tell to any one. 
(). 160. Jt has tallow in it, has it not? 
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406 A. Yes, ‘oe 
Q. 161. Is this tallow mutton tallow or. if : 
tallow? ; 
A. I dgn’t know. ae 
F Q 162) Where do you obtain it? eR 7 
A. You can get it any place. Any drug stort Rb 
has it. ty ae 


Q. 163. What proportion of your recording-dive# 
tallow, speaking generally. vail 
A. That I don’t care to state. 
Q. 164. Is it as much as one-half? 
A. I don't care to state. 3 
Q. 165, Your recording composition can be eavily © 
melted, can it not? Se 
407 A. Yes, es a 
Q. 166. This material, this composition, could bv mt 2) 
melted and poured into a tin dish or the like to fori. 
a cake or disc, could it not? ns 
A. Yes, mr 
Q. 167. Do you do this pait of the work youtwllt har: 
A. Yes. 0 ee 
‘Q. 168. The ordinary method of forming a cake © 4 
or disc from such tallow like composition is to milk 
it and pour it into a suitable mould, is it not? 
A. It can be done that way, ; 
Q. 169. Is that the way you make your disest 
A. I do not care to state how I make mine. ’ _ 
Q. 170. After your disc is produced you have to on 
408 Smooth or flatten its upper surface for the pUspOe sta = 
of enabling you to make a sound record thereon, 24 5° 
you have already testified. Do you place the die; 
upon the turn-table of your machine in order te 
smooth its upper surface? 


upper surface? 


Question objected to, as it is only another ~ 
form of the last question which the witness las ae 
already declined to answer. : 
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I decline to answer it. 

Q. 172. Do you smooth the top of the dise immie- 
diately before you proceed to make a record thereon; 
or may it be smoothed and put aside, and then taken 
some time later without any further smoothing and 
used for recording? 

A. I decline to answer. 

Q. 173. On what ground do you decline to answer 
this and the other questions ‘you have declined to 
answer? 

A. Because it is connected with the secrets of my 
process which even the officers of the company 
know nothing about. And I claim this as my per- 
sonal property. 

(). 174. Have you filed an application or applica- 
tions for patent on this or any other portion or por- 
tions of your record erg 4 system? 

A. Not of this system, 1 

Q. 175. 1 understand dias your answers that you 
have filed an application or applications for patent 
on some other system or parts of some other system 
for producing sound-records. Have you ever em- 
ployed or carried out or in any manner made use of 
this other system in making sound-records? 

A. Yes. 

—Q. 176. Where was this work done? 

A. At home and at 874 Broadway, and 152 East 
Twenty-third. 

Q. 177. What is 874 Broadway? 

A. That is where I used to have my laboratory. 

Q. 178. What is 152 Kast Twenty-third? 

A. That is the building owned by Jordan & Mori- 

arty, office and factory building. 
Q. 179. What establishment in this building 152 
Kast Twenty-third? 

A. Laboratory of the Universal Talking Machine 
Company. 

Q). 180. Kor whom was this work done, for your- 
self or for the defendant herein? 

A. I suppose it was for them, but I never told them 
about it. I suppose they would have a claim for it. 
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Q. 181. Whom do you mean by “them” and 
“they ” in your last answer! de ed 
A. The company I am employed by. 
Q. 182. The Universal Talking Machine Manu-— 
facturing Gompany, defendant herein? 
A. No,/i am not employed by the Universal Talk- | - 
Machine “Manufacturing Company. (wis 


Complaivant’s counsel produces copy of an-_ 
swering affidavit served onhim by Mr. West, 
solicitor of record for defendant, and calls the 
witness’ attention to the first paragraph in the 
affidavit by George K. Cheney. 

Q. 188. Are you the George K. Cheney who made = 
this affidavit? meta 
A. Yes. . a 
Q. 184. What did you mean when, in an affidavit 
given by you in this case, entitled Amorican 
Graphophone Company, Complainant, v. Universal |” 
Talking Machine Manufacturing Company, Defend. 
ant, when you said: “I am employed by the de ~ 
fendant, and have charge of its laboratory aud 
record-making department at 152 Wast Tweuly: | 
third street, New York City, and have had charge | 
of this department ever since May 4, 190174 By , 
whom were you employed at the date of this af: 
davit, to wit, June 18, 1902? ’ , 
A. The Universal Talking Machine Company. 
(). 185. That concern is still in business, thent 4 
A. I don’t know, my contract is with the Univer 
gal Talking Machine Company, and have never liad yt | 


it changed to any other company. er 


€ OY 
Complainant’s counsel states that complait § og 
ant and its advisers had been informed, Jie! it 
only from outside sources, but I believe also bY — 
representatives of defendant, that the aforesall 
Universal Talking Machine Company had gol’ 
out of business entirely. He now gives nobiee 
of a motion for leave to amond the bill of eo") >| 
plaint herein by suitable amendment to brig 
in the said Universal Talking Machine Co 
pany as a party defendant. ‘el 
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The witness adds: | did not see the heading of 
the bill so as to know who the suit was against. 


(). 186. Did you write this affidavit yourself? 

A, No. 

(). 187. It was prepared by some one else and sub- 
mitted to you, and you*then signed it? 

A, I dictated the woyling to a certain extent and 
signed it; yes. 4 

(). 188. In your answers just given replying to 
my questions aboul an affidavit given by yourself, 
did you understand that I was inquiring about an 
affidavit executed by you on the 18th day of June, 
i#0%, before Leslie R. Palmer, of which a copy is 
now shown you? 

A. Yes. 

(). 189. In your answers to my questions at the 
last session and again this morning, did you under- 
stand that | was inquiring about the Universal 
Talking Machine Company, or about the Universal 
Talking Machine Manufacturing Company; or did 
you have in mind any distinction between those 
concerns? 

A. Universal Talking Machine Manufacturing 
Company. 

Q. 190. In giving your answers heretofore, 
throughout this examination, you well knew the dis- 
tinction between the two concerns, and did not have 
them in any way confused? 

A. No, I don’t think so. 


By Mr. Massie: Before this examination is con- 
cluded, the witness will be given an opportunity to 
read over his deposition, in order that he may 
correct iny answers in case he sees fit to do so. 


(J. 191. Calling your attention now to Qs. 175, and 
following, and your answers thereto, | would ask 
you to describe this other system which you have 
employed in making sound-vecords. 


Objected to as incompetent and irvelevant 
and immaterial. 
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A. As the patent is not issued, I do not care to 
say anything about it. 
Q. 192. In this other system, is an electroplated 
matrix employed? 
Same objection. The system is being pat- 
ented, and it is improper to call upon the wit 
ness to describe the process either in whole or 
in part. 
A» There isa matrix used, but Ido not care to 
state of what material or how the mairix is made. 
(). 193. And this matrix is impressed into a shel- 
lac composition of fibrous material, or the like, to 
produce the tinal record? 


Same objection. No proper foundation laid 
for the question. 


A. Yes. 

Q. 194. And this matrix is obtained from an orig 
inal sound record? 

A. Yes. 

(). 195. Vor the present we ave not concerned with 
this matrix or anything beyond the original sound 
record, T now ask you to describe the material wn 
or upon which you prodace the original sound rec: 
ord according to this other system we have just been 
speaking of¢ 

A. [don’t care to state anything about that. 

(). 196. When you are making the original sound 
record according to this other system is your ma- 
terial a cake or plate in the form of a disc! 

A. It is recorded on a disc. 

(). 197. On a recording machine the same as or 
similar to the one employed according to your sys- 
tem discussed on the first day’s examination! 

A. It is possible to record it on the same machine. 

(). 198. What shape recording stylus do you em- 
ploy with this second recording material we have 
just been speaking of? 

A. L don’t care to state anything about that. 

(). 199. Is this recording stylus circular in cross: 
section? 


© 


~ 


hf George K. Cheney, 141 
now cure to A. It is nut necessary to have it that way. 421 


Q. 200. T have already pointed out tu you thata 
recording stylus circular in cross-section isemployed 
in graphophones and phonographs, and you have 
stated that such construction was not ai invention 
of your own. | now atk you, do you employ in pro- 
ducing a sound record ipon this second kind of re- 
cording tablet which we have just been speaking of, 
a stylus circular iv cross-section? 

A. No. 

Q. 201. Is that stylus semi-eirenlar in GLOSS Sec- 
tion? | would remind you that a stylus seini-circu- 
lar in cross-section is shown in the patent in suit. 

A. No. 

Q. 202. Has your stylus two or three edges? 429 

A. It has neither, 

(). 203. Is the stylus which you employ with this 
second kind of recording tablet the same as, or sub- 
stantially similar to, the one you employ in record- 
ing upon your tallow-composition tablet? 

A. The same could be used on either, but L don’t 
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ginal sound ad Q. 2vd. Is it flattened transversely 

is your ma- Sy A. I don’t care to state anything move about it. 423 
eer Q). 206. When making an original sound-record 


upon this second kind of recording tablet we have 
been speaking of, the stylus point is imbedded a 
slight distance into the material, is it not? 

A. I don’t care to state anything about it. 

Q. 207 Is it imbedded about two one-thousandths 
of an inch (2/1000) (0,002)? 

A. T don’t care to state, 

(). 208 As your turn-table rotates carrying the re- 
cording material under the stylus, does this stylus 
produce a line or groove in the surface of the ma- 
terial? 
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A. I don’t care to state whether it does or not. 

(Q). 209. Does the stylus remove small portions of 
the material in threads or the like? 

A. No. 

(). 210. Does it remove portions of the material in 
shavingsr the like? 

A. No 

Q). 211." What is the action of the stylus upon 
the material in producing the sound record? I am 
still asking about this second kind of recording ma- 
terial and stylus. 

A. I don’t care to state anything about it. 

(). 212. Has this second kind of recording material 
auy tallow in its composition? 

A. No. 

Q). 213. Has it any metal in its composition? 

A. I don’t care to state. 

(). 214. Is there any lead in it? 

A. I don’t cave to state. 

Q. 215. Is there any antimony in it¢ 

A. Same answer. 

Q. 216. Any bismuth in it? 

A, Same answer. 

Q). 217. Still speaking of this second type of te 
cording material, is its surface smoothed off before 
you make a sound record thereon? 

A. Ldow’t carve to state. 

Q). 218. Is it smoothed off by a turning tool? 

A, Same answer. 

(). 219. Is it smoothed off by placing the tablet 
upon a turn-table? That is, is the tablet placed 
upon a turn-table for the purpose of having its sur- 
face smoothed off? 

A. Same answer. 

Q. 220. We have now discussed two systems for 
producing sound records—one in which you employ 
what we have been designating a tallow composi- 
tion, and the other in which is employed what I 
have been calling your secoud type of recording 
material and your second type of stylus, in con? 
nection with which you have an application or ap 
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plications for patent pending. Do you employ any 
other sysiem for producing sound records? 

A. T have. 

(). 221. More than one other? 

A. Yes. two. ry 

(), 22%. Kindly dessribe each? 

A. Ldon't know 4s 1 ought to describe either-- 
they have never been shown to anybody, 

Q. 228. To what extent, if any, have you used 
either one of these two other systems? 

A. I never kept account of how many records I 
made by them. 

(). 224. Do you know whether you have made as 
many as fifty original records by either of these two 
other systems? 

A. No, I couldn't tell. 

(). 225. L would ask you, still referring to these 
last two systems, the third and the fourth systems, 
according to this examination, have you ever pro- 
dneed in accordance with cither of these two sys- 
tems any sound-records which were complete and 
finished articles and turned over to the defendant 
herein? 

A. | have finished complete records. 

(). 226. Is a matrix employed in either of these last 
two named systems? 

A. ¥ es. 

(). 227. And in each system, the matrix is im- 
pressed into a shellac composition, fibrous material, 
or the like 

A, Yes. 

(). 228. And in cach system the matrix is obtained 
from an original sound-record?! 

Aw Yes. 

Q. 220. Of what material is the original sound- 
record composed, in each system? 

A. Lhave no way of distinguishing between the 
two in propounding the interrogatories? 

A. Well, in one which | willsay something about 
to show that it is nothing like the Bell & ‘Painter 
patent on which this suit is based, the material is a 
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Water and the original dise 4 
molded so as {o give a nice smooth surface, then 
coated with a film and in recording the film 


scratched through to the inaterial. ‘Chis film is uu 
soluble while the ngierial is. This is Washed out oo 
that the lines thatatre scratched through are dis 
solved out to the oper depth. Then the titherual 
isagain coated with a film) which renders it in 
soluble and the matrix is made from this. 


Adjourned to two o'clock. 
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sound records, 

ish to say auything about that. 

Q. 231. You have already testified that the matrix 
is obtained from an original sound record in this 
fourth system. Of what material is the original 
sound record employed in your fourth system. 

A. Principally gelatine, 

(). 232. What kind of 
connection with this? 

A. I don’t care to state, 

(). 233. Does it produce a groove in the gelatines 

A. I don't care to state. 

Q. 234. Does it act upon the 

to produce an original sound 1% 

A. Same answer. 

Q. 235. Is any of this gelatine 
terial removed jn making the 
A. I don’t wish to state, 
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A. The recorder itself. [ have never seen any- 
thing like it. 

Q.. 237. Possibly you did not understand my last 
question, and [ will therefore have it read over to 
you and repeat the question. 

A. I mean the recorder as a whole. 

Q. 238. Referriny for {¥e moment to your system 
in which you employ four so-called ‘ tallow com- 
position,” being the fi:St one described by you, have 
you everexamined a tablet of this composition while 
a record was being made, by watching through a 
microscope or magnifying glass? 

A. No. 

Q. 239. Have you ever examined the recording- 
stylus when enployed with such tablet, or immedi- 
ately after making a record upon such tablet, by 
Jooking at it through a glass? 

A, Tdowt remember ever having done so; while 
the record was being made [am sure [ never did. 

Q). 240. Are yon prepared to swear that if such 
tallow composition tablet, or the needle employed 
with it according to your system, should be exam- 
ined under a glass, while the record was making, or 
shortly thereafter, that minute particles of the mate- 
rial could not be detected as having been removed 
from the record-groove? 

A. No. 

Q. 241. L would ask you to refer now to your 
second system, concerning which you have declined 
to make any disclosures, and ask did you ever ex- 
amine a tablet employed in this system, under a 
microscope or magnifying glass, while a record was 
making thereon, or shortly thereafter? 

A. Not while the record was being made, but 
after the record had been made | looked at it through 
a plass. 

(). 242. Have you ever examined through a glass 
your recording stylus or tool employed in this 
second system, while a record was making or shortly 
after? 

A. After the record was made. 
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(). 243. Are you prepared to swear that, if whilo 
a record is making according to this second system 
of yours, the recording-tool and the material ad- 
jacent to it should be examiued under a glass, small 
particles of the material could not be observed as 
having been removed from the groove? 

A. Well, there might be very sinall, minute par- 
ticles. 

Q. 244. If only very small, minute particles should 
be removed, would it be your opinion that for prac- 
tical purposes the material was not removed! 

A. I don’t understand the question. 

Q. 245. If, in producing an original sound-record, 
there should be removed from the surface of the 
material, from the space which constitutes the 
record-groove, very small minute particles that 
could be observed under a glass only, would you 
say that no material was removed in producing 
that record? 

A. Yes. 

Q. 246. How large would any particle or thread or 
portion of the removed material have to be before 
you would say that in making the record some of 
the material liad been removed? 

A. Whatever the width of the groove is. If the 
whole body was removed out I would call that re 
moved. 

Q. 247. What is the width of the groove in the 
original sound-records made by you? 

A. I don’t know. 

Q. 248. Have you any idea? 

A. Not as to the exact size. 

Q. 249. Q. 246 and your answer thereto are now 
shown you. I ask you, is it in this sense, and with 
the understanding expressed in your answer to Q. 
246, that you have testified that in making the 
sound records according to your first system, em- 
ploying the tallow composition, that the material is 
not removed to form a groove? 
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By Mr. West: 439 
IL domt understand the question. L don’t quite 
understand the question. 


carved as (). 250. | now hand you my (). 246, and ask you | 
to. read this question over carefully, and then (ang . 
ite par- dictate an answer to the same in place of the answer ae 


you have already giver?’ 


ss should A. If the whole a dhe of the groove be removed 


for prac- ina chip or a shavihg | would consider that re- 
1? moved. 
Q. 251. And if the chip or shaving, or a thread 
l-record, less than the whole width of the groove be all that 
e of the is removed, would you say that in making that 
ites the sound record the material had not been removed? 440) 4 i 
les that By Mr. West: Docs this question refer to the first vig 
mld 204 or second process? f 
oducing By Mv. Massie: | had intended the question to ay 
apply to any process. But to avoid confusion we at 
will take the processes up in order. The witness iB 


hread or 
ie before 
some of 


& the 


may confine his answer to the first process. 
A. Tf only small particles and not the whole body oF 
be removed | would not consider that removed. +S 
Q. 252. Q. 251 is now repeated as to the second py 
process, concerning which you have declined to , 


that re- ; ; 
make disclosures? 
: A. Same answer. 
» in the et had = 3 
Q). 258. ‘The same question is repeated as to the 
third process, employing the material soluble in hot 441 
water and covered by a film? 

Question is objected to as not being capable 
re now of an intelligent answer. The question seems to 
nd with involve no matter of fact but a mere question of 
er to Q. opinion as to a hypothetical question that has 


ing the no sound basis to rest upon. 
wr a h By Mr, Massie: We are not yet prepared to admit 
terial is bi that this witness is incapable of giving an intelligent 
ox answer to any question propounded him. Nor that 

t we fear from the record that there was no sound 

; om basis for this question. 
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442° A. Same answer as before. 

Q. 254. The same Q. 251 is repeated as to the fourth 
process, employing the gelatine or gelatinous com: 
position? 

A. In the recording of that record positively noth 
ing is removed. 

(. 255..You have now referred to four different 
ersten” Have you employed any other system be 
sides tNese four in producing sound records? 

A. I have made a few etched records. 'That’s all 

Q. 256. In dealing with your first and second sys 
tems, I understand your testimony to be that if the 
whole body of the material be removed from the 
groove in forming the groove, then you would 

443 understand that the groove had been produced by 
removing the material; but that, if less than the 
whole body of the groove, its entire width and full 
depth, was all that is removed, then in producing 
that record the material was not removed. Is this 
a correct statement of your views; and if not please 
correct me. 


Question objected to as to form and calls for 
no question of fact nor would any answer that 
could be given to it amount to evidence in the 
case. 


By Mr. Massie: The question is framed to avoid 

any misunderstanding, and to bring out the truth. 
y44 The witness can say that the statement in my ques 

tion is correct, if such be the case; and is likewise 
given an opportunity to point out wherein the state- 
ment is incorrect, if such be the case, and he is in: 
vited to give a correct. statement according to his 
own views. 

A. I believe the question has been answered be: 
fore, has it not? 

Q). 257. Will you kindly answer it again? 

A. I refuse to answer that question. 


By Mr. Massie: This attitude on the part of the 
Witness is called to the attention of the Court. 
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Q). 258. If in producing the record groove in the 
tallow composition, according to your first named 
system, material amounting to half the contents of 
the groove should be removed, would you say that 
groove had been produced by removing the material, 
or the reverse! 


Question objected to as incompetent aud im- 
material and based ups a hypothesis that has 
no foundation in the@testimony and asks a mere 
expression of opinion of the witness which goes 
io the law of the case and is not calculated to 
elicit, any fact which would be of any service to 
the Court. In short the question asks the wit- 
ness Lo adjudicate the suit. 


A. T would say half was removed. 
(). 259. Would you say that the record groove had 
not been produced by removing the material? 


Same objection. 


A. I don’t care to answer that! [ can’t give an 
intelligent answer; [ am not authority on that. 

(). 260. is it not a fact that the hard disc records 
for the defendant, the Universal Talking Machine 
Manufacturing Company, are pressed from the elec- 
troplate inatrixes by the Auburn Button Works at 
Auburn, New York! 


Objected to as immaterial. Question calls for 
private matters of business. 


A. I don’t positively know that they are. I was 
once at the Auburn Button Company works and 
was refused admittance. 

(). 261. Is that the best answer you can make? 

A. Yes; I don’t know positively that they are 
pressed there. 

(). 262. I again hand you a copy of the Cheney 
affidavit heretofore given in this suit, verified June 
18, 1902, and ask if the statement in the last sen- 
tence of the third paragraph of the first page of this 
affidavit is a true statement or not‘ 
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A. That is what I have been told; I don’t know 
for sure. 

Q. 263. You had no hesitancy in making the 
statement in your affidavit as a positive assertion, 
did you? 

A. It was put in on the strength of what some one 
else Sid; L supposed they were made there. 

Q. 64. Who prepared the labels upon the defend- 
ant’s Yecords# 

A. I don’t care to answer that. 

Q. 265. Are these labels found upon the matrixes 
produced by yourself¢ 

A. Same answer. 

Q). 266. Are these labels found or placed upon the 
original recording tablet? 

A. Sane answer. 

(). 267. If they were placed upon the original 
recording tablet you would know that fact, would 
you not? 

A. I don’t know. 

(Q). 268. Do you mean to say that from the time 
the original record is made until the time it is placed 
in the electrcplating bath the original sound record 
passes ont of your control, so that some other per- 
son might do something to it without your know- 
ing it? 

A. It is possible, yes. 

Q. 269. Is ita fact? Is it not the fact that you 
have entire charge and control of these original 
gound-records from the time they are smoothed for 
recording, continuously, until the clectroplate matrix 
has been produced? 

A:\ Yes. 

Q. 270. Then, could some one else, as the regular 
practice, place a title or label or letiering or the like 
upon such original sound-records without your 
knowledge? 

A. Yes, the electrotyper could. 

Q. 271. Does he? 

A. Yes, he has placed marks on them. 
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(). 272. What title do your sound-records bear, 
**Zonophone Records” ¢ 

A. Yes. 

Q. 272. This tithe appears upon the records put on 
the market, does it noté 

’ A. Ldon't know positively. Tam not ina position 
to see any recairds placed on the market. 

(). 274. Haw you ever seen, as a matter of fact, 
any of defenddut’s zonophone records? 

A. [don't remember having seen any of the Uni- 
versal Talking Machine Manufacturing Company’s 
records that are sold. 

(). 275. | hand you a large black dise record 
marked, *Zonophone Record, all rights reserved. 
Xyophone Solo. 1! Lire Fly Galop by Mr, Chas. 
P. Lowe. 886." And ask you do you recognize 
that vecord as one made by yourself? 

A. J never made this record. 

(). 276. LT mean, do you recognize that as a com- 
mercial record produced by yourself or according to 
your system for this defendant 

A. 1 don’t know, these are very easily counter- 
feited. This might be a counterfeit. 

(). 277. J likewise produce a second, smaller black 
dise sound record, marked *f Zonophone Record; all 
rights reserved. 1. Away to Espana. By Hagor'’s 
Orchestra, 1818,” and ask you do you recognize this 
record asone produced from an original record made 
by yourself? 

A. T don’t recognize this, but have made a record 
of this title aud by Hager’s Orchestra. ‘These black 
records are easily counterfeited. 

(). 278. What do you mean by * counterteited’¢ 
Do you mean that these are copies or transfers 
taken from genuine sonnd records that were them- 
selves produced from originals made by you? 

A. They may have been made that way. 

(). 279. Ldid uot ask you, at this time, your opin- 
ion as to how these two particular articles now be- 
fore us wore mado; but asked you to explain what 


45 


3 


454 


152 George K. Cheney. 


you mean by saying they may have been “‘ counter 
feited "? 

A. They may have been taken from a record that 
was pressed from the original matrix. 

(). 280. If we assume for the moment, which 
complainant certainly does not do, that these two 
articles now before us are in fact counterfeits ob- 
tained from a genuine record, then would not these 
articles before us correspond in surface irregular- 
ijies fo the genuine articles of which they are coun- 

rfeits. 

A. That would depend on how they were coun 
terfeited. 

If they were made on a dubing machine the 
grooves and surface would not be exactly the same 
as the originals, as in dubing a blank is revolved at 
the same speed as the record, a needle is placed on 
the record, while at the other end of the bara sharp 
instrument is placed and as the record revolves 
causes the sharp instrument to form a correspond: 
ing groove on the blank. If the instrument used 
in making the dub record is not the same as the 
one used in recording, the sound groove will be dil 
erent in width, depth; or if the leverage is not the 
same they may be either larger or smaller. 

Q. 281. Would a dubbing machine transfer to the 
duplicate or copy the lettering found in the central 
field of the genuine record which had been employed 
as a master? 

A. No, but the type can be bought, and any en 
graver can make a fac similie of the label. 

«). 282. These records are either genuine zZouo- 
phone records or they are copies obtained from a 
matrix produced from genuine records, or they aie 
counterfeits made by some person or concern who 
likewise counterfeited the title and other parts. 
Would that be your conclusion? 

A. I haven’t heard the records, so I couldu't 
swear as to that. 

By Mr. Massie: Complainant’s counsel requests 
defeudant’s counsel to stipulate that these two arli- 
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cles now before him, already identified in Os. 275 
and 277, were sold or put out by this defendant. 

By Mr. West: [decline at present to make the 
stipulation asked for. 


Complainant's counsel reserves for the present 
proof of the source of these two articles, but 
requests the Kxammer to mark the same for 
identification ‘ Zonophone Record 836” and 
**Zonophone Record 1815," respectively. 


Q. 283. Calling Hour attention to the Zonophone 
Record No. ae ere are a number of markings 
in the central fiekl, which appear to be practically 
concentric, Can you observe them, especially by 
tilting the disc? 

A. Yes, I see them. 

Q. 284. Can you in any way account for their 
presence? 

A. There are several ways by which these could 
be caused. 

Q). 285. Ave such markings on the records put out 
by yourself or the defendant? 

A. On some of my records they may have had 
similar markings. 

Q. 286. On those records of yours, which had 
similar markings, how were those markings pro- 
duced; what caused them? 

A. 1 don’t care to answer that. 

Q). 257. Are you prepared ‘to deny that the mark- 
ings upon some of your records, as just referred to 
by you, were produced from similar markings upon 
the original recording material? 

A. No, Lam not prepared to deny it. but I think 
any marks such as on this particular record are 
caused by the bufiling of the matrix. 


By Mr. Massie: At the request of defendant's 
counsel this morning's session was adjourned twenty- 
five minutes ahead of time; by like request now, at 
3.45, an adjournment is taken until 11 o’clock to- 
morrow, same place. 
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New York, July 9, 1902. 
Met pursuant to adjournment. 
Present as before. 
EXAMINATION OF GrorGEe K. Cuenry CoNnTinuED: 


Q). 288. 1 now produce a black disc sound-record 
already introduced in connection with our motion 
for preliminary injunction, identified as ‘* Zonophoue 
Record 1702,” and ask do you recognize this article 
as one put out by defendant? 

A. No. 

Q. 289. Do you recognize it as made from an 
original sound-record of yours? 

A. The labeling looks very much like one that | 
have made. 

Q). 200. 1 produce another black disk sound-record, 
already introduced in this case in connection with 
our motion for preliminary injunction, and identi- 
fied as ** Zonophone Record 1525,” and ask do you 
recognize this article as one put out by defendant! 

A. No. 

Q. 291. Do you recognize it as made from an 
original record produced by yourself¢ 

A. Same answer, the label looks like it. ‘There 
was never any such business as that (spot on the 
face) on any original I ever made. 

Q. 202. By the “spots on the face” or the “such 
business as that” in your last answer, do you refer 
to the appearances in the central field as if some- 
thing had been pasted there and a little of the mu- 
cilage remained? 

A. [referred to the smooth part of the record. 

Q. 293. Do observe upon the central field of each 
of these two articles, No, 1702 and 1823, a series of 
markings of some sort, which appear to be con 
centric? 

A. Yes. 
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- Q. 204. How do you account for these markings? 463 4 
4, 1902, A. I decline to answer. Nose 
Q. 295. Why? ; aT ky 
A. Because that is iu part with the system I use ; 
in making records which I claim as my personal ' “ts 
business. oh 
Q. 296. When you say the system is your personal P 
NTINUED: business, do you mean that it is not the business of if 
the defendant also? : 
ind-record A. Yes. @ 
ar motion Q. 297. Yes vit is also the property of the defend- 
Zonophone ant; or, yes, it'is not the property of the defendant ; 
hiMirticle alsot Wiich do you mean? a, 
A. I would rather you would ask one question at my 
a time, please. 464 ce ae 
from an (). 298. (Q. 296 repeated, and the witness is re- Site EE 
quested to give a specific answer.) . ae 
one that I 4 A. I do not understand the question (question is ee 
i read over to the witness). A. No, it is not the ya 
ind-record, wid property of defendant. Sy 
ction with 4 Q. 299. Your system, or sytems, for producing 
and identi- i; 4 sound-records, involving the step which causes these 
sk do you : a concentric markings to appear on the sound-record, 
feedantt 3 is employed for the benefit of (he defendant? 3 
3 A. Not that | am aware of. 
from an Q. 300. For whom do you make sound-records? ‘ are hi ie 
: is A. My employers. laa hy 
it. There 3 dag Q. Who are your employers? ae: sb 
spot on the * ha A. Universal ‘Talking: Machine Company. 465 r ty 
tris Q). 302. Where does that concern have its officed ium 
the “such el ty A. I don’t know. ‘ed 
o you refer 1 eg (Q). 308. Where does that concern do business, if i r 
as if some- aera | you know? 4 
of the mu- "Mie A. I don’t know that either. 
ilies Q. 804. Who is the president of the Universal 
© cord. Pi Talking Machine Company? 
eld of each are A. I believe Mr. Spencer is. #9 a, 
,a series of apy: Q. 305. What is Mr. Spencer's first name, and Af 
to be con ot give his address if you know it} eae 
A. I don’t know his first name, but think he can TA) 
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466 be found at Ninetieth street and Broadway in the de Bayi ey if he has b 
Gorham Manufacturing Co. ee ..- __knowledge : 
Q. 306. Who is the vice-president of the Uni: ters connec! 
versal Talking Machine Company? Mey es | ALT havi 
A. I believe it is F. A. Crandall. Se Works pre! 
Q. 307. And the secretary? ee heard the: | 
A. That I don’t know. ie ing Compa| 
Q. 308. Does the Universal Talking Machine Com- 4 Bris 3.5% 9 from them 
pany sell any goods? any Viel ¥y * Q. 312. I 
. I don’t know. a ing Machi 
. 809. Does the Universal Talking Machine Bie. rar sound-reco! 
Ménufacturing Company sell any goods? Ca SH, A. No, I 
. [don’t know positively. Th BR. ny Q. 813. } 
Q. 310. What becomes of the sound-records pre- Pan A. I beli 
467 pared by the Auburn Button Works, which concern sure. 
you have told us in your affidavit herein presses the Q.’ 814. | 
hard disc records from the electrotype matrixes city, or at 
made under your superintendence? " city? 
Question objected to as calling for secondary Bes) A. At 2 
evidence and hearsay. eats Q. 315. 
By Mr. Massie: The objection is excepted to as ‘a ne Ih) ~ a 
premature, because it does not yet appear that it fate mes 
will call for secondary evidence. It is further ex- Lea ee | 
cepted to as an attempt to prompt the witness. a: a “1 fen: 
A. I don’t know. they do n¢ 
Q). 811. You have already testified that you don't @..- 847; 
know that the Auburn Button Works presses the bide tion, I m: 
4¢g bard disc records, although you were willing to -\5°* matrixes | 
make that statement in your affidavit. Have you ge? AE” explanatic 
any information, hasany one ever told you, whether eae BS bins repeated? 
the Universal Talking Machine Manufacturing Com- Ne eae a A. Sam 
pany sells the sound-records made by the Auburn ASS ie year, I gu 
Button Works? Q. 318. 
Question objected to as calling for secondary ei i |. affairs an 
and hearsay evidence. an am p= 
i nae! --wha 
By Mr. Massie: We respectfully submit that if a a It i 
this witness undertakes to make affidavit stating as Te, ones, offic 
facts certain matters which he has since told us he De Q. 819. 
has no knowledge of, then it is competent to ask him if % mee the latte: 
ay 
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if he has been informed, or if he has received any 
knowledge concerning important and material mat- 
ters connected with the same. 


A. I have been told that the Auburn Button 
Works presses records, and I believe that I have 
heard the Universal Talking Machine Manufactur- 
ing Company sells records; I never bought one 
from them. 

Q. 312. Do you know where the Universal Talk- 
ing Ma%hine Manufacturing Company sells _ its 
sound fons 

A. Ne I do not. 

(). 313: Have you any belief on the subject? 

A. I believe they sell them at their office, I am not 
sure. 

Q. 814. At No. 238 Kast Twentieth street in this 
city, or at No. 52 Hast twenty-third street in this 
city? 

A. At 23 Kast Twentieth street. 

Q. 315. Did you ever hear of the firm of Gooday 
& Fowler? 

A. Yes. 

Q. 816. Do you know whether or not this con- 
cern sells zonophone records? 

A. They used to sell them; | don’t know whether 
they do now or not, 

Q. 317. By “ Zonophone records ” in my last ques- 
tion, | mean the hard disc records produced from 
matrixes prepared under your supervision; with this 
explanation in mind, the foregoing question is now 
repeated? 

A. Same answer. I haven't been in therein a 
year, I guess. 

(). 818. I do not desire to intrude into your private 
affairs any further than I can possibly help, but I 
am compelled to ask you: who pays you your gal- 
ary —what officer? 

A. It is brought tothe laboratory by different 
ones, office boys, aud sometimes Mr. Hass. 

(). 819. Do you receive cash or a check; and if 
the latter, who signs such checks—what officer? 
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A. I receive cash generally; I believe | havo 
ecived a check; I think Mr. Crandall signed it; | 
am not sure. 

Q. 320, Was this check, or were these checks, if 
more than one, signed by Mr. Crandall personally, 
or by him as officer of some company? 

A. I don’t remember that. 


Complainant’s counsel requests counsel for 
the defendant, in order to save time, to stipi 
late that the two records produced this moni 
ing, which constituted exhibits identified by 
Joseph W. Jones in his affidavit in connection 
with our motion for preliminary injunction, 
were put out by the defendant, The Universi! 
Talking Machine Manufacturing Company. 


By Mr. West: 
I decline to make the stipulation. 


Complainant’s counsel reserves for the prev 
ent proof of the source of these two articles. 


Q. 821. Bearing in mind the four different sy» 
tems of producing sound-records by yourself, which 
have been discussed during this examination, about 
what proportion of original records made by you 
were produced by employing your tallow-composi 
tion tablets? 

A. The larger portion of them. 

Q. 322. Do you obtain crude tallow, or tallow 
that has been already ‘‘ rendered” or purified4 

A. I decline to answer that. 

Q. 823. Why? 

A. Because that contains the secrets of my busi- 
ness. 

Q. 824. Do you regard the step of purchasing 
crude tallow as a secret invention of your own? 

A. No; but it tells to a certain extent what 1 use 
which I do not care to have other parties know 
about. 


Q. 825. Do you purchase the tallow at a drug 
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store? I call your attention to your answer to 
OQ: , in which you say, as I now recall, that 
the tallow “may be purchased at any drug store”? 

A. Yes, it can be bought at any drug store | ever 
asked for if. 

‘(). 826. Do you obtain the tallow in large quanti- 
ties, or from day to day? 

A. I get it as 1 need it. 

(). 327. Do you have any difficulty in keeping the 
tallow? Pe 

A. None. % 

Q. 828. Yeu have told us that when you could 
not get tailow you have sometimes employed 
stearic acid or stearine. Does this give the same 
results, or substantially the same results, as if tal- 
low were eniployed in your composition tablet? 

A. I decline to answer. ; 

(). 829. Does the recording stylus act upon the 
stearine coniposition tablet in the same way as it 
acts upon the tallow composition tablet, while mak- 
ing the original record groove? 

A. Same answer. 

Q). 380. On what ground do you decline to an- 
swer? 

A. That you are trying to find out the secrets of 
my material. 

Q 331. When stearine is employed in your record- 
ing material, does the stylus in producing the record 
groove remove any of the material in shavings or 
threads? 

A. No. 

(). 832. If a needle or knife point be scratched 
across the surface of a cake of stearine, to produce a 
zigzag line, will any of the material be removed? 

A. T don’t know. 

(). 333. If your recording-stylus be caused to pro- 
duce a zigzag groove in or upon the surface of stear- 
ine, will any of the material be removed? 

A. Same answer. 

Q. 334. [ produce a cake of whitish looking mater- 
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ial which bas a rather rough surface. Have I de: 
scribed this cake fairly accurately? 

A. Yes. 

(Q). 335. I have drawn across its surface the end of 
an ordinary pin and produced a shallow, wavy line. 
Has any of the material been removed? 

A. Not from the surface. 

Q. 336. Has the material been removed from the 
groove or line made by the pin point? 

A. I can’t see it very well, but I should think it 

ad. 

Q. 337. I ask you to look at this whitish cake 

gain, smelling it if you desire, and tell us if you 
have any idea what it is? 

A. I couldn’t swear as to what it is. 

Q. 338. It looks like stearine, does it not? 

A. Yes, 


Complainant's counsel asks the Examiner lo 
make this article for identification ‘ Cake of 
Stearic Acid,” with the date. 


Q. 889. Calling your attention once more to this 
cake of stearine and the line [ scratched in it with 
the end of a pin, I would ask you whether in your 


_ opinion that line was produced by removing the 


material? 
A. No. I don’t think so. 
Q. 340. I now produce a small cake of yellowish 


white material wrapped in oil paper and foil, and — 


presenting somewhat the appearance of ivory of 


green cheese. Is that a fairly accurate description? 


A. Yes. 


Q. 341. This cake has’a fairly smooth upper sur- | 


face, but not perfectly smooth or polished, a ee of 
dead finish. Is that correct? 

A. Yes. 

Q. 342. 1 have made a shallow zigzag line with 
the end of a small kuife-blade. Has any of the 
material been removed in making this line? 

A. ‘The line scratched in the material has thrown 
up a chip. 


ay are 4 


vote 


pe, i 


George K. Cheney. 161 


Q. 343. Would you say that in producing this line 481 
or groove or scratch the material had been re- 
tnoved; or, that the groove was made by removing 
the material? 

a A. Why, part of it certainly is removed from the 
-. Zroove, rs 

Q). 844. This little cake you have just been hand- 
ling hasa tendency to become soft uuder the heat 
of your hand, even to melt, has it not? 

A. Yes. 

Q. 345. How does this cake compare in hardness 
with your cording-material? 

A.. I dec}ine to state. 

Q. 346. Have you any idea what this material is? 

A. I should think it was cocoa butter. 482 
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Complainant’s counsel requests the Examiner 
to mark this article for identification Cake of 
Cocoa Butter,” with the date. aa 


333 


the Examitior to ‘ 
ication ” Gake af , 


(). 847. I made an attempt yesterday to obtain a 
small portion of tallow, but without success. Can 
a you tell me where I can purchase a small cake or 
portion of tallow 

A. Kimer & Amend, Kighteenth street and Third 
avenue; you can get it. 
Sora MN Q. 348. Your answer to Q. 120 the other day does : 
ake of yell biieh ae: ea. oe not appear in the transcript as [ understood it at the 
per and foil, ited Chip ot, eaee time, and I daresay I misunderstood you. I will put 
nee of ivory We ; the question in another form: If a needle be 483. 
irate deseripifos Tae presented at an angle along the top of butter, 

ai ad dle with the upper end pointing towards yourself, and. 

then the needle be drawn across the butter towards 


yourself, would it remove any particle of this but- 7 
ter? 


A. I should say not. 

Q. 349. If the needle be at the same angle with the 
butter, as in the preceding question, and drawn. 
towards you as before, but made to produce a wavy 


or zigzag line, then would any of the material be. 
removed? 


A. I should say not. 
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484 Q. 850. If the needle be at the same angle to the 
butter, but be pushed away from you, to producu & 
similar zigzag line, then would any of the material 
be removed? ‘is 

AN A. [should think it would. eae 
is Q. 351. If the butter were sufliciently hard, froz 
_ for example, then would the needle, even if drawn 
towards you, remove any of the material? f Me 
A. I don’t know. Pre Dero ferred to 
Q. 352. What is your opinion? ren, aie vil Joes? re 
I don’t think it would. for more 
353. Is_your recording-stylus placed al avy a Ae Tee 
angge to the surface of the recording-material or t 
tablet? 
485 A. I decline to answer. 
Q. 354. That is the common position generally 
employed in producing original sound-records, is u 
not? mah 
xt A. Same answer. ee ae 
Q. 355. 1 don’t think you understood the last ques arcs 
. tion. I mean it is the common practice by otlor | 
‘ makers of sound-records to have the recording 
stylus presented to the recording-material. at an in : 
clination, that is, not at right angles or normal lo. 
the surface. - 
A. I don’t know very much about other people's 
i methods. ae 
. Q. 856. With regard to your second method, con: 
' 486 cerning which you have declined to commit yourself 
as to whether or not the recording material contains 
any. metal or alloy, [ would ask if you will produce at | 
afuture session, in the presence only of yourself, the . 
typewriter and counsel here present, a small portion. 1: 
of that recording material? ary st 
A. No; I wouldn’t éare to do so, a 
Q. 357. I ask if you will permit complainant's 
counsel, or other representative, to be present whila 


vy 
ati 
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! 


t 
thy 


process or system? 
A. No, I wouldn't care to have them see it. 
Q. 358. Questions 356 and 857 are repeated with x0. 
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(or gelatinous) system? 
A. Same answer. ae 
Q. 359. Ave you familiar with sound records made Aik PRO 

by Joseph W. Jones, of this city? 

A. No, I don’t think I am. Do you refer to his 
patents? I have read over the claims in that. 

Q. 360. Was it from the patent you have just re- 
ferred to that you gathered the information that , 
Jones’ records have been largely upon the market . er 
for more than three and a half years? 

A. [have fbver heard or seen any of his records Sats 
ov the markés, except his dub records. Ae: 

Q. 861. Wéen in your affidavit, herein verified 
June 18, 1902, you say: ‘‘ Records like those re- 488 ; 
ferred to in the affidavit of Joseph W. Jones,” what 
records did you intend? : A aed 

A. Any disc record with a lateral sound vibration. ‘dv 

Q. 362. You do not mean to include the old Ber- 
liner records, produced by the etching step, do you? 

A. Yes, I refer to any disc record. 


(). 363. Have you ever made an original sound A 
record in the manner disclosed in the Joseph W. We thd 
Jones’ patent to which you referred a little while toe 
ago? é Me 

A. I have made experimental records as near to Be Fr We 
his claims as I could go. thei 


(). 364. In doing this work, what material did you 
employ for producing the original sound-records? 439 TAA Ais! 
A. I don’t remember now, what it .was, it was ‘ 

quite a while ago. 

Q. 865. About how long ago? ea Ml 
A. Some time after the issue of his patent, I be- id muy 
lieve. * aha 
Q. 366. In producing the original records, during ° 1 abap es 
the course of the experimenting, was the material ~~ 7 

removed in forming the record-groove? 


A. I believe it was. I don’t remember very dis- ; fe 
tinctly about it. hie 
Q. 367. You have testified in substance that when heed 


you make original sound-records the machine is 
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concealed from the performers, and the horn is stuck 
through a hole in a partition or screen. That is 
correct? 

A. Yes. 

Q. 368. If the performer should remain in the 
room where he had just sung, and if acomparatively 
feeble reproduction should be obtained from tho 
original record just produced, would the performer 
be able to hear it? 

A. Yes, [think he could to a certain extent, | 
don’t suppose he could distinguish all the words. 

Q. 369. Have you ever given such reproduction of 
an orifinal sound-record made by yourself, while 
the peyformer remained in the adjoiniag apart- 
ment? 

A. Yes, test records. 

Q. 870. What do you mean by ‘ test records”; 
what records are ‘‘ test records?” 

' A. Those are records that I make to get some idea 
as to the position. of the singer and they are never 
finished; there are never any matrixes made from 
them. They are destroyed by the attempt at repro- 
ducing them. 

Q. 371. After your record has been put in the elec-’ 
troplating bath and the electroplate matrix has been 
deposited thereon, and the whole removed from tlic 
bath, can the original sound-record be employe 
again for producing a second matrix? 

A. No. 

Q. 372. Can the same cake or tablet be employed. 
again for producing another original sound-record? 

A. I decline to answer. 

 -Q. 873. After the electroplate matrix has been ob- 
tained is anything further done with it before you 
send it out? 

A. Why, there is something else done to the 
matrix. 

Q. 374. What? 

A. I decline to state, 

Q. 375. Are their edges trimmed? 

A, Same answer, 
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By Mr. Massie: Complainant’s counsel now states 498 


that before proceeding any further with the direct 
examination of this witness he desires to obtain an 
order from the Court to compel answers to the vari- 
ous questions which the witness has heretofore de- 
clined to answer, At the hearing of the motion he 
will rely upon the pleadings and the proofs so far 
taken, and also the affidavits filed in support of our 
motion for preliminary injunction. Judge Thomas 
will, by special appointment, hear a case in the Post 
Office Building, in the Borough of Manhattan, to- 
morrow mornifz; defendant’s counsel is asked if 
he will accep{//notice, returnable to-morrow morn- 
ng, in case hif Honor will consent to hear us, 

By Mr. West: It is now five minutes to 1 o'clock, 
and it is impossible for me to accept such short 
notice. 

By Mr. Massie: I am advised by the Clerk’s office 
that the next motion calendar will not be called 
until the 18th inst. Notice is hereby given that the 
above mentioned motion will be brought on on Fri- 
day week, July 18, 1902, at the opening of the Court 
on that day or as soon thereafter as counsel can be 
heard. 


Adjourned subject to notice. ' “i 
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'_ swer to the interrogatories which he has heretofore 
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IN THE CIRCUIT COURT OF THE UNITED 
STATES: 


For THe SoutHEerN District or New York. 


be 


AMERICAN GRAPHOPHONE Con- 
PANY / 
In Equity. 
On Patent No, 
bho 841,214 (Sound 
Record). 


UntyersaL TALKING MACHINE 


NUFACTURING COMPANY. . 


Notice. 


To HaLpertus West, Esq., 
Gro. CarRLeTon Comstock, Esq., 
68 William Street, City, 
Of Counsel for defendant. 


Please take notice that on next Friday, July 14, °° 
1902, on the opening of the Court on that day or so 
soon thereafter ag counsel can be heard, I shall move . 
this Honorable Court in the Court Room thereof, in «> 
the Post Office building in the City of New York, 
for an order requiring George K. Cheney, a witness = * 
subpoenaed on behalf of complainant, to make at- 


failed or refused or declined to answer; 

And fora further order granting permission to 
complainant’s counsel and representatives to inspect 
the process and systems of producing sound records 
by and on behalf of this defendant; or in the alter- 
native for a preliminary injunction order pursuant 
to the prayers of the bill; and for such other and 
further relief as the equity of the case may require. 

At the hearing I shall rely on the pleadings and 
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affidavits already on file and the deposition of . £99 
Cheney heretofore taken, copies of all of which have 
already been delivered to you, 


‘Dated New York City, July 14, 1902. 


Respectfully yours, 
C. A. L. Massie, 
Of Counsel for Complts. 


pe: ae 8. C. C., 5. D., N.. Y.—American 
Graphophone Co. us. Universal Talking Machine 
Co.—In Equity. No. 8055.—-Motion to compel 
witness to answer, for inspection, etc.-—Elisha 
K. Camp, Solr. for Complt. 277 Bd. City.-— 
Copy of within notice received this 14th day of 
July, 1902. Olney & Comstock, Of Counsel for 500 
Defendant.—U. 5. Circuit Court, Southern Dis- 
trict of New York.—Filed Sept. 5, 1902.--John 
A. Shields, Clerk. 


U. 8. CIRCUIT COURT, 


SourHerN Disrricr or New York. 


AMERICAN GRAPHOPHONE Com- 
PANY 


vs. 501 


UNIVERSAL TALKING MACHINE 
MANUFACTURING COMPANY, 
et al. 


Motion for Preliminary Injunction. 


Lacomse, Circuit Judge: 


When this motion was under advisement some 
weeks ago, the circumstantial evidence presented by 
the markings on the disks was most persuasive; it 


502 


504 


168 


; it ona 
was difficult to understand how it could be possible a 
that the effect could be produced in a substance s0 ty. 
soft it could be pushed aside without cutting or re a 
moval. Nevertheless the sworn denials were so posi 
tive, it seemed better to leave the question to be de- 
termined until after the proofs had been taken, 
The evidence which has now been presented by | 
the defendant, many questions quite crucial in their . 
character not being answered, does not overcomw 
the case made by the exhibits and the affidavits pre: 
sented on the original motion. The motion now 
renewed, upon the pleadings and affidavits already 
ou file, the exhibits heretofore presented, the dep 
osition of Cheney and the affidavits submitted by 
defendant, is granted and preliminary injunction 
as prayed will issue. Injunction not to become 
operative for ten days after this decision, and if 
within such time defendants take an appeal and 
claim preference, an order will be made staying 
operation of the injunction until after decision of 
Court of Appeals. 

September 3, 1902, 


(Endorsed)—-Circuit Court of the United States, for 
the Southern District of New York.— Amer. 
Graphophone Qo, ws. Universal Talking Machino 
Co.—Memo., Opinion, Lacombe, J.—U. S. Cir- 
cuit Court, Southern District of New York.— 
Filed Sep. 5, 1902.—John A. Shields, Clerk. 
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MANUFACTURING COMPANY. 


Order Granting Injunction. 


This cause coming on to be heard on August 6, 
1902, upon complainant’s application for prelimi- 
nary injunction, and upon the bill of complaint and 
the affidavits of J. W. Jones, S. T. Cameron, and 
E. D. Easton for complainant; and upon the affida- 
vits*of H. Albertus West, L. P. Valiquet, F. A. 
Crandall and George K. Cheney, and the second 
affidavits of said Crandall and said Cheney for de- 
fendant; and C. A. L. Massie, Ksq., being heard for 507 
the motion, and H. Albertus West, lsq., opposed; 
and it appearing to the Court that defendant’s hard 
disk sound-records have been produced from original 
sound-records engraved in wax-like material by the 
employment of engraving apparatus and the en- 
graving method; and the Court being fully advised 


‘itéé States, for — 
_York.—Amer, _ 
alking Machitis 
’ J.—U,. S. (fir: 
f New York.-«. 
elds, Clerk. 


~ 
in the premises, it is this day 
Ordered, that the defendant Universal Talking 
Machine Manufacturing Company and its associ- ‘ 
ates, attorneys, successors, assigns, servants, clerks, 
agents and workmen, and each of them, be, and 
’ they hereby are strictly enjoined and forbidden 
- 
& 
~ 
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508 pendente lite from directly or indirectly making O°” 

' causing to be made, any disk sound-record like of 
similar to those made exhibits in this case, likewis? — 
any disk-sound records whose production involved 
the employment of the engraving method of produc” 
ing the original record or the use of the wax-like ve 
cording material or engraving apparatus; likewisé % 
any matrix obtained from such original. engraved tat 
sound-record or from such wax-like original; like 4). 
wise any engraving apparatus, tool or appliance. 

It is further ordered that this injunction ordet 

shall not become operative until September 13, 1902. 

é Dated September _, 1902. 
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AMERICAN GRAPHOPHONE Com- 
PANY 


Vv. In Equity. 


~Universau TALKING MAcHINE 
Manuracturinc Company. ‘ 
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Order Granting Injunction. ik 


This cause coming on to be heard on August 6, 
1902, upon complainant’s application for preliminary 
‘injunction, and upon the bill of complaint and the 
affidavits of J. W. Jones, S. T. Cameron, and Ef. D. 
Easton, and the deposition of Cheney and the exhibits 
heretofore presented, for complainant; and upou. 
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the affidavits of H. Albertus West, L. P. Valiquet, 511 
F. A. Crandall and George K. Cheney, and the sec- 
ond affidavits of said Crandall and said Cheney for 
defendant, and C~A. L. Massie, Esq., being heard 
for the motion, and H. Albertus West, Esq., 
opposed; it is this day 
Ordered, that the defendant Universal Talking 
Machine Manufacturing Company and its associates, 
attorneys, successors, assigns, servants, clerks, 
agents and workmen, and each of them, be, and 
they hereby ave strictly enjoined and forbidden 
pendente lite from directly or indirectly making or 
causing to be made, usiug or causing to be used, 
selling or causing to be sold, any disk sound-record 
like or similar to those made exhibits in this case, 512 
likewise any disk sound-records whose production 
involved the employment of the engraving method 
of producing the original recard or the use of the 
wax-like recording material or engraving apparatus; 
likewise any matrix obtained from such original en- 
eraved sound-record or from such wax-like original; 
likewise any engraving apparatus, tool or appliance. , 
It is further ordered, that this injunction order 
shall not become operative until September 18, 1902. 


Dated September 9, 1902. 


(Signed) E. Henry Lacomsn, | + 
U.S. Circuit Judge. | i 
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ptegrber 13, 1902. | 


Circuit Judge. 


THE UNITED © 


|New Yorke. © « 


Vv * 


(Endorsed)—U. $. Circuit Court, 8. D. N. Y¥.— 
American Graphophone Co. vs. Universal Talk- 
ing Machine Manufacturing Co.—In Equity. -- 
Order Granting Injunction.—Elisha K. Camp, 

OB ek - Solicitor for Complainant, 277 Broadway, New 

on, as Te 4 York City.—Copy Rec’d. Sept. 8, 1902, H. A. , 

Da West, Solr. for Defendants.—U. 5S. Circuit 

o@A es Court, Southern District of New York.—Viled 

Pe. ugust 6, ) + », RY Yias: Sept. 9, 1902.—John A. Shields, Clerk. 
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514 IN THE CIRCUIT COURT OF THE UNITED 
STATES 


mit For tHe Soutnern District or New York. 


AMERICAN GRAPHOPHONE Com- 
PANY 


v. In Equity. 


UNIVERSAL TALKING MACHINE 


bee MANUFACTURING COMPANY. 


Order amending injunction order of Cepia: sf, 
ber 9, 1902. 


The injunction order heretofore granted herein 
and entered and filed on September 9, 1902, is upon 
motion of complainant’s counsel’ amended as fol- 
lows, that is to say: - 


The Clerk will interline in line 4 of the said order, 
after “ E. D. Easton,” the words “and the deposi- 
tion of Cheney and the exhibits heretofore pre- 
sented.” 

51g _Lhis order and amendment to be operative, nunc 
‘pro tune, as of the date of the original order of Sep- 
tember 9, 1902. 


{ f a Dated September 15, 1902. 


‘(Sd.)  E. H. Lacomse, 
; U. 8. Circuit Judge. 


(indorsed) —U. S. Circuit Court, 8. D. of N. Y.—’ 

Amer. Grapg. Co. vs. Universal Talking Ma- 
chine Mfg. Co.—In Equity.—Order Amending . © 

Order of Sept. 9, 1902.—Elisha K. Camp, 277 

Bway, N. Y. —~Complt.’s Solr.—U. 8. Circuit 

E Court, Southern District of New York.—Filed 
Sep. 15, 1902.—John A. Shields, Clerk. 


it ° es a, 
v York. cae i 
ity. 

ve 


a oMfa order, res. 
1 the deposi. iif 
etofore pre- ~ 


rative, nine 
rder of Sep- 


3 * 
1it Judge. | 


Oo N. Yi 
‘alking Ma- 
Amending 
Camp, 277 
S. Circuit 
ork.—File 

fc, 5 - 


178 


At a Stated Term of the United States Cir- 
cuit Court for the Southern District of 
New York, in the Second Circuit, held 
’ at the Court Rooms of said Court, in 
the Post Office Building, in the City of 
New York, Borough of Manhattan, the 
16th day of September, 1902. 


Present—Honorable E. Henry Lacomss, 
Circuit Judge. 


THE AMERICAN GRAPHOPHONE 
ComPANy, 
Complainant, 


VS. 
UniversaL TALKING MACHINE 


MANUFACTURING CoMPANY, 
Defendant. 


This cause coming on to be heard on August 6, 


1902, upon complainant’s application for preliminary 


injunction, under claims 7, 10, 17 and 18 of the pat- 
ent referred to in the bill of complaint, and upon the 
pleadings herein, and the affidavits of J. W. Jones, 
8. T. Cameron and E. D. Easton for complainant, 
and upon the affidavits of H. Albertus West, L. P. 
Valiquet, F. A. Crandall and Geoge K. Cheney, and 
the second affidavits of said Crandall and said Che- 
ney for defendant, and C. A. L. Massie, Esq., being 
heard for the motion, and I. Albertus West, Esq., 
in opposition, it is this day 

Ordered, that so much of the motion as relates 
to inspection of premises, and to answers to inter- 


;. Togatories, be, and the same hereby is, reserved 
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. 520 pending the determination of the appeal from order * 
' of preliminary injunction. 
September 15, 1902. 
BH. H. Lacomsr, 
OLS Coad, 


(Endorsed)—U. 8. Circuit Court, Southern Dist. of ‘: 
New York.—American Graphophone Company, oh 
Complainant, vs. Universal Talking Machino 
Manufacturing Com pany, Defendant —Order.-- 
H. A. West, Solicitor for defendant.--Copy re: 
ceived this 11th day of Sept., 1909.—C. A. I. 
Massie, Counsel for Complt.—U. §, Circuit 
Court, Southern District of New York.—Filed 
Sep. 16, 1902.—John A. Shields, Clerk. 
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UNITED STATES CIRCUIT COURT, 


Sourgern Disrricr or New York. 
a... f= 


AMERICAN GRAPHOPHONE Coat 
PANY, 
Complainant, ME 


Vs. 


UniversaL Taking MACHINE 
MANUFACTURING Company, 
Defendant, 


SO a ae 


The cause coming on to be heard on motion to Vives 
suspend the operation of the preliminary injunction ne 
granted herein, and it appearing that the defend- we 
ant has duly taken an appeal to the United States 
Circuit Court of Appeals for the Second Circuit, and 
that preference has been duly claimed; 

Now, on motion of H. A. West, Ksq., Solicitor 
for the defendant, it is 
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v York.—-Filed 
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ieee om ve no 
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Ordered, that the operation of the preliminary 523 
injunction issued herein be and the same hereby is 
stayed until the hearing and determination of the 
said appeal by the said United States Circuit Court 
‘of Appeals. 


Dated September 16, 1902. 


K. H. Lacomse, 
U. S. Circuit Judge. 


(Endorsed)—U. S. Circuit Court, Southern District 
of New York.—American Graphophone Co. vs. 
Universal Talking Machine Manufacturing Co. 
—Order.—H. A. West, Solicitor for Defendant, 
58 William St., New York.—-U. §. Circuit 
Court, Southern District of New York.—Filed 554 
Sep. 16, 1902.—John A. Shields, Clerk. - 


UNITED STATES CIRCUIT COURT, 


Souruern District or New York. 


AMERICAN GRAPHOPHONE Com- 
PANY, 
Complainant, 


VS. 


UNIVERSAL TALKING MACHINE 
MANUFACTURING COMPANY, 
Defendant. 


The above named defendant, considering itself 
aggrieved by the interlocutory order and decree of 
this Court, filed and entered in the office of the 
Clerk of this Court on the 9th day of September, 
1902, in the above entitled cause, granting a pre- 
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526 liminary injunction in favor of the complainant, 
and against the defendant, does hereby’ appeal 
therefrom to the United States Circuit Court of 
; ‘ ‘ Appeals for the Second Circuit, and prays that its 
~ appeal may be allowed, and a citation granted, 
~ ’ directed to the above named complainant, com... 
manding it to appear before the United States Cir- 
cuit Court of Appeals, to do and receive what may 
appertain to justice to be done in the premises, and 
that a transcript of the pleadings, affidavits, ex-' 
hibits, evidence, records and proceedings in said 
- cause, duly authenticated, may be sent to the 
United States Circuit Court ot Appeals for the 
Second Circuit. 


“27 Dated September 10, 1902. 


H. AtBertus WEst, 
Solicitor for Defendant. 


The proper security for costs having been giving, | 
it is ; 

Ordered, that the foregoing ee oh be and Be 
same is hereby allowed. 


Dated September 15, 1902. 


K. H. Lacounn;”’ 
U.S. Circuit Judge. 


(Endorsed)—U. S. Circuit Court, Southern District 
528 of New York.—American Graphophone Com- 
pe pany, Complainant vs. Universal Talking 

Machine Mfg. Company, Defendant.—Petition 
of Appeal.—--H. A. West, Solicitor for Defend- 

i." ant.—Copy received Sept. 16, 1902.--Klisha K. 

ee Camp, Solr. for Complt.—U. 8. Circuit Court, 

Southern District of New York.—-Filed Sep. 19, 
1902.--John A. Shields, Clerk. 
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rereby appwal UNITED STATES CIRCUIT COURT, ya 
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‘ive what may. 


Souruern District or New YorK. 


AMERICAN GRAPHOPHONE Com- 


premises, and PANY, 
affidavila, ox. ne Complainant, 
b sah in eatd 
t to Use. « vs. 
for the 
vipat Universan TALKING MACHINE 
x. MANUFACTURING COMPANY, 530 
esr, | Defendant. 
Defendant, ° 


" +" 
s been giving, Ky i 


Assignment of Errors. 


ul “be aiid he ” And now comes the defendant, and says that in 


the records and proceedings of the said Court in the 

above entitled cause, and in the interlocutory order 
and decree made and entered therein on the 9th day 
of September, 1902, granting an injunction, there is 
manifest error, and for error the said defendant as- 
signs the following, upon its appeal from the said 
interlocutory order, to wit:. 


ophone Com. t 7 
sal Talking). 
nt.—-=Petition ’ Het 


" 


531 
1. The Court erred in granting a preliminary in- 
junction. 


2. The Court erred in holding that there is any 
proof of infringement, and in not holding the con- 
trary. 


3. The Court erred in granting the preliminary in- 
junction in the form and purport thereof, the same 
being broader than the patent in suit, and broader 
than any prayer in the bill of complaint. . 


532 


533 


5384 
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4. The Court erred in not regarding the special 
matters set up in the answer, in that, among other 
things, it has not’ been shown that the defendant 
has manufactured,"used and sold infringing records 


_ without the license and consent of the complainant. 


5. The Court erred in that, on motion for prelim- 
inary injunction, it construed claims 7, 10, 17 and 
18, or some of them, in view of its own understand- 
ing of the patent in suit, instead of considering it 
in connection with prior adjudication and in. ac- 
cordance with the prior art. 


6. The Court erred in granting a preliminary in- 
junction for that claims 7, 10, 17 and 18 of the 
patent in suit are void, 


7. The Court erred in granting a preliminary in- 
junction for that claims 7, 10,17 and 18 have never 
been decreed or held valid in any prior adjudication, 
but have been practically held to be void. 


8. The Court erred in granting a preliminary in- 
junction, in that it has not been shown that the de- 
fendant is in any way connected with the practicing 
of the processes which are alleged to be covered by 
claims 7, 10, 17 and 18 of the patent in suit. 


9. The Court erred in granting a preliminary in- 
junction, in that hard disk zig-zag records are not 
covered by claims 7, 10, 17 and 18 of the patent in 
suit. 


10. The Court erred in granting a preliminary in- 
junction, in that the manufacture, or use, or sale of 
hard disk zig-zag records is not an infringement of 
claims 7, 10, 17 and 18 of the patent suit. 


11. The Court erred in granting a preliminary in- 
junction, in that it has not been shown that even if 
the défendant has sold or caused to be sold hard- 
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disk zig-zag records, that it is not in proof that the 5385 
defendant has made any records by cutting or en- 
graving. ; 


junction, for that claims 7, 10, 17 and 18 of the pat- RD 
ent in suit do not cover zig-zag sound records. ; 
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12. The Court erred in granting a preliminary in- 


13. The Court erred in grantivg a preliminary in io 
junction, for that it has not been shown that claims ted bey 
7, 10, 17 and 18 of the patent in suit cover any art, 
machine or manufacture wherein the original wax 
sound record is not directly used in reproducing the ihe Se 


sounds. 


14. The Court erred in not holding that the com- id 
plainant had lost its right to a preliminary injunc- a 
tion, by reasons of its laches in failing to sooner as- Ts 
sert its claim, and in failing bring suit, or to notify opi 
the defendants of the claim that the use of zig-zag ue 
sound records infringe upon the patent in suit. a 


15. The Court erred in assuming that the defend- 
ant could not show, by a hearing upon full proofs, Nie ye Viiae 
that claims 7, 10, 17 and 18 are void, and non-pat- ee 


entable. 


16. The Court erred in not denying the motion for és i 
preliminary injunction. 537 


17. The Court erred in granting a preliminary in- ; 
junction on a deposition of a witness who did not 
sign his deposition, and whom the defendant had 


no opportunity to cross-examine. 


Wherefore, and for divers other errors in the rec- 
ord of this cause appearing, the defendant-appellant Lae 
prays that the interlocutory order appealed from it SAE 
may be reversed and annulled, and that an order be 
directed to be entered, denying the preliminary in- 
junction asked for by the bill of complaint, and va- 
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538 cating and setting aside said preliminary injunc- AS ne it is now, ‘on 


tion. e: Esha "appellant, th: 

Dated September 10, 1902. baring Comp 

‘Ordered, t1 

H. ALBERTUS WEsT, Tans costs, may de 

‘ Solicitor for Defendants. e 4 a: as tne sun of ai 

A irae curit for 

(Endorsed) —U. §. Circuit Court, Southern District of Rar yh tsk vy a 

New York.—American Graphophone Co. vs. RG? ” “oh 

Universal Talking Machine Manufacturing ? g va ‘ 

Company.— Assignment of Krrors.—H. A. West, ( * 

Solicitor for Defendant.—U. S. Circuit Court, we) (Buda 

Southern District of New York.—Filed Sep. 10, Seer N, Y.=*1 

-1902.—Jobn A. Shields, Clerk. as ‘dal Talk 

; aes 
—. ; i ork, Cit 

5389 Aeneas \ trict of: 
At a Stated Term of the Circuit Court of a A. Shiek 

. the United States of America, for tho er gana a y 
Southern District of New York, in the Oe eee CA PRA ty 
bs - Second Circuit, held at the United Be (tliat By tiie’ Be. 
aN ; 7 States Court Rooms, in the Borough of . eae «| Judgés:« 
2 a ’ Manhattan, in the City of New York, Ge ent Re » for the 
ies z | on the 16th day of September, in the ae See Becond’( 
ee. year of our Lord one thousand nine ~~ Compax 
a , hundred and two. bi Y : “Yeu arécb 
Present—The Honorable . Henry Lacombe, ; Spex he 

— | Circuit Judge. i He epi oh 
' 640 the, District 
i ; day. of Octo 
AMERICAN GRAPHOPHONE Com- 1 the Clerk's te 


PANY » States’ for” | 


ie wherein The 
ths _ turing Cont 
CAE show cat 
SEAS tory’ order | 
ees ee ¢ 

sna tice should 1 


vs. 


Universan TALKING MACHINE 
MANUFACTURING COMPANY. iia 4, ae 


_ Given un 
It appearing that the above entitled. cause has: Pay kt  edlbat; in t 
been appealed to the U.S. Circuit Court of Appeals, ic ae and Circuit 
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it is now, on motion of H. A. West, Esq., solr. for 541 
appellant, the Universal Talking Machine Manufac- 
turing Company, : 
Ordered, that the appellant, in lieu of a bond for 
+ costs, may deposit with the Clerk of this Court the 
sum of two hundred and fifty ($250) dollars as se- 
curity for costs, 


mitetry injune; 


tus West, : 
v Defendants. 


shern District of 
phone Co, va. 
Manufacturing 
s.—H. A. West, 
Circuit Court, 
—Filed Sep. 10, 
- 


E. H. LAcOoMBE, 
U.S. Circuit Judge. 


(Endorsed)--U. S. Circuit Court, Southern Dist. of 
N. Y.--American Graphophone Co. vs. Univer- 
sal Talking Machine Mfg. Co.--Order.—-H. A. 
West, Solr. for Defendant, 68 William St., New 
York City.--U. 5. Circuit Court, Southern Dis- 
trict of New York.--Filed Sep. 16, 1902.--John 542 
A. Shields, Clerk. 
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nerica, for the’ 
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ut the United 
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tember, in-the > 
| thousand nine, 9 


| ed ae 


‘NRY Lacomng, 


By the Honorable E. Henry Lacomsr, one of the 9 
Judges of the Circuit Court of the United States . 
for the Soutbern District of New York, in the 
Second Circuit, to THe AMERICAN GRAPHOPHONE 
CoMPANY, GREETING: 


You are hereby cited and admonished tobe and. oi 
appear before a United States Circuit Court of 
Appeals for the Second Circuit, to be holden at the 
Borough of Manhattan in the City of New York, in 
the District and Circuit above named, on the 8th 
day of October, 1902, pursuant to an appeal filed in 
the Clerk’s office of the Circuit Court of the United 
States for the Southern District of New York, 
wherein The Universal Talking Machine Manufac- 
turing Company is appellant and you are appellee, 
to show cause, if any there be, why the interlocu- 
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- ea tory order granting au injunction in said appeal 
meutioned should not be corrected and speedy jus- 

tice should not be done in that behalf, 
Given under my hand at the Borough of Man- 
ed cause has | hattan, in the City of New York, in the District 


and Circuit above named, this 15th day of Septem- 


‘- 


, 


't of A@peals, 
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544 ber, in the year of our Lord one thousand nine hur 
dred and two, and of the Independence of tlic”. - 
United States the one hundred and twenty-soventhi, 

KB. H. Lacomse, 

Judge of the Circuit Court of the 
United States for the Souther)” 
District of New York, in the . 
Second Circuit. 


(Endorsed) -~ United States Circuit Court of Appoals 
for the Second Circuit. —A merican Graphophone 
Company vs. Universal Talking Machine Mann. 
facturing Company.—Citation. -Copy received 


Sept.16,1902. Elisha K. Camp, Solr. pei pe BRS 4 

--U. 8. Circuit Court, Southern District of New Bsa Mi idee 
545 York.---Filed Sep. 19, 1902.—John A. Shields, ) cota ere 
Clerk. : Been sn 

Unirep Stares or AMERICA, a ‘5 RS? 
Southern District of New York, j =F - hat 

aN Please 


I, Joun A. Suienps, Clerk of the Circuit Court of “the: withi 
the United States of America, for the Southern Diss +» n 
, ' trict of New York, in the Second Circuit, do hereby 

certify that the foregoing pages, numbered from lL. 

to 207 inclusive, contain a true and complete trans, | 

script of the record and proceedings had in said, ~ 

Court, in the cause entitled The Universal Talking ~ 

Machine Manufacturing Company, Appellant, 

orm. against American Graphophone Company, Appellee, — 
ws 546 as the same remain of record and on file in my office. , 

In testimony whereof, I have caused the sea) +" 

, of the said Court to be hereunto affixed, at the City 
\ of New York, in the Southern District of New York, 
f= ; in the Second Circuit, this 21st day of October, in 
the year of our Lord one thousand nine hundred 

and two,and of the Independence of tho said 

United States the one hundred and twenty-seventh. 

Joun A. SHIELDS, 


[SEAL. } Clerk. 


Pi] 
‘ 
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srict of New © UNiversaL TALKING Macuine \Sound Records. 
MANUFACTURING COMPANY. 548 


A. Shields, — 


Sirs: 
Please take notice that the exhibits referred to in 


the within affdavit of George K. Cheney are at my 
office, number 68 William street, in the Borough of ° 


lit Court of 
uthern Dis- — &, AT 


do | 
7 Ss: paaeing: Manhattan, in the City of New York, subject to in- 
aig tran: “a spection by you or your solicitor at any reasonable 
iad in said time. 


Dated New York, September 24, 1902. hah rite 


Yours, &c., Y 
H. A. West, 649° , 
Solicitor for Defendant. WT oc 
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i )\) ei oe ‘In THE . 
CIRCUIT COURT OF THE UNITED STATES 


ie} 


For Tue Soursern District or New York. 


AMERICAN GRAPHOPHONE Com- 
PANY ; 
: a, Equity. 
On Patent No. 
AGAINST 
: 841,214. ; 
F : ound Records. 
UNIVERSAL TALKING MACHINE 


MANUFACTURING COMPANY. 


b5t Upon the annexed affidavits of George N. Robin-. 


son, John A. MacNabb, and George K. Cheney, 

And upon the order of injunction granted 
herein, and entered and filed on September, 9, 
1902, 
‘And upon all the pleadings and proceedings here- 
tofore had herein, 

And upon the order herein, entered September 16, 
1902, staying the operation of the injunction until. 
the hearing and determination of the appeal taken 
therefrom by the United States Circuit Court: of 
Appeals, ; } 

Let the complainant show cause, before me, at a 
term of this Court, to be held in the United States 

552 Post Office Building, in the Borough of Manhattan, 
in the City of New York, on the first day of Octo- 
ber, 1902, at the opening of Court, or so soon thero- », 
after as counsel may be heard, why the defendant 
herein should not have the following relief—that is 
to say: ; Z: 

First.—Why the said injunction order of Sep. ~ 
tember 9, 1902, should not be modified so that in 
terms it shall be limited to dise sound records madu\ _ 
from or by the engraving process only, and why. — 
such modification should not be made xune pro tune, 
as of the time and date of such injunction order. 


~ 
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Srconp.-——Why, in ainy event, and until the hear- 453 


ing of the appeal from such injunction order to the 
United States Circuit Court of Appeals, and the 
decision :thereon, and the entry and service of an 
,order upon such decision, the complainant and its 
agents should not be enjoined and restrained from 
advertising such injunction order, or using the same 
in any way as a method for developing its business, 
or the business of its agents; and, 


Tairp.-—-Why the complainant and its agents 
should not be compelled to notify the trade, and 
such customers as it or its selling agents have inany 
way notified of the injunction order, that the same 
applies only to disc records made by the engraving 
process, and that the same is not now in force, and 
is not operative pending an appeal from such injune- 
tion order to the Circuit Court of Appeals; and 


Fourru.—Why the defendant should not have 
such other and further relief as the Court may grant. 
And in the meantime, and until the hearing and 
decision of the motion upon this order to show 
cause, and the due entry and service of an order 
thereon, Jet the complainant, and its agents, ser- 
vants, and employees be restrained from advertising 
to the trade, or to customers, the injunction afore. 
said, except with statement that it has been sus- 
pended pending appeal. 


Sufficient cause appearing therefor, let the service 


of this order to show cause, and the annexed affida- 


vits upon which it is made, be made upon the com- 
plainant or its solicitor herein on or before the 6th 
day of September, 1902. 


Dated, September 23d. 


E. Henry Lacombe, 
USO. 8 


555 


Jind BESS 
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IN THE 
CIRCUIT COURT OF THE UNITED STATES 


For THE Sournern District or New York. 


AMERICAN GRAPHOPHONE Com- 


PANY 
In Equity. 
> 
AGAINST On per No. 


Sound Records. 
UnNIversAL TALKING MACHINE 


MANUFACTURING COMPANY. 


Affidavit of John A. MacNabb. 


Stats or New York, sara 
County of New York, § ~~"* 


Joun A. MacNasp, biti first duly sworn, deposes 
and says: 


Tam of lawful age, and the manager of the de- 
fendant herein, The Universal Talking Machine 
Manufacturing Company. I reside in the City of: 
New York. Ihave been engaged in the manufacture 
and sale of Talking Machine Records for thirteen 
years last past. I have been employed in the factory 
of the American Graphophone Company; also of the 
National Phonograph Company, the Edison Com- . 


- panyy; and | was also manager of the Eastern » 


Talking Machine Company, of Boston, Massachu- 
setts, for seven years, where both graphophones and 
phonographs, and disc talking machines were sold. 
The American Graphophone Company has only lately 
become engaged in thedise talking machine busi- 
ness. Upto a few months ago it was engaged wholly 
in the business of selling machines constructed: to 
reproduce from cylindrical records, which are en- 
tirely different from disc records. The dise record 
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business was started by the old Gramophone Com- 
pany, which was in substance bought out by the 
present defendant, The Universal ‘Talking Machine 
Manufacturing Company, whose manager I am. 
There is also another company, to wit.: The Victor 
Talking Machine Company, of Philadelphia, which, 
with its various branches, is also actively engaged in 
the manufacture aud sale of dise records. The only 
other manufacturer of any account in the business 
is the American Graphophone Company, the com- 
plainant berein, which has only lately, as I have 
above stated, come into the field, and whose sales 
thus far of disc records have been comparatively 
small, as Lam informed, compared to those of the 
other companies. In thus coming into the field 
after others had introduced the disc record upon the 
market, the American Graphophone Company has 
to a large extent imitated the methods of business 
of its competitors, and also to a certain extent, imi- 
tated the form and manner of preparation and ap- 
pearance of the records of its competitors already in 
the field. It thus happens that the disc records 
made by the American G raphophone Company, and 
sold by its agent, the Columbia Phonograph Com- 
pany, are similar in appearance to the earlier disc 
records in the field, made by the Gramophone Com- 
pany, and later on made by this defendant, and also 
made by the Victor Talking Machine Company; not, 
however, because these latter companies have imi- 
tated the American Graphophone Company, but 
because the American Graphophone Company, a 
later rival in the field, has imitated its competitors. 
Such records can be made by at least three proc- 
esses, by the etching process, by the displace- 
ment process, and by the engraving process, As 
an illustration of this, the exhibits in this 
case, as I am informed, consist not only of a 
record made by the engraving process, but also one 
made by the etching process, and one made by the 
displacemént process. Now, there is no claim made 
by the complainant that the claims of the patent in 
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562 question cover records made cither by the digplive ° | 
ment process or by the etching process. Noveithe  ~ 
Jess, these records are all similar; so similay ti" 
they can not be distinguished as to process by auf 
ordinary person. Notwithstanding the foregoing fa0ly Va 
the injunction, as it is now worded, reads as folly! 
* making or causing to be made, using or rnd: We. 
be used, selling or causing to be sold, any Ly 
Sound Records, like or similar to thoso made er’ 
hibits in this case.” . 


Inasmuch as all dise records, by whatever prot “e 
made, must be similar to the exhibits in this ca, . 
these words of the injunction, reading them litetally: ; 

: . 4 ae Py : : o 
would apparently prevent the defendant from mats Eee) St letter tron: 
ter in’ substi 
~ head and ; 


ing any sound records, by any process whatever; 
and the jobber, reading this injunction ad it 1 : 
worded, construes it literally, and to mean tly} the iis 
defendant is absolutely prohibited from making of 
selling any disc records whatever, by whatever prt: 
ess they are made; and IT am informed by the 
counsel for my company, the defendant, that thie 
was not intended by the Court. Neverthelews, te 
complainant is taking advantage of the broad tote | 
of this injunction order, and taking pains to iifeaia 
jobbers and those who ordinarily purchase the die 
records from the defendant that they can only pur 
chase any disc records from the defowlait. . 
at their peril, inasmuch as, under fhe 2% 
terms of the injunction order, the defotd 
ant can not sell any dise records at all; reading | 
the injunction order, as it is now worded, (a thee. P 
jobbers and customers, as proof of the complainuyts > 
statement. This information has come to md from 6 
The Blackman ‘lalking Machine Company, of thle © 
city; A. D. Matthews & Son, of Brooklyn, and other 
who have, however, refused to make affidavits, 
I have also been given to understand by the ou 6 
sel for my company that the injunction granied he > 
Judge Lacombe is accompanied also by an order 
staying its operation, in case of appeal, until the ay 
peal can be heard and decided by the Circuit Court 
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of Appeals, and substantially relegating the whole 565 


matter, for a careful review of the merits, to the 


- Cirenit Court of Appeals; and until such decision 


by the Circuit Court of Appeals, the injunc- 
tion is not in force. Notwithstanding this, the 


‘complainant has advertised, and is now advertising, 


among the jobbers to whom my company sells, that 
an injunction has been granted, restraining me and 
my company from manufacturing or selling disc 
records; and that that injunction is now in force; 
and using this plea or statement as a method of ob- 
taining orders from customers for disc records, 
which orders would otherwise be placed with my 
company. For instance, I have this day received a 
letter from a large jobber of Minneapolis, which let- 
ter in substance states that a certain inclosed letter- 
head and slip was mailed to him by The Columbia 
Phonograph Company, presumably as a reason why 
he should not place further orders with my com- 
pany. These three exhibits I annex hereto as Ex: 
hibits 1, 2 and 3. I also annex, as Exhibit 4, a tele- 
gram which | received from the Jones Dry Goods 
Company, and, as Exhibit 5, a letter from J. E. 
Poorman, Jr., a large jobber of Cincinnati, Ohio; 
also, as Exhibit 6, a further letter from Mr. Poor- 
man, all to the same effect. The American Trading 
Company, a large exporter, of 25 Broad street, New 
York City, also received a letter from Mr. Lyle, the 
manager of The Columbia Phonograph Company, a 
copy of which letter I enclose, as Exhibit 7, and the 
original of which is with the American Trading 
Company. The Columbia Phonograph Company is 
the selling agent of the American Graphophone 
Company; its officers are substantially the same; 
and whatever it does, it does only at the instigation 
and direction of The American Graphophone Com- 
pany the complainant herein. 

Joun UC. MacNass. 
Sworn to before me this 22d f 

day of September, 1902. 
Lesiig R. PALMER, 
Notary Public, 

N.Y. Co. 
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Exhibit No. 1. 
(Copy of printed slip.) 


AN INFRINGER ENJOINED. * 


In a suit brought by the American Graphophovs 


Company, in the United States Circuit, Court for 
the Southern District of New York, Judgo Lacow) 
has granted a preliminary injunction against the 
Universal Talking Machine Manufacturing Comm 


pany. This company is the successor of the National” 
Gramophone Company, and it has conducted the: 


work of making disc records so secretly that it li 


been difficult to obtain evidence on which ta make 


out a case of infringement. A previous attotmpt tv 
secure an injunction failed for lack of evidence, bit! 
that fault was cured by bringing the defendant» 
record maker to book. 
tion was that the preliminary injunction Wa 
promptly granted. 


Exhibit No. 2. - 
[Picture of factory. | 


COLUMBIA PHONOGRAPH COMPANY, 
Sole sales agent for the 
AMERICAN GRAPHOPHONE COMPANY, 
World’s Headquarters for Talking Machines and» 
Supplies. 
Epwarp D. Easton, President. 
Jay H. WuHerter, Manager. 


~~ Telephone Connection. 


302 Nicollet Ave., Minneapolis, Minn. 
Factory, American Graphophone Company, 
Bridgeport, Conn. 


The result of his exatpini > 


; “pible. for” y 
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Exhibit No. 3. biL 
(Copy-) 
THos. C. HouGH, 

shhophone - ‘ Wholesale & Retail, 1 
tourt. for > Phonographs, 7,on-o-phones, Hr 
Lacombe Records and Supplies, ia 
ainst the 234 Nicollet Ave. 4 Ney: 
Ohi ; Mixneavouis, Minn., Sept. 16, 190—. iG 

atio nn 
ated itie oo Universat TALKING MaAcHINE Co., mk 
tbat if, hi New York, N. Y. ' i 

GENTLEMEN: , 512 


bh to make 
ittempt b> 
idence, bubs oy 


<a, = inne 
+ ring : 


The enclosed letter head and slip was mailed me 
by the Columbia Phonograph Co. Is there any 


unite. 

defendt foundation to this statement, and will you be ina pret! 

ig exansini ae ; : ¢ ee 
position to continue to supply us with machines and Pa 


ichion wa’ z 
vt records? 
Some time ago I asked you if it would not be pos-— 
¢ off on records and ee 


sible for you to give me 60% 


M4; Minneapolis delivery. I don’t wish you to think 
that I am dissatisfied with the discounts that Lam 
* getting for Lam not, but I certainly would like to 
' be in a positition to give the Columbia people a hot 
MPANY, Me? chase and unless Lean get these prices, it will be 
ea difficult for me to supply dealers and jobbers, as 
OMPANY. » he they are giving 50% off on their records to any firm 515 
Machines ind €; who is doing a good business. 
| Rie lt me. Trusting you will consider this well as to your 
tent et and our interest and trusting we will receive a favor- 
ase, able reply, I remain, 
ad Yours respectfully, 
, Minn. THos. C. HouGcH. es 4 
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Exhibit No. 4. te Ge 


(Copy.) 
ved § 


+ 


ea gleavend 


| Telegrain. | 


4 


Kansas Cry, Mo., Sep. 10, 1802. ‘Ginnie 
UNIVERSAL TALKING MAcHuine Co., a, te 
at In respo 


23 Kast 20th St., New York. 


‘awe quote 
from the. 
. ©, the Sth in 

‘ i + hs Wea 
“because 0 
"the fact t 


Will injunction interfere with immediate shiy 
ment of our orders? ‘ 
Jones Dry Goovs Co. 


Exhibit No. 5. he ae Toe  : 
granted 
 Zonophion 
. 5 using qui 
_ <t possibly y 
for yoor, 
es.” 


(Copy.) 


CINCINNATI, V., Sepb. 9/02, 


J. A. Macnasp, c/o. U. T. M. Mfg. Co. 
New York. 


My DEAR Sir: 


This is to advise we are in receipt of advicns i 
below from the Columbia Phonograph Co., Chicayso, 
Ills. 
576 = ‘* We have just received a telegram from our Me, 
Easton, stating that Judge Lacombe has granted us 


a preliminary injunction against the Zonophoue ; a go ge 
Records. Awaiting your immediate advices, we my a en ba age 
beg to remain, ae Joao ch 
Yours very truly, bh Amer 2 
: J. KE. Poorman, Jr. ik wel 


, 1902. 


ite. ship: 
- 


ps Co. 


it. 9/02, 


- 


advices 08 
_, Chicago, 


m our Mr. 
granted us 
Zonophons » 
dvices, we 


amg, Jr. 
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Exhibit No. 6. 517 


(Copy) 
Cuncinnatl, O., Sept. 11/02. 


‘ 


Usiversat T. M. Mra. Co., 


New York. 
GENTLEMEN: 

In response to your wi 
d from a letter 
Columbia Phonogr 
Paragraph reat 
dto make this proposi 
Eckharat’s statement, but in view of 
eceived a telegram from 


Judge Lacombe has 
against the 


beg to state 


re of this day I 
received 


which we had 
aph Co. under date of 


1s as follows: 


we quote 
from ile 


the Sv inst. 
tion, not only 


«“ Weare Je 
because of Mr. 
the fact that we have just r 
Easton, stating that 
a preliminary injunction 
ords; Mr. Eckhardt stating you are 
Records, and we thought 
ace an order 


our Mr. 
granted us 
Zonophone Ree 
using quite a few of these 
possibly you would be ready now to pl 
for your fall stock of Columbia Records and Ma- 


chines.” 


We beg to remain, 
, Yours very truly, 
J. &. PooRMAN, lie 


— 


Exhibit No. 7. 


(Copy-) 


New York CITY, Sept. 12/02. 


AMERICAN TRADING CO:, 
No. 25 Broad Street, 
City. 
GENTLEMEN: 
In the suit of the American ¢ 
pany vs. the Universal Talking 
turing Company in the U.S. © 


traphophoue Com- 
Machine Manufac- 
ircuit Court for the 
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580 Southern District of New York, Judge Lacombe has 


581 


582 


just granted a preliminary injunction in the matter 
of the Zonophone sound records made by that Con 
pany. The first motion was denied for want of suf 


ficient proof, but with leave to renew; whereupor — 


we put upou the stand the record maker of the 
Universal Company and renewed the motion wilt 
success. 
Yours very truly, 
(Sgd.) Mervin KE. Lyin, 
Manager. 


IN THE 
CIRCUIT COURT OF THE UNITED STATES 


For tue SourHern Districr or New York. — 


AMERICAN GRAPHOPHONE Com- 


cia In Equity. 


On Patent No, 
341,214. 
Sound Records. 


AGAINST 


UNIVERSAL TALKING MACHINE 
Manvuracrurinc Company. 


Affidavit of George H, Robinson. 


StaTe or New York, P 
County of New York, § ®*" 


GrorGe H. Rosinson, being first duly sworn, de- 
poses and says: 


I am of lawful age and the president of the — 


defendant herein, The Universal Talking Machine. 
Manufacturing Company. I reside in the City of 
New York. I am vice-president of the Gorham 
Manufacturing Company. I also hold many othvs 
positions of trust, so that, aside from any moral 


_ Feasons, 
i yusiness 
- the pira 
ithe: "attr 
iy tone of 
“my cot 
Reap 
I have't 
. Thaveb 
‘ Taw, anc 
_ have be 
4. process 
“4s. cover: 
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whereupon 
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LYLE, 
Manager. 
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’ sworn, de- 
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reasons, J could not afford to be connected with any 
business which had as one of its necessary incidents 
the piracy of patents or any patent rights. In this 
matter of manufacturing records aud for the pur- 
.pose of obtaining information to ascertain whether 
my company, the defendant, was in any way in- 
fringing upon the lawful rights of the complainant, 
I have taken advice froma number of counsel. who, 
I have been informed, were counsel learned in the 
Jaw, and able and capable in the premises, and I 
have been advised by them that, as to the engraving 
process of manufacturing records, so far as the same 
is covered by the claims of the patent in suit, it was 
anticipated by prior patents, and that therefore the 
claims of the patent in suit, as to such process, 
could not be sustained. I have been further in- 
formed that, in any event, the claims of the patent 
in suit do not cover records made by any other 
process than the engraving process; that is to say 
do not cover records made by the etching process, 
or by the displacement process; and I have been 
advised by counsel that, in any event, whatever be 
the result of this particular suit, our company can 
not be prevented from making dise records by the 
etching process, or by the displacement process. I 
have been informed that the exhibits already in this 
case consist not only of a record made by the en- 
graving process, but also one made by the etching 
process, and one made by the displacement. process. 
Further than that, I know that all disc sound 
records, by whatever process made, must be similar 
in appearance. My attention has nevertheless been 
called to the wording of the order of injunction 
granted herein, as follows: 


“Making or causing to be made, using or caus- 
ing to be used, selling or causing to be sold, any 
disc sound record, like or similar to those made 
exhibits in this case.” 


To me, not a lawyer, and interpreting these words 
literally this would appear to enjoin my company 
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from making or selling any disc sound record 
whatever. I am told by my counsel that in this 
[am deceived; that the language refers only lo 
records made by the engraving process. Notwith- 
standing this, 1 can easily understand why our 
customers construe it otherwise, and construe 
itas meaning that we cannot sell them any disc 
records at all; and 1am informed that complainant 
is taking advantage of this wording of the order, and 
advertising throughout the country to jobbers and 
customers that these words prevent us from selling 
them any disc records. This does not seem to me fair 
under any circumstances. Therefore, in behalf of the 
defendaut, Lvespectfully request the Court to modify 
the words of this injunction, so that they will refer 
specifically only to records made by the engraving 
process, The matter should be stopped at once, as 
it, tends to injure the business of my company, the 
defendant; and in behalf of the defendant, there- 
fore, instead of having the usual notice of motion 
made, I ask for an order requiring the complainant 
to show cause why it should not be at once re- 
strained from advertising this injunction order, as 
preventing the defendant from selling records, or as 
being now in force; and why, in order to undo the 
injury it has already caused defendant, the com- 
plainant, and its selling agent, the Columbia Phono- 
graph Company, should not be compelled to notify 
the trade, and especially those jobbers and customers 
to whom it, or its agents, have sent notice of the in- 
junction, that the injunction applies only to records 
made from or by the engraving process; and also 
that the injunction is not now in force, and will not 
be until the Circuit Court of Appeals has passed 
upon it, and not then unless the Circuit Court of 
Appeals sustains it, for which order to show cause 
no other or previous application has been made; and 
also that, in the meantime, and until the motion 
upon this order to show cause can be heard, that the 
complainant and its agents, including the Columbia 
Phonograph Company, be restrained from further 
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advertising the injunction, or further making use of 
the same, directly or indirectly, as a means 
for increasing its business. tu this comection I 
state that the defendant is a large concern, having 
a large factory, with many employees, having a 
laboratory, and having salesrooms and offices, and 
that its business is large, and, so far as I am in- 
formed, is much larger, as to disc records, than 
that of the complainant. As explained in the an- 
nexed affidavit of Mr. McNabb, the complainant has 
only lately entered the ticld, coming in as a late 
arrival, after disc records had been made and sold 
for a number of years by others, and, it seems to 
me, is sceking to take advantage of the business 
and demand created by the expenditures and labor 
of those who had already been in the field for some 
time. © 
GworGE Ll. ROBINSON. 
Sworn to before me this 22d 
day of September, (02. 
Lesiin R. PALMER, 
Notary Public, 
N. Co; 
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592 IN THE 
CIRCUIT COURT OF THE UNITED STATES 


For THE SOUTHERN Districr or NEW YORK. iw 


AMERICAN GRAPHOPHONE Com- 


sold In ri 
oe On Patent No. 
AGAINST 341.914) 
Sound Records. 


UNIVERSAL ‘TALKING MACHINE 
MANUFACTURING COMPANY. 


Affidavit of George K. Cheney 


Srate ov New York, Se 
County of New York, § °""* 


GrorGE K. CHENEY, being duly sworn, deposes 
and says: 


a I have charge of the laboratory, Number 15% 
e. East Twenty-third street, in which the records sold 
by the defendant herein, The Universal Talking Ma- 
chine Manufacturing Company, are: made. J] have 
manufactured records for a long time, and consider 
myself to be an expert manufacturer of commercial 
594 tise records. I am told that the wording of tho 
injunction herein is apparently to restrain the do- 
fendant from manufacturing or selling any disa 
records similar in appearance to those introduced as » 
exhibits in this case. 1 state, as an expert manu: - 
facturer of disc records, that it is absolutely im- 
possible to produce flat disc records, by any process 
whatever, which will not be similar in appearance 
‘to those already introduced as exhibits in this 
case; or, inasmuch as I may not be conversant with 
all of the exhibits introduced in evidence in this 
; case, similar in appearance to records produced by ~ 
the engraving process. In illustration of thia state- 
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ment, I have produced three commercial records; 
the one marked “ Exhibit 1,” with my initials, made 
from a matrix made by me by means of the engrav- 
ing process; another, marked by me ‘ Exhibit 2,” 
with my initials, made from a matrix made by me 
by the displacement process; the third, marked by 
me ‘Exhibit 3,” with my initials, made from a 
matrix manufactured by the etching process. These 
three exhibits are so similar in appearance that it 
would be absolutely impossible for the ordinary 
person to distinguish by which process each one 
was made, and I do not believe that an expert could 
distinguish. ; 
Gro. K. CHENEY. 
Sworn to before me this 22 
day of September, 1902. } 
Lestic R. PALMER, 
Notary Public, 
Ni Y< Go: 


(Endorsed)---U. S. Circuit Court, Southern Dist. N. 
Y.—American Graphophone Company vs. Uni- 
versal Talking Machine Manufacturing Com- 
pany.—Order to show Cause and Affidavits.— 
H. A. West, Solicitor for Defendant, 68 William 
Street, New York.—Copy received Sept 6, 
1902. - Kiisha K. Catnp, Solr. for Complts.—U. 
S. Circuit Court.—-Filed Oct. 25, 1902, nure pro 
tunc as of Sept. 9, 1902.—John A. Shields, Clerk. 
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598 In THE 


CIRCUIT COURT OF THE UNITED STATES 


Yor THE SOUTHERN District or NEw YorK. 


AMERICAN GRAPHOPHONE Com- 
PANY 


, vs. 


UnIversAL TALKING MACHINE 
599 MANUFACTURING COMPANY. 


Affidavit for Complainant sur Defendant’s Order 
to Show Cause. 


Stare oF New York, l ss ; 
City and County of New York, { ** 


Epwarp D. Easton, being first duly sworn, de- 
poses and says: I am president of American Grapho- 
phone Company, complainant herein. IL am like. 
wise president of the Columbia Phonograph 
companies, complainant's selling agents. I am 
general manager of all the said companies, and have 
charge of the general conduct thereof. 

On September 8, 1902, I was informed of the 
opinion handed down by his Honor Judge Lacombe 
(dated Sept. 3, 1902), and was showed a copy of the 
same. I thereupon prepared a letter to the offices 
of my companies, of which I annex hereto a copy 
as Kaston Exhibit 1. 

L sent out no further letters on the matter, until 
on September 26, 1902, when our associate patent 
counsel advised me of the order to show cause 
which had just been served upon him. He handed 
me acopy of the same, and I thereupon prepared a 
second letter to the offices, of which I annex a copy 
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identified as Easton Exhibit 2. These two letters 601 
are the only two issued by me or by my order; and 
so far as I know no letters were sent out from our 
various offices except immediately after receipt of 
my first letter of September 8 and pursuant to said 


letter. 
“4 The American Graphophone Company has ex- 
Bi pended large sums of money in developing and in- 


creasing the dise record business, and produces and 
sells disc records in great quantities, its present 
capacity approximating thirty thousand (80,000) 
records a day. 


fag Ra 


. Epwarp D. Easton. 
4 Subscribed and sworn to 
¥ before me this 6th day + 602 
8 of October, 1902. 
‘ 43 ArtuHur E. KANrEFust, 
Order At Notary Public, 
a Kings Co. 
Pe Certif. filed in N. Y. Co. 
' Be 
x Copy received this 6th day of October, 1902. 
Re Bs H. A. Wesz, 
‘nagh a 3 Solicitor for Defendants. 
n like- i 
iograph Ae 
Tam a 
ud have Easton Exhibit No. 1. 
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of the SEPTEMBER 8, 1902. 
acombe : To THE OFFICES, 
: sic DEAR SIR: 
bP paca ; In the suit of the American Graphophone Com- 
es pany vs.'The Universal Talking Machine Manufactur- 
St citi) ing Company in the U. 8. Circuit Court for the 
it whan’ Southern District of New York, Judge Lacombe has 
a cia just entered a preliminary injunction in the matter of 
fenndad the Zonophone sound records made by that Company. es 
Se eS The first motion was denied for want of sufficient 
4 a copy proof but with leave to renew; whereupon we put ; 
© 
° 
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upon the stand the record maker of the Universal 
Company and renewed the motion with success. 

Ten days are granted the Universal Company 
in which to perfect the appeal. If they appeal, the 
operation of the injunction will be stayed until the 
decision of the Court of Appeals. 

This should require only a very short time as the 
matter would be made special by the Court of Ap- 
peals. 


Yours truly, 


EK. D. Lastron, 
EKde—G. President. 


Easton Exhibit No. 2. 


SEPTEMBER 26, 1902. 


TO THE OFFICES, 
DEAR Sirs:— 


Please take notice that in our suit against the 
Universal Talking Machine Manufacturing Company 
we are directed by the Court not to advertise to the 
trade or to customers the injunction granted, except 
with the statement that it has been suspended pend- 
ing appeal. 

Yours truly, 
Kk. D. Easton, 
President. 


(Endorsed)—U. §. Circuit Court, §. D. N. Y.— 
Amer. Graph. Co. vs. Univ. T. M. Mfg. Co.—In 
Equity.—Kaston Affidavit sur Order to Show 
Cause.—-Klisha K. Camp, Sol. for Complainant, 
277 Boway, New York.—U. S. Circuit Court.-— 
Filed Oct. 25, 1902, nune pro tune as of Sept. 
9,1902.—John A. Shields, Clerk. 
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610 At a Stated Term of the Circuit Court of 

‘ the United States for the Southern Dis- 

trict of New York, held in the Court 

Room thereof, in the Post Office Build- 

ing, in the Borough of Manhattan and 

‘City of New York, this 3ist day of 
October, 1902. 


Present Hon. E. Henry LAcoMBE, 
U. S. Circuit Judge. 


\ 


AMERICAN GRAPHOPHONE Com- 
PANY 


ou In Equity 


vs. (Sound records). 


‘ 


UnNIverRsAL TALKING MACHINE 
MANUFACTURING CoMPANY. 


Order. 


This cause coming on to be heard October 24, 

1902, upon defendant’s motion to modify the in- 
junction order entered against it on September 9, 

1902, and to restrain complainant’s advertisement 

of the same, aud upon defendant’s order to show. 

gig cause and ex parle restraining order granted Sep- 
P tember 23, 1902 (whereby complainant and _ its 
: agents, servants and employees were restrained from 
advertising to the trade or customers the injunction 
aforesaid, except with the statement that the same 

has been suspended pending appeal), and affidavits 
having been read and counsel heard on each side, 
and the Court being fully advised in the premises; 

it is now see: 

_ Ordered, that—except to the extent already, indi- 

cated in the said ew parte restraining order—the said 

motions be and they are bereby denied. 
If I8 FURTHER ORDERED that the motion papers 
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herein be filed nwne pro func as of the date of the 613 
said injunction order of September 9, 1909. 


i. Henry Lacomee, 
U. S. Circuit Judge. 
Approved as to form. 
Enisua K. Camp, 
Solr for Complt. 
H. A. West, 
Solr. for Deft. 


(Endorsed)—U. S. Circuit Court, Southern District 
of New York. -American Graphophone Com- 
pany, Complainant, vs. Universal Talking Ma- 
chine Manufacturing Company. Defendant. 
Order.—H. A. West, Solicitor’ for Defendant, 


No. 68 William Street, New York, N. Y.-- U.S. Bi4 


Circuit Court, Southern District of New York. 
—Filed Nov. 1, 1902. nune pro tune as of Sept. 9, 
1902.—-John A. Shields, Clerk. 


Unirep States or America, ; 
Southern District of New York, f me 

I, Jonn A. Sievps, Clerk of the Circuit Court of 
the United States of America for the Southern Dis- 
trict of New York, in the Second Circuit, do hereby 
certify that the foregoing pages, numbered from one 
to 28, inclusive, contain a true and complete tran- 
script of the additional aftidavits and order had in 
said Court in the cause entitled ‘The American 
Graphophone Company, Complt.-Appellee, against 
The Universal Talking Machine Manufacturing 
Company, Deft.-Appellant, as the same remain of 
record and on file in my office. 

In testimony whereof, I have caused the seal of 
the said Court to be hereunto affixed, at the City of 
New York, in the Southern District of New York, 
in the Second Circuit, this 5th day of November, in 
the year of our Lord One thousand eight hundred 
and Ninety-two, and of the Independence of the 
said United States the one hundred and twenty- 


seventh. 
JOHN A. SHIELDS, 


Clerk, 


[SEAL. ] 


[H9709] 
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[ VIGNETTE, | 


A. D. 1878, 24th April. No. 1644. 
Recording and Reproducing Sounds. 


LETTERS PATENT to Thomas Alva Edison, of Menlo 
Park, in the State of New Jersey, United States of 
America, for the Invention of ‘IMPROVEMENTS IN 
Means ror REcoRDING SOUNDS, AND IN REPRODUCING 
sucH SounDs rrom sucn ReEcorb.”’ 


Sealed the 6th August, 1878, and dated the 24th April, 
1878. 


PROVISIONAL SPECIFICATION left by the said 
Thomas Alva Edison at the Office of the Commis- 
sioners of Patents on the 24th April, 1878. 


THomas ALVA Epison, of Menlo Park, in the State of 
New Jersey, United States of America. ‘* IMPROVEMENTS 
in MEANS FOR REecOoRDING SOUNDS, AND IN REPRODUCING 
8UCH SOUNDS FROM SUCH RecorD,” 


My present improvements are for more fully develop- 
ing and perfecting the device heretofore invented by me, 
and known as the ‘* phonograph.” 

By extensive experiment and research I have been 
enabled to obtain very perfect articulation and to produce 
a record in a convenient form for preservation, 

The sound vibrations are made to move a point that by 
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preference is a diamond or other very hard substance and 

of a peculiar shape. ‘The sound vibrations in the atmos- 

phere act upon a diaphragm or other body capable of mo- 

‘ tion, and the same moves the indenting point, and acts as 
a phonograph. The indented material is properly desig- 

nated a phonogram, and it is preferably metallic. Some- 

times tinfoil is used upon a grooved surface ; sometimes a 

‘thin sheet or leaf of metal is placed upon a piece of paper 


having a surface of parafin or similar material. . 
Sometimes the metallic surface is copper, and where a 4 
matrix has been made of steel! or iron by electrotype de- x 
posit, or otherwise, upon the phonogram it may be hard- vs 
ened and used for impressing a sheet or roller of metal, et 


~ 


and thereby the original phonogram can be reproduced in- 
definitely in metal that may be hardened and used for any 
reasonable length of time to utter the sentence, or words, 
or sounds phonetically. 

The instrument or portion of the instrument that re- 
produces the sound from the phonogram I term a 
** phonet.” 

In order to facilitate production, use, and preservation 
of the phonograms I employ a ring or margin of thick / 
‘paper or pasteboard, caused to adhere to the foil or sheet — 
by resinous substance; this is used as a gauge in placing 
the sheet in the instrument or replacing the same in the 
phonet. I find that a dise revolved by gearing and a 
weight or spring, and the movement regulated by a fan or 
governor, is 1 convenient device for presenting the surface 
to be indented to the phonograph, and the phonograph is 
on an arm that swings towards and from the centre of the 
dise, and is guided by grooves or other convenient mech- 
anism. 
Ep The phonet device takes the place of the phonograph 
ae. device when the sounds are to be reproduced. 
led When the sheet of material is wrapped around a 
cylinder its edges are passed down iuto a slit and held 
figymly. Hither the cylinder may be moved endwise by a 
oe le screw, or the phonograph or phonet devices be moved 
: along the cylinder, and where the same sound is to be re- 
produced periodically, as calling out the hours of the day 
aa. in a clock, or reproducing the sounds of animals in toys, 
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the phonet is to be brought to the place of beginning auto- 
matically. 

The phonographie devices employed by me are prefer- 
ably a diaphragm of metal, against which the sound vi- 
brations act. Seetions of rubber tube applied to the sur- 
fice uct as dampers to prevent false vibrations; pieces of 
felt or similar yielding material may be used for the same 
purpose, and a small delicate hoop of spring metal be- 
tween the diaphragm and the indenting point renders the 
phonogram more perfect than it would be if the dia- 
phragm acted upon the point direct. A similar effect is 
produeed by a dise upon the arm that carries the point, 
said dise being so close to the diaphragm that the atmos- 
phere will produce the vibrations, 

It is often advantageous to use a case between the 
mouth of the speaker and the diaphragm to gather or hold 
the sound, and in some instances the head of the speaker 
should be inserted into this case, up through a bole in the 
bottom. ‘The mouth-piece is sometimes slotted or per- 
forated, and has irregular edges to reinforce. the hissing 
sounds, and sometimes a membrane of rubber or gutta 
percha is fitted to the teeth, and forms a bag between the 
lips and the diaphragm. 

The dise upon the arm that carries the point as afore- 
said may be acted upon by a magnet, and the current 
through a helix froma diaphragm, or the motion of the arm 
and points may serve to sef up a secondary current 
through such helix in consequence of the motion given by 
the phonogram to the point. ‘The arm carrying the point 
in this latter ease should be magnetised 

The phonogram may be produced by the direct action 
of air concentrated to the spot by a funnel terminating 
with a small hole, the end of the funnel being almost in 
contact with the moving surface to be indented. 

When the foil is perforated instead of indented it can 
be rolled up in the form of a horn or eylinder, and re- 
volved, and the articulation result from air blown from the 
end of a sniall tube passing through the perforations as 
they are presented in succession, 

Leverage is sometimes employed between the dia- 
phragm and the phonogram, either to lessen or increase the 
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motion of the phonographic action in recording, or of the 
phonetic action in speaking, and for tecording quartette, 
trio, and other characters of singing, two, three, four, or 


der or plate, and the sounds will be reproduced by corre- °: 
sponding phonets ; or where singing is conveyed through °’ 
tubes to one diaphragm the phonographic record will be @ 
the combined tones, and the reproduction by the. phot ae 
will be complete and correct. ‘a 

I find that an arm at right angles to a diaphragm, wit 
a point resting upon the phonogram, will reproduce the. 
tones by the weight and leverage of the arm moving the — 
diaphragm. peed 

The phonogram may be in the form of a disc, a sheet, a. 
an endless belt, a cylinder, a roller, or a belt, or strip, and °° =% 
the marks are to be vither in straight lines, spiral, zig-zag, 
or in any other convenient form, so long as the apparatus .. a : 
is adapted to bringing the same into contact with the (9% 
phonet or speaking part of the apparatus, and the repro- 
duction of the phonogram from a matrix or copy in relief.’ 4 
of an original phonogram may be made upon a belt, roller, | mh 6 ns 
cylinder, plate, or other convenient surface. nin 

For amusement and instruction this phonograph is A) 
capable of extended use. For instance, a revolving cylin- _ 
der containing phonograms of the letters of the alphabet _ 
and phonet keys, with corresponding letters on them, can. 
be used in teaching the alphabet; and phonogram sen- © 
tences, speeches and other matters can be spoken. by the . in 
phonet and repeated by the learner without the eyesialt 
being called into use. 

For amusement or instruction the phonogram can be’ oh: 
a dog’s bark, a rooster’s crow, a bird’s song, a- horse's. 
neigh, a lion’s roar, and the like, and the phonogram can — 
be used in a toy animal with a single phonet for the repro-"— 
duction of the original sound. 

This phonograph or speaking machine applied to. a_ 
mask produces a semblance of vitality if the phonogram 
is made to operate upon moveable lips by levers, and in_ 
the production of such a phonogram a portion of the sures. 
face is to be indented by delicate levers and points, receiv- 
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r of the i ing motion from the lips during articulation ; thereby a es” 
uartette, correct reproduction of the motion of the lips is obtained. > ear ee 
four, or _ In connection with the phonet it is important to avoid A ee 
ie cylin- + the sound that usually results from the rubbing action of ‘ 
‘y corre- 1A the phonogram upon the point. [am enabled to prevent i 
through i this by an electric action between the point and the phono- my 
will be 2 gram. In this case the phonogram should be of iron and of) 
» phonet ty the point of steel and the parts magnetized so as to slightly 
i repel each other; the point will follow the undulations and ; 
em, with ie reproduce the sounds by the phonet.. A 
«lugy the : It is important that the point used in the phonet cor- se | 
ving the respond in shape to that of the phonograph, but slightly A See 
\! smaller, so as to follow the bottom of the depressions with- , } 
a sheet, Mi out contact upon the sides. ot 
trip, and tid The diaphragm or other body employed in the phonet ve 
,tig-tag, to receive motion from the phonogram is connected with a shy 
pparatus 4 funnel of paper or other resonant substance that acts as a 
with the sounding board to render the phonet louder and more dis- 
w repro- i, tinct. ar 
in relief rf — roth ai 
t, roller, © t (oe ae 
SPECIFICATION in pursuance of the conditions of the i vg Ute ig Ny 
2rtgth 18 Letters Patent, filed by the said Thomas Alva Edi- res. Nh 
ug cylin- a son in the Great Seal Patent Office on the 22nd pat eke 
alphabet : October, 1878. aay ah 
anaes : . ‘i Thomas Ava Epison, of Menlo Park, in the State of > F 
i by the th: New Jersey, United States of America. ‘ IMPROVEMENTS 
eyesight IN Means ror RECORDING SOUNDS, AND LIN: ReEPRopuUC- 
ING sucH SOUNDS FROM suo ReEcorRD.”’ 
an be of if This Invention consists in means for recording in perma- i te ae ae 
horse’s 7 nent characters the sounds made by the human voice in 1 ey 
Ta Cae it speaking and singing, those made by musical instruments, ‘4 “ £4, 
mah hid Ae birds, animals, or any sound whatever, and in means for Crees 
i, reproducing those sounds at any desired time, eee, 
ied toa + The sound vibrations act upon a diaphragm or other 
onogram i body capable of motion ; this diaphragm is at the back of 1S 
- and in ; achamber provided with an opening or mouth-piece, and oe oe? 
the sur- n to this diaphragm an indenting point is secured. This ‘in- 
i, Teceiv- Py strument I term a ‘ phonograph.’? The phonograph is 
| 
| ay 
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adjusted to position with its indenting point contiguous 6. 
a moving surface covered with a thin sheet of metal foil 
or other suitable material, or else the surface with the: 


metal foil is stationary, and the pucogsaee Eek: OF, as 


preference ered spirally, and this pdantine point in- | 
dents the foil in the line of this groove as the diaphragm < 


is moved back and forth by the sound vibrations ; these ~ 


indentations are a record of the sound waves, and form _ 
the characters for repridanng the sounds. This indented. 
sheet I term a ‘ phonogram.’ : 


The instrument or portion of the instrument that re- oe 


produces the sound from the phonogram I term a ‘‘ phonet.’? 
It is similar in construction to the phonograph, being pro- 
vided with a diaphragm and point, but the mouth-piece is» 
by preference funnel-shaped to render the sound lond and ~ 
distinct. The sounds are reproduced by the phonet being | 
adjusted to place so that the point of its diaphragm ‘is at 


the beginning of the spiral line of indentations, and as the. .’ 


surface containing the indented foil is moved the dia- 
phragm of the phonet is vibrated by the point passing | 
from one indentation to the next, hence the diaphragm | 
receives the same movement from the indentations as when | ‘ 

making those indentations, consequently the sounds made | 
by the phonet will be the same as those that operated upon — 
the diaphragm of the phonograph. 


In the Drawing Fig. 1 is a section of the phonograph’ cb 


and sectional elevation of the mechanism for presenting — 


the surface to be indented, and Fig. 2 is a plan of: the, per 


same. 


phragm 6 and indenting point ¢. The body portion @ has 
a central opening forming the mouth-piece into which the 
person speaks, or through which opening the sound vibra- 
tions pass to act upon the diaphragm, and the diaphragm 


tween the body and diaphragm in order that the dia. 
phragm may vibrate freely. The indenting point aS 
be a diamond or other very hard substance. 
The diaphragm is made of a thin sheet of iron or other’ 
material, and it is preferable to place the indenting point 


The phouograph is made of the body portion a, dia- _. 
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upon a delicate spring arm ¢?, and to employ a short piece 
of rubber tubing e* between the spring and diaphragm ; 
this rubber acts as a damper to prevent false vibrations of 
the diaphragm. 

The phonograph is upona lever arm? pivoted at 5 to 
the vertical stud 6, so that the phonograph may be raised 
or lowered vertically or moved horizontally for a purpose 
hereafter explained. 

It is now to be understood that if a person speaks with 
his mouth near the mouth-piece of the phonograph the 
sound vibrations will act upon the diaphragm, and vibrate 
it, and communicate to the indenting point a similar move- 
ment, and that if a piece of metal foil or other material 
susceptible of being indented is placed beneath or behind 
the indenting point and caused to move regularly or the 
indenting point moved over the material; that said ma- 
terial will be indented and form a perfect record of the sound 
vibrations. 

I will now describe the means for sustaining the sheet 
to be indented, and the mechanism for moving the same: 
d@ isa disk or plate secured to and turning with the shaft 
e, and hinged to this disk is a ring frame; this disk d 
has two spiral grooves 8, 4, in its surface. There are pins 
2, 2, upon the surface of the disk, and holes at correspond- 
ing places in the ring frame; the sheet to be indented is of 
a size and shape to correspond with that of the disk @ and 
frame /, and said sheet has holes in it corresponding to the 
position of the pins 2, 2, and these holes form register 
marks in placing or replacing the sheet: upon the disk «, 
and after the sheet is so placed the ring frame / is brought 
down upon the sheet and holds it firmly iu place. There 
may be a central opening in the indented sheet of a size 
slightly larger than the space occupied by the spiral 3, and 
the outer edges of the sheet are stiffened by a ring of thick 
paper or pasteboard caused to adhere by gine or other ad- 
hesive material. The surface of the disk @ is made with 
two spiral grooves 3 and 4 as aforesaid ; the groove 8is a 
guide for a pin that is upon an arm g on the phonograph, 
and the groove 4 is for the indenting point ¢. As the disk 
and sheet are revolved the groove 3 causes the indenting 
point to occupy a position immediately over the line of 
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the spiral 4, and the indentations will be made upon the 


sheet of foil in a line corresponding to that of the spiral 4, » 


shown in Fig. 2. The indentations made in the foil area 
complete record of the sound vibrations that acted upon 
the diaphragm 4, and from this indented sheet, which I 
term a ‘ phonogram,” the sounds are reproduced. The 
phonograph is carried outwardly by the spiral 3, and in so 
doing the parts swing upon the vertical stud 6. By de- 
pressing the outer end of the lever i the phonograph is 
yaised so that it can be swung aside from the disk d to 


allow of the ring frame / being thrown back and the in-_ 


dented sheet or ‘* phonogram” removed from the disk. 
The shaft e is revolved by a weight, or spring, and gear- 

ing at 2, and the spring is wound up by moving the lever 
& back and forth, which acts upon a ratchet and pawl of 
ordinary construction ; 2 is a lever provided at its outer 
end with an inclined groove, in which is a pin on the lever 
m, and the other end of this lever 7 is connected with a 
coupler 7! by moving the lever / one way or the other, 
the shaft e will be connected to or disconnected from the 
gearing h, and hence the disk @ stopped or started at pleas- 
ure without interfering with the motor. 

As it is necessary that the shaft ¢ should be revolved 
with uniformity I provide a governor at 7% to prevent the 
apparatus revolving too rapidly ; and this may be made as 
in Figs. 1, 8, & 4, in which there are metal blocks o at the 
ends of spring arms from a cross head on a shaft that is 
driven by the gearing /, said blocks swinging radially and 
acting against the interior of a stationary cylinder p if the 
speed becomes too great, thereby checking the speed by 
the friction of the blocks against the cylinder. These 
spring arms may be secured at one end to a prismatic 
block as shown in Fig. 5. It is preferable to cover the 
surface of the blocks o next the cylinder p with felt or 
similar material that will slide upon the interior surface of 
the cylinder p, but produce more or less friction, accord- 
ing to the centrifugal action. 

‘The guide spiral 3 may be dispensed with, and either 
of the devices shown in Figs. 6, 7, 8, or 9, made use of. 

In Figs. 6 and 7 the shaft e projects above the surface 
of the disk d, and there is a tooth upon the shaft contigu- 


~~ 


ade upon the 
if the spiral 4, 
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ous to a rack bar extending from the phonograph, hence 
each revolution of the shaft, the rack bar, and phonograph 


the foil area will be moved the space of one tooth, consequently the 
‘tC acted upon ERY lines of indentations will be parallel and concentric to the 
heet, which I Se shaft e, excepting at the places when the tooth acts to 
oduced. The . move the rack bar and phonograph outward or inward. 
3, and in so In this case the spiral grooves are cut to correspond to the 
id 6. By de- feed. 
honograph is In Fig. 8 a worm upon the shaft e acts upon a worm Pi 
the disk dd to pinion to revolve the shaft e°, and the worm at the other ". 
an) the in- end of this shaft e5 acts upon teeth around the base of i 
the disk, the lever ¢ on the stud 6. By this device the phonograph [b> 
ng, and gear- will be moved outward gradually, and the line of indenta- x 
ug the lever lions will be in a spiral corresponding to the continuous 
and pawl of spiral groove in the plate d. ‘ 
lat its onter* In Fig. 9 the shaft e is made with a fusee at p!, and A 
on the lever one end of a swinging arm connected to the phonograph 
ected with a takes against the same. The spirals of the fusee gradu- 
or the other, ally move outward the phonograph, as the disk and shaft 
ed from the - are revolved, and the line of indentations will be spirally 
ted at pleas- the same as that made by the spiral 3. 
In Fig. 10 the shaft e is provided with a screw 
bewevolved pinion meshing with teeth upon a cam wheel 7. This 
prevent the gives the same movement to the phonograph as the spiral 
“be made as groove 3. 
cks 0 at the In Fig. 11 the guide groove 3 for the arm and pin g is 
1aft that is upon a disk @! upon the shaft e, but the groove 3 occupies 
‘adially and the same relative position upon the disk @' as the groove 
der p if the 4 upon the disk d@, so that the phonograph is moved out- 
* Speed by wardly by the groove of the disk d+, swinging both the 
ler. These arms g and ¢ upon the vertical pivot 6. 
a prismatic Instead of the sheet of metal foil being upon the disk d@ 
9 cover the it may be wrapped upon a eylinder g, asin Fig. 12. Tn this 
th_felt or case the cylinder is upon a shaft e! revolved by the gear- 
si¥face of ing at 21, and upon said shaft there is a right and left 
m, accord- hand serew at &#', and there is a corresponding double 
spiral groove in the surface of the cylinder g. The phono- 
and either graph is secured toa sliding shaft 7‘, and said shaft is : 
nse of, moved endwise back and forth by the screw #! acting 
he surface upon an arm mm? that is secured to the said shaft 7!. As 
{ contigu- the phonograph is moved in one direction the line of in- } 
cs) 
- 
’ f ey ak 
is spat al 
& pew Raymond R. Wile 
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dentations is made spirally i 
when the arm m2 reaches ai, 
moved in the other direction ew thread, | ‘ig! 
and the phonograph will make a second spiral line of in: x 
dentations that will cross the first spiral line. This feature © 
isespecially available fora phonet where the surface of the 
cylinder g is formed of an electrotype or other copy of the 
phonogram, so that the words or sounds may be» repro. 
duced automatically and at intervals if desired. 4 
It is preferable to make use of athin metal plate n*, sea: 
Figs. 13 and 14, pivoted at one end and fitting within at 
longitudinal groove in the surface of the eylinder g for se- 
curing the edges of the metal foil and holding it Securely) 
upon said cylinder, The top of this plate 7? is flush With the ’ ia 
surface of the cylinder. and Srooved to correspond with the — oh 
Srooves in the cylinder, so as hot to interfere with the wa 
indenting point. A wire muy replace this device, such by 
wire being secured by arms at each end of the cylinder,” 
and raised and lowered in and out of the 8toove by a cam 
or otherwise. TI find that an interruption of one-eighth of 
an inch space where there is no recording is not detected \ 
by the ear. ait 
The apparatus shown in Figs. 13 and 14 is Similar to ° 
that shown in Fig. 12, except that the phonograph is sta-' | 
_ tionary and the cylinder moves horizontally, and the shaft \' ij 
| elis only provided with a screw thread in one direction, Ta): 
| hence the cylinder wil] have to be moved back by hand to i 
_ bring it to place if desired to reproduce the sounds from ~ 
_ the phonogram, or to position the Phonograph if a new 
Sheet of foil is to.be indented after the first one has been 
temoved. This is readily accomplished by raising the arm 
0 and its tooth from the screw /), which leaves the shaft 
¢* and cylinder free to be moved back and forth. 
In Fig. 15 the Phonograph is fitted to move horizon. 
tally instead of the eylinder g. asin Fig. 12, but the shaft 
e' is provided with a screw thread in one direction only, 
hence the phonograph has to be positioned by hand after 
he arm o! has been raised from the screw £4, 
f In Figs. 12 and 15 the phonograph can swing upon the 
shaft Z' to raise the indenting point from the cylinder Y, 
and allow for the removal or insertion of a sheet of foil, 
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and there is a stop at 8 for adjusting the position of the 
phonograph when brought down to indent the foil. 

In Figs. 13 and 14 the phonograph is upon an arm 
pivoted at 9, so that it can be swung horizontally away 
from the eylinder g for the purpose aforesaid, and the ad- 
justuble stop 8 is also provided. 

Thus fur C have described the ** phonograph”? or instru- 
ment apon which the sound vibrations act, and which in- 
strument acts to indent the sheet of foil and produce the 
* phonograin ”’ or record of such sound vibrations. 

Mechanism has also been described for presenting the 
sheet of foil to be indented by the phonograph. 

U will now describe how the sounds are reproduced 
from the phonogram. 

If it is desired to reproduce the sounds from the phono- 
gram in the same instrument in which the phonogram was 
produced it is only necessary that the indenting point ¢ 
be made to traverse the line of indentations in the phono- 
gram, and that a funnel-shaped mouth-piece, shown by 
dotted lines in Fig. 1, be added to the phonograph to aid in 
increasing the loudness and distinctness of the sound. The 
instrument in this form I term a * phonet.” 

In the instrument shown in Figs. 1, 2, 6, 7, 8, 9, 10, 11, 
13, 14, and 15, the phonet requires to be positioned by 
hand, as before explained, in order that the point c¢ may 
be placed at the beginning of the spiral line of indenta- 
tions. As the point ¢ passes from one indentation to the 
next, either by the foil being moved beneath said point, 
us in Figs, 1. 2, 6. 7, 8, 9, 10, 11, 13, and 14, or by the point 
moving over the foil, as in Pigs. 12 and 15, the diaphragm 
) receives a movement corresponding to the depth of the 
indentations, and correspouding also with the same move- 
ment it received from the sound vibrations when making 
those indentations, hence air waves will be produced by 
the movement of the diaphragm that will make sounds by 
passing through the mouth-piece of the phonet that will 
he exactly the same as the sounds that acted upon the 
diaphragm of the phonograph. 

The material upon which the record is made may be of 
metal foil, such as tin, iron, copper, lead, zine, cadmium, 
ora foil made of composition of metals. 


coated with par: nfine or other liydrocarbons, waxes, gums,, 
or lacs, and the sheet so prepared may itself be indented, . i 
or the material, say paper, may be made to pass through v 
a bath of hot parafine and thence between scrapers... Thin ~ 

metal foil is now placed on the material, and the sheet 
passed through rollers, which give it a beautiful smooth © 4 
surface. The indentation can now be made in the foil, and 
the parafine or similar material, and the indenting point, ; 
does not become clogged with the parafine in consequence | 
of the intervening foil. 

If the copper foil, or tin foil with copper surface %- \ 
used, and a matrix of iron or steel made by electotype de- 
posit or otherwise upon the phonogram, such matrix may © 
be hardened and used for impressing a sheet or roller of . 
metal as hereafter mentioned ; thereby the original phono-.. 
gram can be reproduced indefinitely in metal that may be | 
hardened and used for any reasonable length of time to: ~ 
utter the sentence or words or sounds phonetically. tt: 

1 will now briefly describe some modifications in the: \/ 
construction and operation of the phonograph and phonet. 

In Fig. 16 the indenting point ¢ is uponaspringarm e, 
as in Figs. 1 and 2, but there are short sections of rubber 
tube ¢8 at each side of the diaphragm b to dampen the: 
diaphragm and prevent false vibrations, 

In Fig. 17, the rubber of the diaphragm acts against vin 
outer end of the arm e® to increase the leverage and lessen 
the depth of indentations in the foil and allow of tha 
record being made in less yielding material than tin foil. 

Fig. 18 shows a modification of the last- By Soa 
device, the pressure being applied to the arm e* between 
the indenting point and the support for the arm so as to~ 
increase the depth of the indentations. ; re 

Fig. 19 shows the arm e? made as a lever with a. 
spring. ; 

Fig. 20 shows the indenting point upon the centre of a - 
spring bar that is firmly held at each end; the bar is 
connected at its centre to the diaphragm 6 by a string or | 
otherwise. “i 

lig. 21 represents the diaphragm 6 as of concave form 
instead of flat. a 
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Fig. 22 shows the indenting point upon a spring secured 
to the diaphragm. 

Fig. 23 shows a disk upon the spring e? of the indent- 
ing point; this disk is placed quite close to the diaphragm 

and is moved by the air as the diaphragm is vibrated, the 
disk being so close to the diaphragm that the two will 
vibrate together, as air cannot pass between or escape as 
rapidly us the vibrations take place. 

Fig. 24 shows the diaphragm vibrated by electro-mag- 
netism ; in this case the diaphragm is to be of iron, and 
the power of the electro-magnet will be varied by a rise 
and fall of electric current passing through the helix of 
the electro-magnet ; this rise and fall of electric tension is 
to be produced by the action of sound upon a diaphragm 
and connections in an electric circuit. 

Fig. 25 shows the method of vibrating the indenting 
spring and point by the direct action of an electro-magnet 
without the use of a diaphragm, the electric tension in the 

helix being varied by sound vibrations upon a diaphragm. 

Fig. 26 shows the spring arm e? connected to one end 
of a permanent magnet so as to highly magnetize the repro- 
ducing point; the foil should be of iron. When the point 
passes an indentation there will be less attraction than 
when passing no indentation; this will give good articula- 
tion free from the scraping noise of the point on the foil, 
for in this case if does not touch the foil, but is worked by 
magnetic attraction, 

Fig. 27 represents two instruments in connection with 
the cylinder g; in this case the phonet and the phono- 
graph are separate. The phonograph records in the usual 
manner, but the phonet has its diaphragm set in motion 
by the rise and fall of the lever e?. This reduces the scrap- 
ing noise of the foil and acts by leverage, and a slight ten- 
sion to move the diaphragm as the phonogram is moved 
beneath the point ec. 

Fig. 28 shows an arrangement whereby four persons 
may speak simultaneously and have records made in 
separate parallel lines upon one cylinder, and the phono- 
gram will reproduce the sounds the same as though it con- 


tained the record of but one voice. 
Fig. 29 shows a single phonograph adapted to receive 
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the voices of three persons ag in singing ; 
by the three Voices are conveyed th tough 
tubes to the diaphragm, and will b 
line of indentations, but w 
the sounds uttered will] corre: ‘ree voices, x 
In Fig. 30, the foil is sustained "pon a hollow cylinder 
with a f unnel-shaped end. ade upon the 
foil in the Usual manner by the Phonograph, excepting | 
that holes are made entirely through the foil. A nozzle. 
with a small pening is placed go that it wil] always be. 
Opposite the line of Derforations as the cylinder is revolved. * 


This nozzle is connected to a source of combressed gip or” 
other fluid, and every time 


the nozzle, a puff of air p 


Principle of the siren. The - 


2 spring to keep the end of 
nozzle in contact With the line of perforations, 


Fig. 31 shows the Phonograph as made with 
chamber between the diaphragm and the moutl 
this is especial] y useful in colle 
speaking or the sound to be } 
from the instrument, 

Fig. 32 shows a device whereby the indenting point 
may be dispensed with in the 


forming the Phonograph is made with 


larger end or mouth-piece, and a very small hole at tle Bie Matt 
pointed end adjacent to the foil on the cylinder g * this foil 

should be very thin so that the indentations Will be made:  F 
by the direet action of the airy Waves as concentrated by 4. am 
the funnel Without the interposition of the indenting 
point, ; 


Fig. 33 shows a phon 
sound record has heen m: 
4 convenient urangement for 
made to imitate the bark of 


a large 
piece; 
cting sound when the Person 

‘ecorded is made Several feet - 


a diaphragm at the * 


toys, as the same may be.\'' 
a dog or other noise made by 
y be of steel op other hard 
"Same to be used for a long period 
of time, 


Fig. 34 is a Perspective view Showing a double phonet, oad 
there being a spiral line of indentations on each sideof the A 


revolving disk d, one phonet coming into action as the | ; 
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other finishes ; in this case the spirals should be in oppo- 
site directions, so that the disk continuing to revolve in 
the same direction moves one phonet from the center out- 
wards, and then the other phonet is connected and moved 
hack towards the center; this may be used as a toy. 

Fig. 35 represents a phonet in which the phonogram 
containing a sentence, speech, words, or other sound rec- 
ord is upon a belt or strip wound upon a reel ; this belt is 
drawn along gradually and wound upon the second roller 
by any suitable mechanism, and as the phonogram is thus 
moved it actuates the phonet ce, 0. 

Vig. 36 shows a phonograph or phonet similar to that 
shown in Fig. 12, the cylinder gis revolved, but remains 
in one position, and the phonograph or phonet is movable 
back and forth over the cylinder. In this instance the 
arm m* is extended beyond the screw /', and passes be- 
neath the inclined spring guide m5, when the screw is 
eurrying the arm and phonograph towards the right ; as 
the arm m* passes from beneath the end of the guide m5 it 
isno longer held to the screw, and the arm w? and phonet 
ire lifted by the guide aw? as the springs m® draws the 
shaft, phonograph, and arm, along to the place of begin- 
ting, at which place the arm i? drops off the end of the 
inclined guide m® into the thread of the screw, and as this 
revolves it carries the arm along beneath the guide m5 as 
hefore. 

Kig. 37 represents the phonograph or phonet upon a 
pivoted arm, so that if may swing across or at right angles 
to the line of movement of the intended material or phono- 
yram. In this case the line of indentations may be length- 
wise of the belt, or across the same in the are of a circle. 

Fig 38 shows a phonograph similar to that shown in 
Nig. 31, except that the sound chamber is of a different 
shape. 

Fig. 39 shows a month-piece with an orifice of soft rub- 
her to fit the mouth or the lips of the person speaking, so 


that all sound waves will be confined to the chamber and. 


diaphragm, 

ig. 40 shows the mouth-pisce of the phonograph made 
with cross slots with irregular edges. 

Wig. 41 shows the mouth-piece as perforated with nu- 
merous holes. 
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Vig. 42 shows but one opening in the mouth-piece ; ; the’ * 


edges of this are irregular. These irregular edges reinforce “is 


the hissing sounds and cause a more perfect phone ‘to 
be produced. et 

Fig. 43 represents a mouth-piece of mica with{a ‘central 
opening protected at its edges by a wooden ring. i 

In Fig. 44, the diaphragm 0d is of wire gauze witha! 
backing of paper connected to it by any. suitable cement, 
and there is a ring of stiff paper at the edges of the gauze | 
disk to strengthen it. . 

Fig. 45 represents a diaphragm 6 of parchment or similar a 
material stretched tightly within the frame b® by cords and 
screws. The cords may be of diffefent lengths and tension, 
and respond to and reinforce certain sounds. ae 

Fig. 46 shows!a mouth-piece for the phonet made in imi- Ed. 
tation of the human mouth. Pit 

Fig. 47 represents the body portion of the phonograph i 
or phonet made triangular, and the diaphragm is of corre: 
sponding shape. 

Fig. 48 represents three cylinders, each provided witha — 
phonograph or phonet ; this is useful in recording aug re: *. 
producing three-part singing or music. jy, 

Fig. 49 represents a phonet made as a tube, with daring 
or trumpet-shaped ends, and with two diaphragms 15, 16, — 
placed crosswise of the tube so as to form an air chamber. 
There is a third diaphragm b, which is vibrated by the _ 
movement of the reproducing point c, and said diaphragm _ . 
gives motion to the air in the chamber, and vibrates the — 
diaphragms 15, 16, which latter produce air waves, and the 
sounds issuing from the two trumpet-shaped ends will 
blend and increase the volume of sound. 

Fig. 50 represents a device whereby deep indentations 
are made in the metal foil. Twodiaphragms are employed, 


u 


the first (6°) is vibrated by the sound vibrations, and con-. “es 


trols a valve 47 in a tube connected with a source of com- 
pressed air or other fluid ; this valve 7 allows more or less 
air to pass to the diaphragm 0}, according to the vibration | 
of the diaphragm b®, hence the diaphragm 6. will vibrate | 
in harmony with the diaphragm 6%, but it will be acted ~ 
upon by greater force, and consequently the indentations f 
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will be deeper in the foil than if the diaphragm } was acted 
upon simply by the sound vibrations of the voice. 

Figs. 51 and 52 represent a device that may be used 
with a phonet to increase the loudness of the sounds re- 
produced. ‘The sound vibrations from the phonet are con- 
ducted by a tube shown by dotted lines in Fig. 51, to the 
diaphragm 63 that controls a valve 67 ina tube connected 
with a reservoir of air or other fluid under pressure, and 
the air as it escapes by the valve passes into the trumpet- 
shaped end of the tube, and produces sounds that are very 
loud and clear, and area reproduction of the sounds result- 
ing from the use of one of the phonets before described. 

This same apparatus may be used to reproduce with 
louder utterances a person’s voice, th» sound from the 
voice being used to vibrate the diaphragm 63, and thereby 
regulate the air waves escaping from the valve b7 into the 
trumpet. 

Fig. 53 shows the speaker's head within a box or case ; 
in this instance nearly all the sound vibrations act upon 
the diaphragm. 

Figs. 54 and 55 illustrate how the movements of the lips 
in speaking may be recorded ana reproduced. — In this in- 
stance, a lever applied to the diaphragm carries the indent- 
ing point ec, Fig. 55, and the end of this lever is placed in 
the mouth of the speaker, and the movement of the lips 
regulates the indentations in the foil. 

A similar apparatus shown in Fig. 54 within a case is 
connected to the movable lips of a mask, so that these lips 
open and close as in articulation, atthe same time that the 
sound vibrations are given by the phonogram to the 
phonet. 

Fig. 56 represents a toy phonet in which the phonogram 
strip 35 is secured at one end to a cylinder upon which it 
is wound. By pulling upon the strip it is unwound, and 
a rubber cord 37 is wound upon the shaft of the cylinder. 
When the hand is removed from the indented strip, the 
rubber cord rotates the shaft and winds up the phonogram 
upon the cylinder, and the sounds are reproduced in the 
phonet by the phonogram acting upon a point and 
diaphragm a. The movement of the shaft is regulated by 
the fan, worm, and pinion 388. 
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In Fig. 57, the cylinder for movin 
Strip is shown as provided with pins 


along very regular, A 
In Fig. 58 the cylinder with Pins is shown as made; 
with heads to act as guides for the strip, 14] 


Fig. 59 shows a re-indenting device for amplifying or ‘9 
increasing the size of the indentations, There are two iff 
rollers, one of which @ travels faster than the other @3, tn 
and there is a lever 40 pivoted at 41, and provided with a Bess 
point ¢ for each cylinder, One point follows the indenta- ea 
tions in the cylinder a3, and the other rests upon a, and 395 
as this travels the fastest, the indentations made therein © 
will be longer and also deeper by the point being at the “ei 
outer end of the lever, Bape | 

In Fig. 60, one roller 42 of the pair is made of hardened Me 
metal with the sound record in relief, This ig obtained by 
electrotype or other process from an iron foil or other i. 
meta phonogram, and this roller is used to indent strips 
or sheets of foil or rollers to produce copies that can be || 
used with the phonet, eat) & 

Fig. 61 represents a roller 49 of hardened metal with, 
the record in relief, and arranged so as to knuarl or indent . \” 
the phonogram in a roller 43 of soft metal that is to be. 
pressed against the roller 42 by a screw or other snitable — 
means, . 

The cylinder having a Spiral groove in its surface may 
be made by placing the mould shown in Fig. 62 around a 
cylinder or shaft, and filling the space between the eylin- 
der and mold with plaster of Paris or other suitable’ 
material. The mold is of metal with a serew or spiral rib- a 
projecting therefrom, and it ig made in two parts and 
hinged so that it can easily be removed when the plaster ” 
of Paris is dry. 

For amusement or i ustruction, the phonograph is capa- 
ble of extended use ; for instance, a revolving cylinder, — 
see Fig. 63, containing rows of indentations representing ° 
the letters of the alphabet, and provided with keys con. 
taining Corresponding letters, can be used in teaching the 
alphabet, and Sentences, Speeches, and other matter can be 
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spoken by the phonet, and repeated by the learner without 
the eyesight being called into use. 

Clocks may be provided with phonogram eylinders or 
wheels to call off the hours, to give alarms, &e. 

The phonogram may be upon a strip, sheet, belt or 
rojJer, and it can be of a dog's bark, a rooster’s erow, a 
bird’s song, a horse’s neigh, and these can be used in toy 
wnimals with a simple phonet for reproducing the sound. 

{In copying phonograms, or making duplicates, an 
original phonogram may receive a& deposit of copper or 
iron ina plating bath; and, if of iron, may be carbonized 
to convert it into steel and hardened, and then the same 
should be backed up with type metal, and used for im- 
pressing strips or pieces of metal. 

A bed of gutta percha, or similar material, may be used 
to sustain the sheet metal while being pressed. Numerous 
copies of the original phonogram can thus be reproduced. 

A plaster cast can be used for producing a copy by 
pressure. 

The governor to regulate the speed of the instrument 
may be made of a penduliun weight 61, see Fig. 64, hung 
at the lower end of a rod that is provided with a universal 

joint at 62, and the upper end of the vod is moved around 
by a crank 63 that is revolved by the train of gearing. As 
the speed increases the weight will describe a circle of 
larger diameter, and thereby increase the resistance. 

The universal joint may be displiced by a spring wire, 
Vig. 65, that allows of the movement. 

A magnet 64 upon the crank arm 638, Fig. 66, may be 
used to revolve the pendulum by attracting an armature at 
the upper end of the pendulum rod, and thereby avoid the 
friction vesulfing from tie contact of the surfaces of the 
pendulut rod with the crank, 

In Fig. 67 the diaphragm 4 is represented as connected 
to a pair of delicate piston valves within a tube 68 that has 
three ports ; one, 69, is connected to a reservoir of com- 
pressed air, the others, 70 and 71, ave connected to a cham- 
ber 72 at opposite sides of the diaphragm, so as to vibrate 
the same in harmony with the diaphragm 4, but there will 
be greater amplitude given to the same by the pressure of 
the air, and by a connection to the phonet diaphragm 6? 
ihe sound produced will be greatly increased. 


. r 
a 

‘ 
a 


ata 
Raymond R. Wile 
- Research | ibrar 


20 


What I claim as My invention isy—= 


First. The combi lation with the diaphragm and point © 
of a flat receiving surface and means for revolving the re-. 
| ceiving surface, and causing the point to follow a volute or . 


. | Spiral line, substantial] Y 8S represented in Figs. 1, 2, 6, 7, 
8, 9, 10 and 34. 


Second. The combination with the revolving plate 
phonograph or phonet of a propelling weight or spring and 
_  # 8overnor to regulate the “ 


movement, substantially as set forth, 


| Third. A tevolving disk provided with a clamping © ; 
| frame to Secure the foil or other material in combination 


with the Swinging arm, dia phragm, and point, su bstantially 
aS Specified, 


Fourth. In a phonograph or phonet, a spring intro- 
duced between the diaph ‘agm and the point, substantially 
as set forth and shown in Figs. 16, 17, 18, 19, 22 ana 26. 

Fifth. Ina phonograph or phonet a rubber spring, or 
similar device to dampen the vibration of the diaphragm, 
and prevent false vibrations, as Set forth and Shown in 
Figs. 16 and 21. 


Sixth. The combination with the din 


phonograph or phonet apparatus of a lever to modify the 

_telative action of the diaphragm and point, substantially 
as described, and shown in Figs. 17, 18, 97. 

Seventh. The combination with the 


point of a permanent or electro-magnet, substantial] yas 
, described, and represented in Piss, 24, 25, 26. 
Eighth. The method of recording and reproducing two 
or more sounds or speeches simultaneously, Substantially 
us described, and as illustrated by Figs. 28, 29 and 48. 
Ninth. A phonet composed. of 4 perforated sirene and 


a jet tube, substantially as described, and represented in 
Fig. 30, 


phragm in a 


diaphragm and 


Tenth. The mechanism 


for producing a Phonogram, 
and employing the same in a phonet, substantially ag de. 
scribed, and illustrat 


ed in Bigs, 32, 33, 35, 36 and 37, 
Kleventh. 


The combination with the phonograph, dia- 
phragm, and point of a sound chamber, substantially as 


described, and illustrated in Pigs. 31, 38, 39 and 53. 
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Twelfth. The diaphragm and mouth-picees for speak- 
ing phonograph, substantially as described, and as illus- 
trated in Figs. 41, 42, 43, 44, 45 and 46. 

Thirteenth. "The combination with a diaphragm and its 
point of two dianlragms for the purposes, and substantially 
us shown in Fig. 49. 

fourteenth. The combination with a diaphragm and 
valve actuated by sound vibrations a source of compressed 
fiid and a trumpet, as in Figs. 51, 52, or a phonograph as 
in Fig. 50, substantially as set forth. 

Mifteenth. he combination of two diaphragms with a 
valve and a source of compressed fluid, as represented in 
Fig, 67, for increasing the volume of the voice or other 
sound, as set forth. 

Sixteenth. The combination with two or more phono- 
grams of phonet Keys for selecting letters or utterances as 
described and illustrated in Fig. 63. 

Seventeenth. The means for duplicating or reproduc- 
ing phonograms [roman original phonogram, substantially 
as set forth. 

Kighteenth. ‘The combination with the phonograph or 
phonet of the revolving erank and pendulum governor, 
substantially as described, and shown in Figs. 64, 65, 66. 

Nineteenth. The combination with the phonograph of 
a lever moved by the lips, and of a lever and plonet to 
move the lips of a mask, substantially as described, and 
lustrated by Figs. 55 and 54. 

Twentieth. The combination with a phonogram of a 
clock movement or toy anda phonet for reproducing sounds 
for clocks or toys, substantially as set forth. 
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To the CoMMISSIONER OF PATENTS: 
The petition of Joseph W. Jones of the United States, 


residing at New York, in the County of New York, State itis 
of New York, prays that Letters Patent may be granted hilo 
to him for an improved Method or Process of Making Hig, 
Records for the Reproduction of Sound Waves as set forth the 
in the annexed specification. Waa 
And he hereby appoints David 8. Williams, of 903 Wal- the 
nut Street, in the City and County of Philadelphia, State Ww 
of Pennsylvania, his attorney with full power of substitu- bees 
tion and revocation, to prosecute this application to make tosi 
alterations and amendments therein, to receive the Patent | 
and to transact all business in the Patent Office connected com 
therewith. Signed at Philadelphia, in the County of Fo viln 
Philadelphia and State of Pennsylvania, this fifteenth day ly sini 
ol November, 1897. Mos 
the 


JOSEPH W. JONES. 


SPECIFICATION. 


To all whom it may concern : 


Be it known that [, Joseph W. Jones, a citizen of the 
United States, residing at New York,.in the County of 
New York and State of New York, has invented a certain 
new and useful improved Method or Process of Making 
Records for the Reproduction of Sound Waves, and he 
does declare the following to be a full, clear, and exact 
description of the invention, such as will enable others 
skilled in the art to which it appertains to make and use 
the same. 

: My invention relates toa new and useful method or 
process of making records by and in accordance with 
sound vibrations and reproducing copies thereof. 
The object being to produce a more accurate copy of 
original record and to dispense with the old method or 
process of etching which destroys, to a great extent, the 
delicate vibrations, and is further objectionable from the 
fact that in many cases the disks are found to be of 
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different degiees of hardness at different points, and the 
etching process cannot be evenly carried out, and many 
original records are thus spoiled, thus entailing a great 
waste and loss. And in further carrying out this process 
it is necessary after the plate las been etched to runa 
blunt pointed stylus through the groove to smooth the 
ragged etched surface. which greatly impairs the value of 
the reproductions. 

In my improved process I overcome these objections by 
the following methods. 

[first make a plate or disk of hard wax, preferably 
beeswax hardened by the adding of a small quantity of 
rosin or pitel. | 

This plate or disk is then placed upon an instrument 
commonly employed for the purpose of recording sound 
Vibrations, and a helical groove of even depth containing 
Sinuosities representing sound waves produced by the 
movement of the diaphragm and stylus is engraved upon 
the plate or disk. 

The plate or disk is then taken from the machine and 
the surface of the same is prepared with a coating of carbon 
such, for instance, as graphite as commonly employed in 
the process of electroplating, or, as a substitute, nitrate of 
silver may be used for the purpose of preparing the disk to 
receive the electroplating deposit. 

The plate or disk is then placed in an electroplating 
bath and a layer of nickel or other hard metal is deposited 
upon it. This thin shell of deposited metal is then re- 
moved from the record disk and is secured to or mounted 
upon a supporting die of brass or bronze which may be 
aecomplished by casting the brass or bronze upon the steel 
or nickel in a die, or by sweating the two metals together. 

The die, which is in the form of a relief plate, is then 
placed ina press and brought in contact with a disk of a 
suitable composition, such as eleetrose or fibrous material 
upon which an impression is made by the relief plate, and 
the finished plate or disk is produced, corresponding in 
every detail with the original reeord. 

Having deseribed my invention, what To elaim and 
desire fo secure by Letters Patent, is: 


First.—The method or process of reproducing records 
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of sound vibrations which consists in engraving ¢ an und: ys 
latory line of even depth by and in accordance with® 4! a 
sound vibrations upon a disk or plate of slightly resisting | 
materia’, coating said disk or plate with a conducting me- ’ 
dium, then producing a relief plate from the original by 
the process of electroplating, and finally producing the | 
finished record or copy of the original by pressing the re- , 


lief plate into a disk or plate of fibrous or other suitable - i 
material. 


x. ae 


Second.—The method or process of reproducing records _ 
of sound vibrations which consists in engraving an undu-. As, 
latory line of even depth by and in accordance with sound « By 4 

vibrations upon a disk of hardened wax, coating said disk \~ 
with a suitable conducting medium such as graphite, then 
producing from said disk a relief plate of nickel or other — 
hard metal by the process of electroplating, and in finally 4% 
making a reproduction of the original by pressing the re- | i 
lief plate into a disk or electrose or other like material. 


of found vibrations which abigrers in engraving an undu-- 
latory line of even depth by and in accordance with sound 

vibrations upon a disk of hardened wax, coating said disk — 
pide a pied COmU HENNE medium such as eae. then | 


and finally producing a finished record or copy by pressing 


the relief plate into a disk of electrose or other like ma- iy % 
terial. 


Room 221, 
DEPARTMENT OF ‘tHE INTERTOR, 
United States Patent Office, 


‘ 


Wasninaron, D. C., Dee. 21, 1897. 
Josuru W. Tons, 
Care 1). S. Williams, 
903 ‘Walnut Street, 
Philadelphia, Pa. 


Please find below a communication from the Examiner 
in charge of your application, for Method or Process of 
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Making Records for the Reproduction of Sound Waves, 
filed Nov. 19, 1897, ser. no. 659,170. 


Bens. BUTTERWORTH, 
Commissioner of Patents. 


The claims are rejected on reference to the patent to 
Edison No. Berliner No. 548,623, October 29, 1895 (Grapho- 


phone Tablets). 
J. T. Newton, Ex. 


W. J. R.—In re-application of Jos. W. Jones, 


Improved Method or Process of Filed November 19, 1897 


Making Records for the Re- > gia. 
production of Sound Waves. \ Serial Number 659,170. 


PHILADELPHIA, June 8th, 1898. 


The Honorable CoMMISSIONER OF PATENTS, 
Washington, D.C. 
Sir.—It is desired to amend the above application as 
follows : 
Substitute for claims 1, 2 and 3 the following : 


“1. The method or process of reproducing flat sound 
records from an original flat record engraved in hardened 
wax, which consists in coating the original record with a 
condueting medium, depositing upon said conducting me- 
dium alayer of hard metal to form a relief plate, and 
finally pressing the relief plate into a flat dise of fibrous 
material. 

2 The method or process of reproducing flat sound 
records from an original flat record engraved in hardened 
wax, which consists in coating the original record with a 
thin layer of carbon or graphite, depositing upon the 
record thus prepared a layer of nickel or other hard metal 
to form a relief plate and in finally producing a permanent 
record by pressing said relief plate into a dise of material 
having no chemical action upon said relief plate. 

3. The method or process of reproducing flat sound 
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records from an original plate record engraved in hardened 
wax, which consists in coating the original record with a 
thin layer of graphite, depositing upon the record thus 
prepared a layer of nickel or other hard metal to form a 
telief plate, mounting said relief plate upon a suitable die, 
and in finally producing a permanent record by pressing 
said relief plate into a dise of fibrous material having no 
chemical action upon the relief plate. 


4. As an article of manufacture, a dise of fibrous mate- 
rial having formed upon one side a phonographie record, 
substantially in the manner Specified.”’ 


In reference to the Edison patent No. 382.419, cited hy 
the Examiner in the last official communication, applicant 
is at x loss to know what bearing this patent has upon the 
present application. 

Edison uses an ordinary wax cylinder and deposits 
directly upon the same a thin Jayer of silver, he then melts 
out and destroys the original or master record, splits the 
deposited shell, flattens the same, and completes his Opera- 
tion by the process of Knurling, every step of which is 
entirely different from that adopted by applicant. In ap- 
plicant’s process a flat dise or plate of hard wax is em. 
ployed, and not an ordinary wax cylinder, as shown and 
deseribed in the Edison patent, applicant hardens his wax 
dise so that it will withstand the treatment necessary to 
prepare it to receive the metal deposit, and, finally, appli- 
“ant moulds or presses his relief Plate into a suitable sub- 
stance and produces a permanent record, 


It will be seen, by comparing the several Steps in the 
two processes, that they are entitely unlike, and in respect 
to the final steps: Edison makes a distinction between the 
two in his specifieation, see page 1, line 18 to 21, in whieh 
he says : 

** By my present invention I propose toapply the process 
of Knurling to the duplication of sound phonograms as 
distinguished from moulding. * 


It will be seen from this statement that Edison udmits a 
difference between moulding or pressing, which is substan- 
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29 
tially the same thing, and Knurling process, for which 
latter he received a patent. 

Applicant further desires to state that with the experi- 
ence he has had in making records, theprocess described and 
claimed in the Edison patent is impracticable and that a 
useful record has never been produced by this method, and 
it is thought from the knowledge of the apparatus at 
presentin use for duplicating cylindrical records the 
learned Examiner will entertain the same view in this 
matter, 

It is not thought that the patent granted to EK. Ber: 
liner No. 548.623, has anything in common with appli- 
eaut’s process. 

As will be well understood the Berliner process is an 
etching process. In practice, he first takes a metal cise, coats 
the surface with a resist, draws a wave line through the 
resist, etches out the exposed surface or line and after re 
moving the resist he then coats the etched plate with a 
layer of a material enpable of resisting the action of a sul- 
phate of copper solution, deposits a layer of copper upon 
his zine plate, electrolytically to forma relief plate or 
matrix, deposits a thin layer of metal (nickel) upon the 
face of the relief plate or matrix to resist the action of 
sulphur, and finally presses the relief plate into a sheet of 
temporarily softened hard rubber. 

Applicant has discovered by a series of elaborate ex- 
periments that suitably hardened wax forms a most per- 
fect material with which to form his original or temporary 
record, and that by preparing the wax as described and 
then depositing the hardened metal upon the prepared 
surface a most perfect relief plate may be obtained, and, 
finally, applicant has made the discovery that by the use 
of a suitable material which has no action whatever upon 

the surface of the relief plate that a perfect copy of the 
original may be obtained. 

Applicant does not embody tn his invention the process 
of etching, he does not. employ an origins metal record, 
but simply produces a temporary wax record, which by a 
simple and cheap preparation is ready to receive the de- 
posit of metal whieh forms the relief plate, and, finally, 
hy the use of a material containing no sulphur nor rubber, 
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hard or soft, he is able to produce directly from the relief 

a perfect copy of the original record. A 
A favorable reconsideration of this case is most respect- 

fully requested. 


Respectfully submitted, 


Davin 8S. WILLIAMS, 
Att’y for J. W. Jones. 


Orrick Lrerrer oF JUNE 28, 1898. 


This application has been reconsidered as amended and 
in view of applicant’s argument on the 9th instant. 

Claims 2 and 3 are each rejected for the reason that 
they siate that the material into which the relief plate is ° 
impressed has no chemical action upon said plate. No 
statement of this kind has been previously made in this 
application and it must therefore be regarded as new mat- 
ter, Claims 1, 2 and 3 are each rejected upon the patent 

to Berliner of record, in view of the patent-to Edison also 
of record. 

Berliner patent anticipates this claim in every respect 
except that the metal is deposited upon a metallic record. 
This, however, is believed to be immaterial, and, especially 
in view of the patent to Edison, who deposits the copper 
upon wax, to be without invention. 

Claim 4 is rejected as being without invention in view 
of the patent to Berliner of record, or of the English 
patent fo Young, No. 1478 of 1894, in Graphophone ‘Tab- 
lets. These patents show that celluloid, xylonite and vul- 
canite have been used for this purpose. In view of these 
patents, it is held that applicant has merely made an ob- 
vious substitution of material. 


J. T. Newron, Ex. 
S. E. F. 
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In rue Unrrep Srates Parent OFFICE. 
Room 221. 


J. W. Jones. 
Method or Process of Making Records for the Reproduc- 
tion of Sound Waves. 
Filed Nov. 19, 1897. 
S. N. 669,170. 


Hon. COMMISLIONER OF PATENTS : 
Sir.—Please recognize Philip Mauro, Esq., of Wash- 
ington, D. C., as my Associate Attorney in the above-en- 

titled case. 
Respectfully submitted, 


Davip 8. Wirirams, 
Aitorney of Record. 


Philadelphia, March 13th, 1901. 


In tHe Unirep Srarres Patrenr OFFice. 


Room 221, 

Joseph W. Jones, 

Method or Process of Making Records for the Reproduc- 
tion of Sound Waves. 

Filed Nov. 19, 1897. 

S. N. 659,170. 


Hon. ComMMISSIONER OF PATENTS: 


Sir.—Please cancel the description in the above entitled 
case, and substitute the following : 


Substitute specification. 


** My invention relates to the commercial production of 
sound-records, and has for its object the production of a 
number of copies of an original record characterized by 
lateral undulations of substantially uniform depth. Here- 
tofore, records of this character, generally known as 


gramophone records, have been produced by first tracing 
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the lateral undulations as zig-zags ina fatty (inky) film that 
protects an etching surface, then etching this tracing into 
the material to form a Sroove, then running 2 blunt stylus 
through this groove to smooth the ragged etched surface, 
and finally electroplating this touched up surface and 
pressing the matrix so formed into a suitable material to 
form the commercial record. ‘The etching process, for rea- 
Sons unnecessary to state, causes considerable departure 
or deviations, so that the etched groove is far from being 
a correct representation of the path of the recording stylus, 
The deformations from this cause are still further exagger- 
ated by the use of the smoothing stylus. T avoid these 
objections by producing in the first instance a fully finished 
original record whose grooves are of the final depth re- 
quired, slight but appreciable, thus doing away with the 
necessity for etching and the subsequent smoothing male 
necessary thereby. The original records made by this 
process are electroplated, and the electroplate matrix used 
as a die, in the ordinary manner, 

In carrying out my invention, ] employ a disc or tablet 
of suitable recording materia] (28 wax ora wax-like com- 
position, preferably rendered sufficiently hard—as by an 
admixture of rosin—to withstand the treatment employed 
in giving it an electrical conducting surface), Upon the 
surface of this tablet T then form, by the use of a sound 
recording machine ina well known manner, a spiral groove 
of practically uniform depth that contains lateral sinuosities 
or irregularities corresponding tu or representing the sound 
waves recorded. The original record so formed is an en- 
tirely new article. It isan exact copy of the record to be 
used for reproducing ; it is a complete and finished record, 
its grooves being of i: slight vet appreciable depth ; and 
no deepeuing or re-tonching by an etching fluid or in any 


other manner, is required, Bekah a exe 
This original record is then prepared for receiving the ah fil 
electroplate deposit, by coating its surface with an electric- | aD iz 
conducting medium, such for instance as carbony (graphite) ae pi 
as commonly employed in the process of electro. plating — fe * n 
or, as it substitute, nitrate of silver. Ress si 
* This coated plate is then placed in an electroplating ke: 4 te 
st 
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bath, and a layer of metal (nickel, steel, etc.) is deposited 
upon it. The thin shell or matrix thus formed is then 
separated from the original record, which may be used re- 
peatedly in the same manner to form other matrixes. The 
matrix itself may be backed up with a supporting plate, 
such as brass or bronze cast upon (or sweated to) the re- 
verse of the matrix. 

“This complete matrix constitutes a stamp or die, the 
record appearing on its face in the form of a raised ridge 
having lateral sinuosities or irregularities that correspond 
to the sound-waves, being the exact counterpart of the 
oviginal sound-groove. : 

* This die is then pressed or stamped into a dise or 
tablet of suitable composition, such as electrose or other 
fibrous material that can be readily handled in a soft state, 
and that will receive truly, and retain faithfully, an ae- 
eurate impression of the record on the face of the die. The 
stamped record thus produced is the finished commercial 
article, ready for use--being a faithful and indestructible 
copy of the original path traced by the reeording-stylus. 

“Tam aware that it has been proposed to make dupli- 
cates of sound-records of the vertically undulated character, 
the type generally known as graphophone records, by first 
coating the surface of such sound-record with a conducting 
material, next depositing an electroplate thereon to forma 
die, and then pressing this die into some suitable material. 
This process is impracticable and unsuccessful for two 
reasons. 

* Kirst, when the conducting materials (as plumbago) is 
deposited upon the vertical irregulavities that are the very 
essence of this kind of record, it forms a covering that re- 
sembles on a minute scale, a light fall of snow overa land- 
scape. ‘The sharp contours of the vertical irregularities are 
rounded (the more delicate and minute irregularities being 
filled in and completely obliterated) with a resulting mutil- 
ization of the record ; again, when the electroplate die is 
pressed into the surface to be stamped, any inequality in 
the material being stamped would cause unequal impres- 
sious to be made, some deeper than others, whieh is fatal 
to the accuracy of a record whose very existence lies in the 
comparative depths and heights (vertical) of its irregulari- 
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ties ; furthermore, the presence (between the die and the — 
material being stamped) of minute particles of dust or 
other foreign matter, or even of particles of aid (air bub- 
bles), would to that extent still further distort and disfig- 
ure the impressions stamped by an already inaccurate «ic. 
Whereas in the laterally undulated records, any vertical 
deformation (whether due to the causes just pointed out or 
to any other cause) does not in the slightest degree effect 
the accuracy of the record, the essence of which lies in its 
lateral undulations. For the deposit of a film of conduct: 
ing material does not modify the lateral outline, but only 
the vertical irregularities ; and the deformations caused by 
the presence of foreign particles in the stamping or press- 
ing process are vertical, and consequently do not effect .a 
record that depends upon its lateral and not its vertical 
outlines. 

* For the foregoing reasons I do not claim my new proc: 
ess in connection with sound-records characterized by 
vertical irregularities, but limit it to records characterized 
by lateral undulations of practically uniform depth.” 

Cancel claim ‘‘ 4,” 


Add the following claims as claims 4, 5, 6, 7 and 8: 


4. 


“Phe herein-described method of producing original 
sound-records, which consists of cutting or engraving upon 
a tablet of suitable material a record-groove of appreciable 
and practically uniform depth and having lateral undula- 
tions corresponding to sound-waves, substantially as de- 
scribed. 

5. 


“The herein-described method of produeing sound- 
records, which consists in cutting or engraving upona 
tablet of suitable material a record-groove of appreciable 
and practically uniform depth, having lateral undulations 
corresponding to sound-waves, next coating the same 
with a conducting material, then forming a matrix thereon 
by electrolysis, and finally separating this matrix and 
pressing the same into a tablet of suitable material, sub- 
stantially as described. 
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6. 

“The herein-described method of producing copies of 
sound-records of the type characterized by lateral undula- 
tions of practically uniform depth corresponding to sound- 
waves, which consists in coatiug the original sound-record 
with a conducting medium, depositing a matrix thereon 
by electrolysis, and finally pressing said matrix into a 
tablet of suitable material, substantially as described. 


e 


“ An original sound-record formed of a wax-like material 
and having engraved upon its surface a spiral groove con- 
taining lateral undulations of uniform depth, the depth 
being slight but appreciable, and the undulations corre- 
sponding to sound-waves, substantially as deseribed. 


8. 


“The copy of a flat sound-record impressed in suitable 
material by means of an eleciroplate formed directly upon 
an original sound-record engraved to an appreciable depth 
with laterally undulating lines representing sound waves, 
substantially as described.” 


REMARKS. 


With respect to the rejected claims 1, 2, and 3, ap- 
plicant has already pointed out in his argument of June 8, 
1898, the want of pertinence of the references of record, 
Mdison and Berliner. With respect to the Edison process 
it suffices, therefore, to call attention to the cylindrical 
shape of the record, which renders it inherently impos- 
sible to make duplicates of such a record by this Edison 
process. The Hon. Examiner will appreciate the fact that 
to flatten out a cylindrical record would destroy it to 
such an extent as to destroy its usefulness as a sound- 
record capable of reproducing the original sound ; 
while to turn it entirely inside out would be even 
worse. Again, overlooking this objection, the record 
of a single word may (and frequently does) occupy several 
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ess is impracticable i While the cumulative results of the 
presence of al] of these objections Proves this Edison pro- 


36 


turns or revolutions of the helical groove containing 
the record proper, and to Split the shell B (even 
“with a thin saw way entirely removes a Portion of every 
complete revolution which renders the record utterly 
worthless as a sound-recorad capable of reproducing 
sound. And finally (even overlooking both the objec. 
tions just pointed out), in dealing with such microscopic 
things as sound-records, in which the Stooves run one 
hundred to the inch, and the variations in the irregularities 
are estimated by the ten-thousandth part of an inch, as a 
practical question it is mechanically impossible to have 
(and keep) the length of knurling.surtace D and the cir- 
cumference of blank cylinder & absolutely equal; still .~ 
more is it impossible to insure that each and every record- 
8Toove impressed into the blank @ bya ridge on surface 
D will terminate With absolute exactness so as to fit the be. 
sinning of the Next groove, Consequently, the cylinder G,in- 
stead of bearing on its Surface 2 continuous helica] thread, 
will contain a broken thread Consisting of a number of dis- 
connected or badly connected separat. Stooves. Each one 
of the foregoing objections, if alone, shows that the proc- 


cess to be a failure—to be énoperative. Therefore, under 
all the authorities, this patent which discloses to the public 
no useful or available knowledge is not a bar to defeat the 
claims of a Meritorious inventor who has subsequently 
produced a Successful and highly usefy] invention, See 
the Telephone Cases in 196 United States Reports, 531, 
and other “authorities collected jn Rob. on Pia, 318, 
i. ¥. 

In view of the foregoing and the distinctions pointed 
vutin the amended Specification, it js confidently he- 
lieved that the Hon. Examiner Will withdraw this refer. 
ence from further Consideration, 

With respect to the Berliner patent of record, it suffices 
to note that Berliner does notapply the conducting medium, 
step set forth in each of the rejected claims ; that he 
employs electrolysis three (3) times, while applicant em- 
ploys it only once so that the Berliner patent is no refer. 
elce to anticipate applicant's claims; and that it is im. 
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proper to select one stepfrom anunsucessful and inopera- 
tive process and interpolate it into a second (and different) 
process to produce an anticipation of a third process en- 
lirely different from either of the other two. 

With regard to the objection of claims 2 and 3 onthe 
ground of involving ‘‘new matter, ’’ applicant desires to 
reply that in the first paragraph of page 2 of his original 
specification he refers to 2ickle or stvel or other hard metal 
as forming his electroplate ; that in the following paragraph 
he says this metal surface is pressed into a dise of a 
suilable composition, such as electrose of fibrous material; 
and that it is matter of common knowledge that such ma- 
terials have no sulphurous fumes, while the Berliner patent 
of record shows that softened rubber (though having sul- 
phurous fumes) does notattack nickel or steel. For these 
reasons applicant submits that he is amply justified in 
Stating that electrose and other fibrous materials have no 
chemical effect upon nickel or steel, and is therefore war- 
ranted in claiming the use of these materials under such a 
designation, 

Reconsideration of the rejected claims and allowance of 
all the claims are respectfully requested. 


Respectfully submitted. 


Puitre Mauro, 
Associate Attorney of Record. 
Dated March, 1900. 
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Room 219. 
DEPARLMENT OF THE INTERIOR. 


Unirrp Staves Parent OFFicr, 
Wasuineton, D. C., April 11, 1900. 
ook, D. 
Josepu W. JoNEs, 
| Care Philip Mauro, 
City. 


Please find below a communication from the Examiner 
in charge of your application, for Method or Process of 
Making Records for the Reproduction of Sound Waves, 
filed Nov. 19, 1897, serial number 659,170. 


C. H. Duetn, 
Commissioner of Patents. 


The statement on page 3 of the specification beginning 
at the second paragraph with ‘IT am aware’’ is objection- 
able because not accurate, since it is Known to the Exam- 
iner that records made by the process herein described are 
in fact practical and now in use and there are in his office 
good records made by this same process. 

Claim 4 recites the method which is identically tho 
same as described in the patent to Rosenthal and Frank, 
No. 474,410, May 10, 1892 in Acoustics, Graphophones 
and the claim is accordingly rejected on this reference. 

The remaining claims in the case are each and all re- 
jected on the English patent to Young already of record. 

The process described by applicant in this application 
appears to be identical with the one described in this 
Young patent, the only difference being that the process 
is applied to flat gramophone records instead of cylindrical 
graphophone records, and it is not considered to be invention 
io apply an old process to any sound record of any particu- 
Jar form of tablet or particular kind of undwlatory sound 
records, 

J.T. Newroy, Ex. 

Gi R. B. 
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In Trus Unrirep STATES PATENT OFFICE. 


Room 219, 

J. W. Jones. 

Method or Process of Making Records for the Repro- 
duction of Sound Waves, 

Filed Nov. 19, 1897. 

S. N. 659,170. 

Hon. CoMMIsSIONER OF PATENTS : 


Sir.—In Official Letter of April 11th, the Examiner ob- 
jects to certain statements in the amended specification on 
the ground that the Examiner knows that records are made 
hy the process referred to by applicant as impracticable, 
and that this process is in faet practical and now in use, 
and that the Examiner has in his office good records made 
by this same process. Applicant would respectfully re- 
quest Examiner to furnish him with specific information 
to enable him to adjudge of the propriety of amending lis 
claims, or of cancelling them, or of prosecuting this case 
further, To this end, the Examiner is requested to give 
him specific information as to: the particul:sr steps con- 
stituting the process in question; by whom, and where, 
the process has been carried ont, and on what date. Tt is 
also requested that applicant?s attorney be permitted to 
examine the records referred to in Examiner’s letter. 

Applicant will have to await further information on 
this point before he can take action responsive to the last 
Official letter. 

Respectfully sumitted, 
Privy Mavro, 
Attorney of Record. 
Dated June 22, 1900, 


Orrick Lerrer or JULY 2, 1900. 


The records referred to in the last official action were ex- 
hibited in the office by T. B. Lambert, whose patent on 
the same is No. 645,920, Mareh 20, 1900, and = further in- 
formation concerning them may be obtained from the in- 


ventor, 
W.J. Rion, 
Acting Examiner. 


Me 


Nathan oe Lan RE 
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In tue Untrep Sratres PATENT OFFICE. 


Room 219, 

Joseph W. Jones, 

Method or Process of Making Records for the Reproduc- 
tion of Sound Waves, 

Filed Noy. 19, 1897. 

S. N. 659,170. 


Hon. CoMMISSIONER OF PATENTS. 


Sir.—Please amend the above-entitled case as follows: 
Page 2 of substitute specification, line 15, after the 
sentence ending with ‘* recorded,” insert’ the following : 


‘This cutting or engraving of a record-groove by the 
lateral movement of the stylus differs from the operation 
of the well-known graphophone system in that the resist- 
ance offered the stylus of a graphophone in cutting down- 
ward to produce the vertical irregularities characteristic 
of that system, varies practically as the cube of the 
length of the vibrations of the diaphragm and stylus ; 
whereas, in producing my original records, the resistance 
encountered by my recording stylus is exactly equal to the 
length of the vibrations. On account of this difference in 
principal, [ am enabled to obtain more aeccurate—and 
therefore better—records of the original sounds.” 


Same page, line 30, before the word ** The,” insert : 


** Owing to the flat shape of the original and of the 
matrix, and tothe fact that the sound-groove of the former 
and the corresponding ridge of the latter do not lock, 
the two are separated readily without the employment of 
heat or of shrinkage, it being obvious that the repeated 
heating and resultant cooling are very injurious to the 
accuracy of the record.” 


Cancel the claims, and substitute the following claims 
1 to 5 inclusive : 

‘+1. The herein-described method of producing original 
sound-records, which consists of cutting or engraving upon 
a tablet of suitable material, by means of the lateral vibra- 
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tious of a suitable stylus, a record-groove of appreciable 
and practically uniform depth, the same having lateral 
undulations corresponding to the sound waves, substan- 
tially as described. 


“2. An original sound-record formed of a wax-like 
material and having engraved upon its surface a spiral 
groove containing lateral undulations of uniform depth, 
the depth being slight but appreciable, and the undula- 
tions corresponding to sound waves, substantially as de- 
scribed. 


e ¥ : “3. The herein-described method of producing sound- 
records, which consists in cutting or engraving upon a 
4 tablet of suitable material, by means of the lateral vibra- 


ie 4 tions of a suitable stylus, a record groove of appreciable 
and practically uniform depth and having lateral undula- 
tions corresponding to the sound-waves, next coating the 


i F : 3 : : 
- same with a conducting material, then forming a matrix 
3 thereon by electrolysis, and finally separating this matrix 


. a and pressing the same into a tablet of suitable material, 
substantially as described. 


z) 
ie 1 “4, ‘The herein-described method of multiplying copies 
n © a of original sound-records of the type characterized by 
d “ee grooves of uniform depth having lateral undulations cor- 
i responding to sound-waves, which consists in rendering 
‘ the surface thereof electrically conductive, next forming 
7 a matrix thereon by electrolysis, then separating the 
e 3 matrix from the original without the use of heat, 
xr og, and finally impressing said matrix into a tablet of 
, Mg suitable material, substantially as described. 
of . ** 5. The copy of a flat sound-record impressed in suita- 
a | ble material by means of an electroplate formed directly 
) - upon an original flat sound-record engraved to an appre- 
© fe - ciable and uniform depth with laterally undulating 
| i lines corresponding to sound waves, substantiall y as de- 
‘ ae scribed.” 
vF: . REMARKS. 
al i) 
a wo" With regard to the Examiner's objection to the para- 
as : 4 graph beginning on page 3 of the substitute specification, 


pee eee * 
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in view of the recent Lambert patent of March, 1900 (filed 
Aug. 14, 1899), applicant calls attention to the fact that 
the present application was filed in November of 189, 
and that his substitute specifications, as well as all other 
references to the existing state of the art, dates back and 
applies to the art as the latter was known in November, 
1897, at which date and in view of the knowledge then 
possessed, the statement in question would be correct. vf 
course this Lambert patent has no effect, as an anticipating 
‘‘ reference,’”’ nor is the Examiner understood as citing |! 
for such ; this patent és significant, though, in showing 
what room for invention and patentability there remain 
even after the publication of the English patent to Youny, 
of record. 

Present claim 1 corresponds in scope to former chum 4, 
against which the Examiner cited only Rosenthal & 
Frank. 

Claim 2 corresponds to former claim 7, claim 3 to former 
claim 5, claim 4 to former claim 6, and claim 5 to former 
claim 8, against all of which the only reference the Exam. 
iner cited in his last letter is the English patent to Young. 
No other reference was cited against any of those claims. 


APPLICANT’S INVENTION. 


Applicant’s invention lies (1) in the novel manner or 
process of making an original record of sound and in such 
record itself, and (2) as a result involving the foregoing, in 
the complete process (consisting of a series of steps) that 
produces a new and improved commercial record and also 
in such record itself. Claim 1 sets forth the process of 
making the original record, and claim 2 is for this record 
itself. 


Priok PRACTICAL ART. 


At the date of this application, and disregarding for 
the moment the Rosenthal & Frank patent (which will be 
considered later), all sound records were made in either 
one of fo ways exclusively : 


By the vertically engraving method of Bell & Tainter’s 


ror 
uch 
, in 
that 
also 
is of 
cord 
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graphophone (the vertically indenting method of the 1877 
tin foil phonograph having been obsolete upwards of 20 
years), or by the efehing method of Berliner’s gramo- 
phone.  Graphophones had been used to an enormous ex- 
tent, and graphophone records produced by the million, and 
the same is true to a less extent of gramophone and gramo- 
phone records. ‘This is matter of common knowledge. [t is 
also matter of common knowledge that no other records 
and systems were in practical existence. The more those, 
skilled in the talking machine art, studied to produce im- 
proved records of the gramophone type, the more attention 
was devoted to developing the elching process advances 
were made in the material of the plate to be etched, in the 
“yvesist,’? in the treatment of the resist while the record 
was being traced in the etching bath, the ‘*sound box,” 
and other apparatus for making the original ‘* tracing ” to 


be etched, ele. This is evidenced by reference to the list of 


patents suecessively applied for and granted in this branch 
of the art, and whoever attempted to follow in the course 
thus blazed out by the efforts of painstaking inventors, 
would be Jed further and further away from the idea of 
producing a record ‘consisting of «a groove of uniform 
depth and having undulations corresponding to sound 
waves’? by means of the engraving method. (See the Tele- 
phone Cases, C, D., 1888, 321; Edison Co. os. U.S. Co., 
C. D., 1892, on page 611; and many other cases with which 
the learned Examiner is familiar.) 

Similarly, the more those skilled in the art endeavored 
to improve the engraving system of producing records the 
more stress was laid on developing the vertically-cutting 
method, and on producing improved records of that type, 
?.e., having vertical irregularities. An examination of the 
successive patents in this branch of the art will empha- 
size this: They show changes in the shape and in the 
manner of mounting the stylus, always adapted to ob- 
taining the best results in cutting down vertically to pro- 
duce a record-groove characterized by vertical irreguwlari- 
ties; in the construction and mounting of a diaphragm to 
vibrate to and from the surface of the tablet; and in the 
complete apparatus, with the same end in view —for in- 
stance, in the construction of the carriage for carrying the 
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recorder-head so as to hold it in position for such opera- 
tion, in determining the best angle at which the stylus 
must be presented to the tablet, ete. In all these anda 
hundred more details, the fact that the diaphragm must 
vibrate fo and from the tablet and the recorder must cut 
downwards (to produce vertical irregularities), is always 
either expressly stated, or (more significant) is plainly in 
mind and taken for granted as being the only way. The 
conclusion is irresistible that one who follows the course 
taught him by the patents and other literature of the “ en- 
graving ” system, would naturally turn his efforts towards 
producing a vertically-cut record. And ‘* the record of 
this case clearly establishes the truth of this proposition” 
(Edison filament case, supra). With the exception of the 
Rosenthal & Frank patent, not a single patent or other 
publication has been cited that described an engraved 
sound-record characterized by datera/ undulations of uni- 
form depth, or the method of producing such records. 

At this point then (again postponing consideration of 
Rosenthal & Frank) Jones undertakes to produce an orig- 
inal record of the type commonly known as gramophone, 
but better than the etched gramophone records ; to do so 
he turns his back squarely on the essential etching step of 
the gramophone process, and thereby avoids the objections 
due to that step; and at the same time he turns aside from 
the idea of cutting downmards—the vertical engraving, so 
insistently prominent in the graphophone system. In the 
vertical engraving of the latter the resistance to be over- 
come by the recorder varies practically as the exbe of the 
vibration Jength of the stylus—in other words, when a 
strong impulse is given to the diaphragm, the stylus, in- 
stead of making a corresponding deeper cut, makes a cut 
less deep proportionately (owing to the greater proportion- 
ate resistance) than when a feeble impulse is given, 

By Jones’ process the resistance varies directly as the 
length of the vibration Jones, then, steers a middle 
course between the Bell and Tainter and the Berliner sys- 
tems. He obiains a novel product, an original record sim- 
ilar to—but better than—the Berliner record, and entirely 
different from the Bell and Tainter record,by a novel proc- 
ess entirely different from the Berliner process, and 
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though somewhat resembling, yet clearly different from 
the Bell and ‘Tainter method in that the down- 
ward cutting—the vertical ivregulavities—are not 
present, and the resistance is invariably exactly equal 
to the wave-length or the strength of impulse. In other 
words by a decided change for the better in one existing 
process, he produces an article that is entirely different 
from, and an improvement upou, any artiele produced by 
the only two existing methods, Coneededly both this 
original record and the process of making it are novel ; 
and, in view of the history and divergement development 
of the two existing branches of the art, and bearing in + 
mind the doctrine of the Edison filament case, supra 
(C. D. 1892), if must be admitted that the creation of this 
method and this record involved jurention. The Exami- 
ner has practically acknowledged this by no longer citing 
any reference except Rosenthal & Frank. 


= ha Petes 


Rosentunan & Frank Patrenr. 


Now, then, if the Rosenthal apparatus, as described is 
their patent, is capable of producing any record at all, if, 
in addition, the manner of producing it or the record itself 
is like or substantially equivalent to the method and ree- 
ord of applicant’s present claims 1 and 2, and if the de- 
scription in their patent alone puts this same method and 
record in the hands of the public, then the patent may be 
considered a good reference against these claims. But 
otherwise it clearly is not. 

The Rosenthal invention is a machine or apparatus, and 
the improvements (set forth in the third paragraph of the 
specification) lie mainly in so constructing and arranging 
the various parts as to obtain uniform speed of rotation for 
each portion of the tablet that is passing under the 
stylus. The deseription as well as the claims are di- 
rected almost entirely to this idea. In fact, the é/Ze of 
the patent ‘correctly indicating the nature of the inven- 
tions” (R. 8. U.S., Sec. 4885) is ** Apparatus for REPRO- 
pucrna sounds.’ The patent goes on to describe a bell- 
crank lever connected to the diaphragm and carrying a 
stylus /, whose shape and functions are uot set forth (ex- 
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cept in line 17 of page 


2), which says it o erates to “ in- 
y I 
dent’), “The advant 


age of this lever” (involving the 
Swivel-pin, the serew pivoting the lever thereto, the ful- 
crum-serew and the clamp) ‘is that the transmission to the 
diaphragm of vibrations of the stylus”—-due to the ex- 
taneous causes—* js prevented.” In view of the ‘un- 
usual stoutness of the diaphragm” (lines 16-17) and the 
bulkiness and inevitable lost motion of this unwieldy lever, 
with all its attachments, it would appear that—**'The dis- 
advantage of this construction is that the transmission to 
aud from the diaphragm of «// vibrations is prevented, 
In other words, if the Stylus meets with any resistance 
Whatever it will not record.”* 

Tn line 92, page 1, the patent 1 
the phonogram dise is prefer: 
16-22 of page 2 it makes the 


‘ecites incidentally that 
ably of zines and in lines 
bald statement that the « un- 
usual stoutness”’ of the diaphragm (no information what- 
ever being given as to this stoutuess) enables the stylus to 
“indent” the reeord directly in this (zinc) disc. 'This 
passage contains the only information given as to how the 
records are made by this “ reproducing apparatus,” 
When it is recalled that zinc is about twice as hard to 
indent as lead, rolled zinc (the commercial form of the 
article, and the patent must be construed as intending this 
ordinary form) being abont four times as hard as lead, the 
Kxaminer will agree that such resistance would be offered 
to the stylus that **the transmission to the ‘stylus’ of 
Vibration of the § diaphragm’ # * ® jg prevented,” if 
not entirely, vet to a very great extent, and so. much so 
that even if here and there certain irregularities or devia- 
tions are produced in the continuity of the spiral groove, it 
is impossible to obtain any understandable reproduction of 
sound from them ; and therefore asa‘ sound-record ” they 
amount to a failure, 

But even supposing some sort of record be made, how is 
it made, and what is it? The patent says ‘dndent.” But 
us that word is commonly uuderstood it is scarcely appro- 
priate to the action of the stylus /. If the stylus / does 
indent, and if the record thereby produced is an tndented 
record, that alone is suflicient to differentiate it from appli- 
‘ants engraving method and engraved record, 
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From the faet that this stylus,/ is shown as conical and 
tapering toa point, it would appear that its true mode of 
action is to seratch—without removing the material cleanly 
as inv true cutting operation. So that, in any event, ap- 
plicant’s cutting or engraving method is different from 
either the alleged ‘* indenting” or the actual scratching 
method of the patentees. 

To sum up: either the Rosenthal apparatus, if opera- 
tive at all to record sounds, operates in a different: manner 
from applicant’s apparatus and produces a different record; 
or (and this is the strongest probability) it does not oper- 
ite at all to produce sach a record as the specification 
writer sanguinely states. As to ifs operativeness —the 
surest test-—the actual subsequent history of the art, shows 
that in the eight years since the publication of this patent 
this system has never gone into use. And this is a matter 
of general and public knowledge. 

The truth of the matter undoubtedly is that the pat- 
entees, as they correctly stated, constructed an apparatus 
for reproducing sound, which would in faet reproduce 
satisfactorily from a snitable record ; that they desired 
and endeavored to adapt the same apparatus for recording 
also; that they conceived the idea of making a bigger dia- 
phragm and of employing a long aad heavy bell-crank 
lever in connection with it, in the vain hope that such 
‘“stoutness”’? of construction would overcome the insuper- 
able difficulties they had encountered ; and that they (or 
their specification-writer) thereupon proceeded to make the 
fond statement referred to (lines 16-22 of p. 2). The Ex- 
aminer knows well that a /arge diaphragm, instead of 
giving stronger and better vibrations, breaks tp into nodes 
and is utterly worthless for sound-recording purposes. 
The operativeness of Rosenthal’s system of recording de- 
pends on the fallacy that an abnormally large diaphragin 
would give abnormally long and strong vibrations and 
thereby enable if to overcome greater vesistauce in making 
arecord. This assumed principle being untrue, their sys- 
tem (so far as recording is concerned) must fall with it, 

For all the foregoing reasons, it is respectfully sub- 
mitted that this Rosenthal apparatus (and patent) is not 
suflicient, either in operativeness or in identity with appli- 
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cant’s invention, to bar the allowance of claim 1. Nor 
does it anticipate claim 2, which corresponds to former 
claim 7, against which the only reference cited was Young. 
In this connection applicant desires to state that not only 
is the process set forth in his claim 1 (producing the record 
of his claim 2) carried on by him practicall ¥ and success- 
fully upon an extensive scale, but he has reason to believe 
that a large portion of the flat dise records now being made 
are produced in accordance with his own invention, and 
that others are appropriating his invention which is begin- 
ing to supplant entirely the etching process, but without 
applicant receiving any benefit therefrom. 


APPLICANT'S REMAINING Charms. 


Claims 3 and 4, corresponding to former claims 5 and 6, 
set forth the complete process for producing the commer- 
cial article. Applicant’s claims 3 and 4 are for a properly 
organized ‘* process,” there being an inter-relation between 
the successive Steps of his process analogous to the mutual 
relations between the elements of a true ‘*Combination” 
claim. Against these claims the Examiner cited in his last 
letter no reference but Young. 

Applicant’s complete process, according to claim 3, com- 
prises the following steps: (1) his new and peculiar 
method of making the original record ; (2) coating this 
record with a conducting material ; (3) forming a matrix 
thereon by electrolysis ; (4) Separating the matrix from 
the original and (5) pressing it into the material. 

Young’s method involves (1) forming an entirely differ- 
ent original record by a different method ; (2) coating it 
witha conducting material, as applicant does ; (3) forming 
a matrix thereon by electrol ysis, just as applicant does ; 
(4) melting the original away, and thereby destroying it ; 
and (5) eependiny the material against the matrix, 

The significance and importance of the difference be- 
tween the first step of applicant and that of Young have 
already been dwelt on in the substitute specification and 
elsewhere. This difference alone is suflicient to confer 
patentability upon the claim. 

The difference between Young's fourth step and appli- 
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cant’s fourth step is important. Young is compelled to 
melt his original in order to get at his matrix. This ap- 
plication of Heat and the subsequent cooling have a very 
injurious effect upon the delicate matrix surface, as the 
Examiner will readily appreciate ;.moreover, by Young's 
process the original record is destroyed, whereas by appli- 
cant’s the original record is unimpaired and can be used 
again and again. In this respect the difference between 
applicant’s process and that of Young is greater than that 
in the case of Lawther vs. Hamilton (124 U. 8., 1; C. D., 
1888, 209). In that case the prior process 
consisted in crushing the seed between — rollers, 
next grinding with muller-stones, then steaming 
and finally pressing out the oil. The — invention 
before the Supreme Court consisted in omitting the use of 
the muller-stones and thereby obtaining better and more 
oil. The claim—for crushing the seed with rollers and 
then steaming it and pressing out the oil —-was sustained, 
the Court stating that the omission of one step from an 
old process, whereby a better result: is obtained, umounts 
to invention. This doctrine was reiterated and the Law- 
ther case construed by the same Court in the Crescent 
Brewing Co, case (on page 532 of C. D. for 1888). The 
‘better result’? means getting more oil and better oil. 
Applicant’s ** better result’? means the same—getting bet- 
ter records and more records, since the matrix is not in- 
jured and the original is not destroyed, but may be used 
again. 

A third point of difference is that found between the 
fifth steps of applicant and of Young. Young owing the 
shape of the record he is dealing with, has to expand his 
plastic material against the surrounding matrix; and un- 
less the pressure employed for that purpose be applied 
with absolute uniformity at every portion of the interior 
of the plastic cylinder, that material will not be forced into 
the matrix surface sufficiently at all points, and the result 
will be worthless as a sound record. Applicant, on the 
contrary, applies the pressure to his rigid, unyielding 
matrix which thereby acts uniformly over the whole sur- 
face of the plastic tablet. This difference is not a ‘mere 
reversal of parts,’? the function and result are different, 
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and Young cannot by any disclosed means whatever im- 
press his matrix against the enclosed plastic cylinder. 


Claim 4. 'The same three points of difference exist be- 
tween Young's process and the process of applicant’s 
claims 4, and for the same reason this claim also should be 
allowed. 


Claim 5 sets forth the record produced by applicant's 
novel process. Such a record is certainly novel itself, 
while its extensive adoption shows that it is useful and 
argues its patentability, and it is believed therefore to be 
allowable. 


Applicant requests reconsideration and allowance of all 
the claims herewith presented. 


Respectfully submitted, : 


Puitre Mauro, 
Associate Attorney of Record. 
Aug. 13, 1900. 


Orrick LETTER OF SEPTEMBER 7TH, 1900. 


Claims 1, 38 and 4 are for methods and claims 2and 5 are 
for articles. The articles may be produced by other meth- 
ods. <A division therefore is required, see ex parte Fish, 
91 O. G., 1615, and the decisions therein cited. It is, how- 
ever, thought that claims 1 and 2 are met in the patents to 
Clark and Johnson, $624,625, May 9, 1899, Sound Boxes, 
Gramophones, see particularly Figures 3 and 4 and the 
description on lines 26 to 36 of page 2. 

These claims are also rejected on the English patent to 
Goulard $15,206, Sept. 8, 1891, Graphophones. 

Claims 3, 4 and 5 seem to cover aggregations of features 
shown in the English patent to Young of record and the 
patent to Berliner, $548,623, Oct. 29, 1895, Graphophones, 
Tablets, Duplicating Devices. 

J.T. Newton, Ex. 
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In Toe Unrrep Sra'res Parent OFFICE. 


Room 219. 

Joseph W. Jones. 

Method or process of Making Records for the Reproduc- 
tion of Sound Waves. 

Filed Nov. 19, 1897, Responsive to Office Letier 

S. N. 659,170. of Sept. 7, 1900. 


Hon. CoMMISSIONER OF PATENTS: 


Sir.—Please amend the above-entitled application as 
follows: 

Substitute specification page 2, line 16, cancel the 
words: ‘‘ entirely new article. It is an.” 

Cancel claims 1 and 2, and change the ordinals of the 
remaining claims. 

Add the following as claim 4. 


**4. The process of producing commercial sound records 
of the type indicated, which consists of first, preparing a 
flat tablet or dise of soft wax-like material, then engraving 
thereon by means of the lateral vibrations of a suitable 
stylus a record groove of appreciable and uniform depth 
and having lateral undwations corresponding to sound 
waves, next rendering the surface thereof electrically con- 
ductive, then forming a matrix thereon by electrolysis, 
next separating the matrix from the original record dise 
without the use of heat, and finally impressing said matrix 
into a disc of suitable material to form the ultimate record, 
substantially as described.” 


REMARKS. 


Present claim 3 has been objected to as being improperly 
joined with the process claims. Before final action appli- 
cant will either tile a divisional application or cancel this 
elaim. 

Against present claims J and 2 the Examiner cites two 
references, Young and Berliner, both of record. ‘The proe- 
ess set forth by each of applicant’s claims is a single 
unitary, organized process—the various steps each having 
a certain relation to the other steps and alfecting the opera- 
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tion of the other steps, the whole series of steps (constitut- 
ing the “ process”’) contributing directly to produce a 
single, unitary result, to wit, an improved commercial 
sound record. 

The Examiner practically concedes that claims 1 and 2 
each sets forth a process different in its evtirety (7. €., asa 
complete process) from any reference at his command. His 


letter appears to bean attempt to reject the claim npon the | 


ground of aggregation of old elements—because they “* seem 
to cover aggregations of featues shown in the’’ references 
of record. The Examiner apparently proceeds on the 
mistaken theory that to constitute novelty in a process 
each one of the various steps that go to make up that proc- 
ess must be new in itself and taken separately ; whereas, 
as a matter of fact, a new combination of old steps operat- 
ing to produce an improved or better resalt or article, has 
frequently been held patentable. 

Applicant desires to restate briefly the differences be- 
tween the claims and each of the two references taken 
separately, and to show that this process is not a mere 
* ageregation,’’ but that each step bears a certain definite 
relation to the other steps, and further, that the mere 
fact that each step composing his process is not new in 
itself, does not detract from the merit of the invention— 
that to select the several steps from a number of existing 
processes and combine them into one new process whereby 
better results are obtained, amounts to something more 
than mere mechanical skill. See Wallace v. Noyes, 13 
F. R., 172; Andrews v. Garman, 3 Blatch., 307, and also 
Western Elec. Co. v. T. & T. Co., 86 F. R., 769. 

The Process Is Unitary, And Must Be Considered As a 
Whole. 

The question of novelty or invention is one of fact, 
and the line which separates what is termed ‘* judgment” 
or “*mechanical skill’? from 
that which may be regarded as an aet of invention is 
sometimes not easy to discern ina given case. The solu- 
tion of the question is not to be sought by considering 
separately the different elements entering into its struct- 
ure, but the alleged invention is to be viewed as @ whole. 
and with reference to what may be accomplished by its 
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use. In the language of Judge Cox in the case of Coup- 
ler Co. vs. Pratt, 70 Fed., 624: 


‘Invention should be determined more by an ascer- 
tainment of what the inventor had actually accomplished 
than bya technical analysis of the means by which the 
result is attained.” 


Western Elec. Co. v. T. & T. Co. (p. 774), 
SUPT. 


And in this case the Court further referred to Loom 
Co. v. Higgins (105 U. 8.); Mast, Foos Co. », Dempster 
Co. (82 Fed., 333); Potts v. Greager (155 U.38., 597), and 
the Barbed Wire Patent (143 U. S., 275), together with 
other decisions of the Supreme Court, where an exceed- 
ingly slight change, and one that appeared very simple 
afler it had been made. was held to be patentable. In the 
present instance, the end sought, and what the inventor 
had actually accomplished, is the production of a certain 
kind of sound-record definitely described as possessing 
certain advantages of utility and novelty; and while 
there may or may not be patentable invention in the ar- 
ticle itsel!, there /s novelty and utility and invention, and 
therefore patentability, in the means employed,—the 
‘““means”’ in this particular instance being the unitary 
process or method of producing the article. The superior 
advantages of applicant’s sound-record are due and di- 
rectly attributable to the particular steps selected to con- 
stitute his new process, aud therefore the improvement is 
found in the process, and therefore applicant has a ‘“ new 
and improved process.” 

Comparing applicant’s system with that of Young, at 
least five points of difference will be noted: (1) Young 
employs a cylindrical tablet. while applicant is dealing 
with a flaé tablet or ‘“‘dise,”’ the significance of which 
difference will appear later; (2) Young produces by the 
vertical vibration of his stylus a record-groove having 
vertical irregularities, whereas applicant obtains, by lat- 
eral vibrations, a groove of uniform depth and character- 
ized by Jateral undulations ; (3) Young is forced (by rea- 
son of the shapeof his record) to employ eat to remove 
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the original record from its matrix ; (4) and for the same 


reason to employ heat again toexpand his blank-cylinder | : 


to form his ultimate record, and (5) to resort to still an- 
other change of temperature to remove the ultimate 
record from the matrix,—whereas applicant's process 
performs these last three steps without any change of 
temperature whatever, and without destroying the origi- 
nal record. . 

As to the superior advantage of these several steps in 
applicant's process ; it may be noted briefly that the em- 
ployment of a cylindrical tablet entails having to wse heat 
—a raising and lowering of temperature—which (after 
a few duplicates have been made by means of the matrix) 
seriously mars and defaces the matrix-surface. This is 
doubtless one of the reasons why this method of Young 
has never been practically successful. In the next place, 
in making a vertically engraved record, the resistance 
varies practically as the cube of the vibration-length, 
whereas in applicant’s system the resistance varies directly 
with the vibration-length, which insures a more accurate 
record. In the next place, in dealing with a vertically- 
irregular record groove, the depositing of plumbago or the 
like misforms and renders incorrect a sonnd-record whose 
essential characteristic lies in its relative heights and 
depths ; anything that tends to affect relative elevations, to 
that extent distorts the record and renders it worthless as 
a sound-record, 

The foregoing remarks indicate sufficiently the 
inter-relation and the mutual dependence of the varions 
steps of applicant’s process. In the beginning the 
wax of dise form as distinguished from a cylinder ora 
metal plate, has relation forward to the zod having to em- 
ploy heat and not having to eteh (as in Berliner); the 
lateral irregularities, instead of vertical, as relation to the 
more ready and accurate production of the same, also to 
the next step of depositing plumbago, and also to the ac- 
curacy and safety to the original in making an electro- 
plate and afterwards an impression, and the ease in sepa- 
rating the counterparts. 

Applicant's process differs radically from Berliner’s in 
that applicant omits any etching with all its attendant dis- 
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advantages ; and, further, in that (having made his record- 
groove of exact size and full depth in the first instance) he 
does not have to seratch over it afterwards with a graver’s 
tool, as in the Berliner system. Applicant’s record is 
smoother’? and more accurate in its reproductions than 
Berliner’s because the abberations due to etching, etc., are 
not present, aud the deformations due to the graver’s tools 
are avoided. Accuracy and “smoothness’’ (4. e., absence 
of foreign seratching sounds) are the ideals of a sound- 
record, and as applieant has made remarkable improve- 
ment in this direction, and as the difference may be di- 
rectly traced to the novelty of his process, the process is 
the invention and is the thing that is patentable. See 
Rob. Pats., See. 160, and notes. 

The Examiner's attention is invited to Crane’s patent 
for the manufacture of iron (1 Webs. Pat. Cas., 875, 409). 
Before Crane's invention, the use of a hot air blast with 
bituminous coal was well known, and the use of cold blast 
with anthracite coal was also well known. Crane used, 
and claimed, the process of employing the hoé blast and 
anthracite coal. Becanse he thereby produced a better 
article, the process claim was sustained, 

The Court did not undertake to say that Crane ‘* seemed 
to claim an aggregation of old things.’’ A similar case is 
Halliwell 7 Dearman (1 Web. Pat. Cas., 401), in which 
the patentee treated fabric with successive immersions in 
two different solutions, whereas, formerly the practice 
was to mix these old solutions in one. The patentee’s proc- 
ess produced a better article, and his patent was sus- 
tained. Applicant would further request the Examiner 
to reconsider the cases cited in former letters, particularly 
Lawther ». Hamilton (124 U. S.), and the distinetions and 
grounds for novelty heretofore pointed out. 

Applicant is strongly convinced that he has invented a 
patentable process, and respectfully requests careful 
reconsideration and allowance of lis claims, 


Respectfully submitted, 
Prinie Mauro, 
Associate Attorney of Record. 


Dated Nov. 10, (900. 
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Orrick Lerrer OF NOVEMBER 21, 1900. 


It is obvious that under the statute a process claim, as 
well as a claim covering a mechanism, must to be patent- | 
able, cover a process that is the result of the exercise of | 
invention. 

In so far as the present process is concerned it seems to 
be immaterial in a patentable sense whether the undula- 
tions be lateral or radial, for both are equally common, 
and it being old to form a record having record grooves 
with radial undwations by a given process, old for in- 
stance in Young's patent, it would not constitute patent- 
able invention to form a record having grooves with lateral 
undulations by so slight a modification of Young’s proc- 
ess. It seems also to be immaterial in a patentable sense 
whether the matrix be separated from the original by heat 
as in Young’s patent, or by any other well known means 
or common expedient. 

Whether the record be a disc or a cylinder is aiso be- 
lieved to be immaterial in a patentable sense. The claims 
are rejected for want of invention in view of the art dis- 
closed. 


J.T. Newron, Ex. 
Pee & (Pah 17a 


In toe Unitrep Srates Parent OFFICE. 


Room 219. 

Joseph W. Jones. 

Method of Process of Making Records for the Reproduc- 
tion of Sound Waves, 

Viled Nov. 19, 1897, Responsive to Office 

S. N. 659170. Letter of Nov. 21, 1900. 


Hon. CoMMISSIONER OF PATENTS :-— 


Sir.—Please amend the above-entitled application as 
follows: 


Change the title of the Invention to ‘* Production of 
Sound-Records.”’ 

Cancel claim 8 (originally presented as claim 6 in 
amendment of August, 1900); andchange the ordinal of 
claim 4 (presented in amendment of Oct. 25) to 3." 
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REMARKS. 


The several official letters herein have presented various 
grounds of objection which have been fairly met by pre- 
vious arguments. 

In official letter of April 11, 1900, the ground taken 
was that the only difference over Young lay in applying 
his (Young’s) process to a flat tablet having a zig-zag 
record groove of even depth. In reply it was shown that 
there were numerous and important points of difference 
between applicant’s process and that of Young; and the 
reference to Rosenthal & Frank patent was also dispose:t of. 

By oflicial letter of Sept. 7, 1900, the objection urged to 
the process claims was that they covered aggregations of 
Young and Berliner. In reply we pointed out at length 
and (we think) very clearly that each step of applicant’s 
process sustained a direct relation to the other steps, and 
that the new result obtained was due to the joint contribu- 
tion of the several steps performed in the manner set forth. 
Ample authority was cited to sustain our position ou this 
point. (Argument of October 25, 1900.) 

Finally by official letter of Nov. 21, 1900, the process 
claims are rejected on the ground that they are not *‘* the 
result of the exercise of invention,” it requiring no inven- 
tion, in the Examiner’s opinion, to modify Young’s process 
in such manner as to arrive at appellant’s process. Such 
an assertion is always easy to make, and always difficult 
either to prove or disprove. When a result is seen, and 
the road to it pointed out, it is easy to suppose that the 
road is one which anyone might have found. Neverthe- 
less. we think, in the present case, the objection of no in- 
vention is one that will not lie, for several convincing 
reasons. 

In the first place the Hxaminer has seen the result 
achieved by applicant and has had proof that it is a prac- 
tical sound-record of improved quality. On the other hand 
it is known that the process of Young, with the directions 
given by him, and the Knowledge and skill then existing 
in the art, was incapable of producing any — prac- 
tical result, and never did. In every case where 
the question bas arisen, the difference between means 
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which resulted in failure and means which resulted 
in success, has always been held patentable, and ; 
to involve invention. If, after the Young process had ts ees 
been known for a number of years, and been wholly vie 
unfruitful, a later discoverer should have found that 
by a change so slight as starting with a zig-zag record 
instead of a vertically undulating record, he could pro- 
duee a useful sound record, he would be an “ inventor” 
in the sense of the law, for he would have produced a new 
result. In such case it is the resnlt that is looked to 
rather than the erfert of the change; and as a rule the 
slighter the change necessary to turn failure into success, 
the more difficult is it to detect, and the more invention 
required to determine it. But, as has been frequently 
pointed out, applicant has done much more than this. 

‘ Furthermore, itis a matter of fact which must be obvions 
to the Examiner, that applicant's result was obtained only 
after much experiment of an elaborate and delicate char- 
acter. After conception of his process, demonstration 
was required, for certainly no one, with only the light 
afforded by Young's patent, could say that the steps per- 

¢ formed by applicant would produce a practical sound- —. 
record. This fact is a conclusive answer to the objection z 
of no invention. 

Again, applicant is the very first person to employ a cut 
or engraved record of uniform depth in any practical or 
commercial way. This we think is very important. The 
idea of making and utilizing such a record must have 
existed in many minds ever since the Bell & Tainter patent; 
but it had remained undeveloped and unemployed. That 
the whole process of making a zig-zag record in hard _ 
material could be simplified, the entire etching operation = By 
with all its expense and difficulties cut out, anda bedler  , 
result obtained by going back to the starting point, and A ie 
beginning by engraving a record of uniform depth, was an 
inventive idea of conspicuous merit ; the more so because 
the operation of electro-plating the ordinary engraved 
record had never been successfully carried out. This was 


etn a clear departure, of a radical kind, from existing practice 
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means, may make all the difference between obtaining or 
not obtaining the desired result. The important point in 
this connection is that Young’s process requires, at two 
places, the use of heat, which destroys the original record 
and impairs the result of the whole process. The difference 
is therefore a very important one. 

The difference between the use of adise and of a cylinder 
standing alone, might not seem very important and yet it 
might require the insight of an ‘** inventor”? to discover 
that a process useless with the one is useful with the other. 
This difference, however, does not stand alone, for ap- 
plicant’s process differs utherwise materially from Young’s. 

We submit, therefore, that the objection of no inven- 
tion is not supported, but on the contrary is refuted by all 
the material facts and considerations. The invention 
here presented is a veritable improvement in the art, rang- 
ing far higher in merit than many patented inventions. It 
is an art in which slight differences have been, and should 
be, recognized as patentable. 

We submit, therefore, that applicant has demonstrated 
a prima facie riglt toa patent, and should receive the 
same liberal treatment as has been accorded others whose 
inventive efforts have been less deserving. 

Applicant has been required, in consequence of the 
many objections raised, to develop with unusual fullness 
the facts and reasons supporting his demand fora patent, 
and we believe the Examiner should now be amply satis- 
fied that the invention is not only new and useful, but 
clearly of patentable character. 

Respectfully submitted, 
Putiip Mauro, 
Asso. Atty. 


Feb. 2, 1901. 


Orrick Lerrek oF Fesrvary 23, LOL. 


Action on this case in reply to the applicant’s argument 
and amendment filed February 2, 1901, has been suspended 
awaiting a demonstration of the superior excellence of his 
records which demonstration was promised by the attor- 
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ney, but fearing that the matter has been overlooked, he 
is given ten days from this date to make such demonstra- 
tion, and if not made within that time this case must be 
acted on without such demonstration. 

The applicant's attention is also directed to figure 20 
of the English patent to Giroud, No. 15,206 of 1891, 
Graphophones, which shows a wax record engraved by a 
stylus moving laterally as cont radistinguished from verti- 
cally. The position of the office is that to substitute such 
arecord for the record of Young, which was probably a 
record made by vertical undulations, is not patentable. 


Wm. J. Rica, a 
Acting Examiner. 


In THE Unirep States Patent OFFICE. 


Room 219. 
Joseph W. Jones, 

Production of Sound Records, 
Filed Nov. 19, 1897, 

S. N. 659,170. 


State and County of New York, ss.; 


Joseph W. Jonns, being first duly sworn, deposes and 
says he is the applicant named in and who executed the 
above-entitled application. That he annexes hereto as an 
exhibit sound-record entitled * She is a sensible girl, Bar- 

: itone solo, 232,’ which he himself made by the method or 
process set forth in his said application, the same being 
marked with his initials, and the date hereof. 

Deponent further particularizes, this exhibit record was 
made by me in the following manner: the original record 
was engraved directly into a comparatively soft wax-like 
composition, in my presence, and under my directions. I 
then applied a minute coating of black Jead to the surface 
of this original engraved wax record ; placed the same in 
an electroplating bath, and electroplated it with copper ; 

next removed it from the bath and separated the original 
wax tablet from the copper electroplate matrix. The ma- mre 
trix was impressed into the red fibrous tablet constituting ne 
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the exhibit herewith, and the exhibit record was produced 
under my directions. This record was made as above-de- 
scribed, about eighteen (18) months or two years ago, and 
has been used a great number of times. 

Annexed thereto for comparison with my improved 
record is another record made about the same time there- 
with by the old etching process. This latter exhibit is 
identified as ‘‘ Jones Mxhibit, etched record.”’ 


JosErH W. Jonus. 


Subscribed and sworn to before me | 
this 21st day of February, 1901. { 
WintniiamM EB. Hivts, 
[SEAL. ] Notary Public, 
New York County. 


Orritce Lerrer oF Marci 8, 1901. 


This case has been carefully considered in view of the 
ameudments of February 2, 1901. The personal interview 
of the attorney and the affidavit and exhibits received 
February 26, 1901, and claim 2 must be rejected on the 
references of record, particular attention being called to 
page 1, lines 31 to 40 of the patent to Berliner, which would 
alone seem to anticipate this claim. 


J. T. Newron Ex. 


In tur Unirep Svrares Parent OFFICE. 
Room 219. 
Sr. No. 659,170, Filed Nov. 19, 1897. 
Jos. W. Jones, 
Method or Process of Making Records, for the Reprodue- 
tion of Sound-Waves. 
Responsive to Office 
action of Mar. 8, 1901. 


Hon. ComMISSIONER OF PATENTS : 


Sir.—-Please amend the above-entitled application as 
follows: 
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Cancel claim 2, and renumber Claim 3 as claim 2. 


Respectfully submitted. 
Puitre Mauro, 


Atty. 
. Mar. 14, 1901. 
The Examiner’s attention is respectfully called to the beaige 
fact that in the amendment of Feb. 2, 1901, the title of “i i 
the invention was changed to ‘‘ Production Of Sound- ae: 
Records.” i 


OFFIcE LeTrer oF MARCH 28, 1901. 


Official action in the matter of this application is sus- 
pended under the provisions of Rule 96, for fifteen days 
from date. At the expiration of the period of time speci- 

‘ fied, applicant is requested to call this case up for action. 


J... Te J.T. Newton, Ex. 


In tHe Unitep Stares Patent Orrior. 


Room 221. 

Sr. No. 659,170. 

Filed Nov. 19, 1897. 
J. W. Jones. 

Mfg. of Sound Record. 


Hon. COMMISSIONER OF PATEN'Ts : 


Sir.—The fifteen days for which this case was sus- sat 
pended by official letter of March 28th having expired, ey 
the Examiner is called upou to take the case up for fur- ae 
ther action. 
Respectfully, 

Puriie Mavro, 
Attorney. 


April 13, 1901. 
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Interference. 
2-213. 
J.H.D. 
Copies sent both Assignees, 
Department of the Interior, 
United States Patent Office. 


WASHINGTON, D. C., Apr. 17, 1901. 


$21,102. 
JoserH W. Jonrs,—Assor to self and Josepy A. VINCENT, 
Care Puitie MauNo, Phil. Fa: 


Washington, D. C. 

Please find below a copy of a communication from the 
Examiner concerning your application for Method or Pro- 
cess of Making Records for the Reproduction of Sound 
Waves, filed Nov. 19, 1897, serial number 659,170. 


Very respectfully, 


F. I. ALLEN, 
Cormmissioner of Patents. 
Room No. 219. 

Your case, above referred to, is adjudged to interfere 
with others, hereafter specified, and the question of prior- 
ity will be determined in conformity with the Rules. 

The statement demanded by Rule 110 must be sealed 
up and filed on or before the 10th day of May, 1901, with 
the subject of the invention, and name of party filing it, 
indorsed on the envelope. The subject-matter involved in 
the interference is 

Count. 


The herein described method of producing sound-records 
which consists in cutting or engraving upon a tablet of 
suitable material, by means of the lateral vibrations of a 
suitable stylus, a record-groove of appreciable and practi- 
cally uniform depth and having lateral undulations corre- 
sponding to sound-waves, next coating the same with a 
conducting material, then forming a matrix thereon by 
electrolysis, and finally separating this matrix and press- 
ing the same into a tablet of suitable material. 

The foregoing count is'your claim 1, and is claim 7 of an 
application of Emil Berliner of Washington, D. C.. for 


S 4 65 
= Tablet A, having its eleetro-conductive ¢ coating At, is 
4 immersed in a plating bath (1 (Fig. 3), by which a (copper) 
C4 matrix or reverse C is formed. 
5 Matrix C is laid on a tablet D of suitable material in a 
a pless k, and the finished product produced,.”’ 
‘ 
REMARKS. 
The above amendment is made in response to the sug- 
gestion contained in official action of Novy. 12th, 1901, 
S | Respectfully, 
i . Puitre Mauro, 
: Attorney. 
) Nov. 19, 1901. 
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Gramophone Sound-Records and Method of Making the 
Same, whose attorneys of record are Lyons & Bissing, 
McGill Building, Washington, D. C. 

J. T. Newron, Ex. 


0. Boy 


Orrick Lerrer oF NOVEMBER 12, 1901. 


It is requested, if he canconveniently do so, that appli- 
sant furnish a drawing of matter described and claimed, 
for the purpose of more ready reference. 

J. T. Newton, Ex. 


J: BE. 


In tHe Untrep States Patent OFrricr, 


Room 219. 

Sr. No. 659,170, Filed Nov. 19, 1897. 
Production of Sound Records. 

Jos. W. Jones. 


Tlon. COMMISSIONER OF PATENTS: 


Siy.—Please amend as follows: 


Page 3 of the substitute specification, between lines 13 
and 14 insert: 


** Tn the drawings annexed hereto to illustrate this in- 
vention, 

Fig. 1 shows a recorder in the act of producing the 
original record ; 

Vig. 2 shows the original record partially covered with 
graphite ; 

Fig. 3 shows diagrammatically the electro-plating ap- 
paratus for forming the metallic matrix on the original 
record ; and 

Fig. 4 shows a press for forming stamped records from 
the matrix. 

A is a tablet of wax-like composition, B a recording 
device whose stylus 6 cuts or engraves into the surface of 
tablet A a line or groove or chamber a, of uniform depth 
and undulating laterally. The shaded portion At, Fig, 2, 
represents the graphite coating applied over surface of A. 
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2-327. 
MrMoranpuM 
of 
Fre Parp ar U. 8S. Parent OFFrcr, 
(Be careful to give correct Serial N 0.) 
Serial No, 659,170, 1897. 


Inventor: 
J. W. Jones. 


Patent to be issued to Inventor. 


Name of Invention, as allowed : 
Mfg. of Sound Records. 


Date of Payment : 
November 21, 1901, 


Fee: 
$20. 
Date of Filing : 
Nov. 19, 1897. 
Date of Circular of Allowance: 
Nov. 21, 1901. 


The Commissioner of Patents will please apply the ac- 
companying fee as indicated above, 
Puiuip Mauro, 


Attorney. 
Send Patent to 


PuHintie Mauro, 
# 620 F. St. 
Wash., D. C. 


c 
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2-182 659,170. 
Issue Division. 


DePARTMENT OF THE LNTERTOR. 
Washington, D. C., Nov. 22, L901. 


Josepn W. Jones, Assor, 

Care Philip Mauro, 

City. 

Sir.—Your «application for a patent for an improve- 
ment, Production of Sound Reeords, filed November 19, 
1897, has been examined and allowed. 

The final fee, Twenty Dollars, having been received, 
the Letters Patent will be forwarded in due order of 
business. 

Additional copies of specifications and Drawing will be 
charged for at the following rates: Single copies, uncerti- 
fied, 5 cents each. The money should accompany the 
order, 

Very respectfully, 
F. I. ALLEN, 
Commissioner of Patents. 


1897. 
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MEMORANDUM FOR COMPLAINANT. 


The question before this Court is not whether upon 
the evidence in the transcript they would have granted 
the injunction (C. App. D. C., in Rosell vs. Allen, 92 
O. G., 1036) ; but, whether or not there was cbuse of 
discretion by the Court below. Hence, if reasonable 
ground for the action of the Court below appears in 
the transcript, the order will not be reversed. 


Authorities. 


In Proctor & Gamble Co. vs. Globe Co. (92 F. R., 367), 
the Court of Appeals for the Sixth Circuit said : 


“ This being an appeal from an order denying a 
preliminary injunction, the question to be deter- 
mined is whether the discretion of the court below 
was improvidently exercised, and not whether 
upon the final hearing, upon full view of all the 
facts in the case, this Court would, upon the evi- 
dence before it, reach the same conclusion as that 
of the court below (Duplex Printing Press Co. vs. 
Campbell Printing Press & Mfg. Co., 16 0. C. A., 
220, 69 Fed., 252 ; Garrett vs. T. H. Garrett & Co., 
24 C. C. A, 173, 78 Fed., 472). To justify 
this Court in reversing an order of this kind, it 
must be quite clearly apparent that a mistake was 
committed by the court below.” 


In City of Terre Haute vs. Farmers’ Loan and Trust 
Co. (99 Fed., 838) the Court of Appeals for the Seventh 
Circuit refused to reverse the order of the Court below - 
(refusing to dissolve au injunction) on the ground that, 


‘ 


2 
although the questions of law and fact raised in the 
case were numerous, these should not be passed upon, 
but “left to the untrammeled consideration of the 
Court below at final hearing.” 

The Court said : 


“There is no controlling and unquestioned 
proposition of law or fact on which it can be said 
that the interlocutory order is clearly wrong and 
ought to be set aside.” 


And, again : 


“ The bill made, at least, a prima facie caso 
for the granting of the interlocutory order, and 
the showing on the motion to dissolve, at most, 
left the question fairly within the discretion of 
the court.” 


The Cireuit Court of Appeals for the Fifth Circuit, 
in an important case ( Workingmen’s Amalgamated 
Council vs. United States, 57 Ved., 85), wherein “ the 
conflict of testimony was sharp and emphatic,” de- 
clined to set aside an order for an injunction pendente 
lite, on the ground that ‘such an order should not be 
reversed unless it is made clearly to appear that it was 
improvident and hurtful to the appellants.” 

The Circuit Court of Appeals (Sixth Circuit) in 
Thompson vs. Nelson (71 Fed., 339), followed its de- 
cision in the Duplex Printing Case, and declined to 
reverse the order of the Court below, because they 
could not find ‘* that the sound judicial discretion of 
the court in granting or withholding a preliminary in- 
junction was improperly exercised,” citing authorities. 

In Litter vs. Ulinan et al. (78 Fed., 222), the Court 
of Appeals (Fourth Circuit), held that an appellate 
court would not interfere with the exercise of the dis- 
cretion of 2» Chancellor in refusing to dissolve an injunc- 
tion, either absolutely or upon condition of giving 
security, unless there is manifest error in the conclu- 
sion reached by him. 
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isedin the A pertinent and well considered decision on the 
ssed upon, same question was rendered by the Court of Appeals 
on of the for the Ninth Circuit in Southern Pacific Company 
vs. Karl (82 Fed., 690), from which we quote : 
, ; “Tnasmuch as the granting of an injunction 
questioned pendente lite is committed to discretion of the trial 


‘an be said 


court, it necessarily follows—and so the authori- 
wrong and 


ties uniformly hold—that upon an appeal from 
such an order the only question which the appel- 
late court is called upon to determine is whether 
the court in making such an order abused its dis- 


- cretion. If there was before the court evidence 
ne =. having a reasonable tendency to make out a prima 
order, an 


fucie case for the plaintiff, the order granting the 
injunction will generally be aflirmed, notwith- 
standing there may have been a material conflict 
in the evidence submitted to the court at the time 
of making its order, or, stating the same rule in 
different words, the decision of the judge who 
made the order will not be reversed unless it 
appears, after consideration of all the evidence 
upon which his action was based, that his legal 
discretion to grant or withhold the order was im- 
providently exercised.” 


e, at most, 
“iscretion of 


{th Cireuit, 
aalgamated 
erein ‘the 
shatic,” de- | 
on nendente 
wldProt be 
that it was 

The rule generally adopted by the Cireuit Court of 
Appeal has been followed by the Court of Appeals for 
the District of Columbia in Stundard Oil Co. vs. Olser, 
U1 App. D. C., 80; and “lectric Lighting Co. vs. Met. 
Club, 6 App. D. C., 536-544. 

Tn the last cited case the Court say : 
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“We should not lightly disregard the action of 
the court below, or reverse that action unless it is 
mado very plain tous cither that such action was 


of the dis- u erroneous or that it is inthe interest of justice that 
ean injune- it should be vacated.” 
1 of giving 


This case was wed in Oil Co. us. Olser, supra. 
tid ‘educa. : This tens Noi followed in Co. vs. Olsen, supra 
k See, also, 
r Blount vs. Societe, 583 Led., 98. 
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Georgia vs. Braisford, 2 Dall., 402. 

Southern Pac. vs. Barl, supra. 

Jensen vs. Norton, 64 Fed.. 662. 

Pacific Whaling Co. vs. Alaska Assn., 91 O. 
G., 1803. 

Dimick vs. Shaw, 94 Fed., 266. 

Loew Filter Co. vs. German-Amer. Co., 107 
Fed., 949, 951. 


Evidence as to Defendant. 


The bill was filed March 17, 1902, and on April 11, 
twenty-five days later, Jones bought the two Exhibit 
Zonophone Records, At the same time he got De- 
fendant’s Catalogue (Jones Exhibit, Defendant’s Rec- 
ord Catalogue, folio 127), in which these two records 
had already before that time deen listed (as articles de- 
fendant was selling and preparing and threatening to 
sell). 

This catalogue on its face bears the legend: “ Com- 
plete List, March, 1902, Superseding all Previous 
Issues.” 

On page 114 (Qs. 3, 4, 5, 6) Cheney says that for “a 
year and a half” he has been making for defendant 
records produced from original sound records made in 
his soft tallow composition, And (Q. 8) that during 
this year and a half he has followed always the same 
system in making sound-vecords. See, also, Cheney’s 
affidavit on page 102, folio 304, in which he had 
already told us he makes his records in this manner. 

In Q. 69 (p. 128) he says he is using the same re- 
cording tool he had used a year and a half ago. 

Again, in Qs. 77 and 78 (p. 124), he says he has em- 
ployed the same method and practically the same ma- 
terial throughout the year and a half. 

On pages 154-5, he practically admits that the two 
zonophone records (Complainant’s Exhibits) are of his 
make (see Qs. 289, 291, 295, 299). 

And although Cheney bad finally told us of four 
different systems, yet on page 158 (Q. 821) he says the 
larger portion of his records are made from this tallow- 
composition tablet. 
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To sum up, the larger portion, if not practically all 
his records, fora year and a half past, have been made 
in the same manner, in which the two Exhibit Zono- 
phone Records were made ; if these two articles are 
held to be infringements, then the same infringement 
has been going on for a year and a half, or for over a 
year before the bill was filed. 

In the second place, the Exhibit Defendant’s Cata- 
logue shows that defendant is preparing and threaten- 
ing to commit an infringement. 


“ In order to support a motion for an injunction 
the bill should set forth a case of probable right, 
and a probable danger that the right would be de- 
feated without the special interposition of the 
Court.” 

Georgia vs. Braisford, 2 Dall, 402. 


This decision has been widely quoted and followed 
(see Southern Pac. Co. vs. Earl, supra). 


Infringement. 


The principal question in this case is whether the 
Court below plainly erred in holding that the evidence 
presented is sufficient to establish infringement by the 
defendant. 

The evidence as to the precise details of the opera- 
tion whereby the defendant makes its original sound- 
record is wholly under the control of defendant, who 
has taken every pains to close the door upon that evi- 
dence as tightly as possible. The situation presented 
to the Court is that the operation carried on by de- 
fendant is a “secret process,” and not only a secret 
from the world, bué even a secret from defendant atsel f. 
A workman in the employ of defendant, one George 
K. Cheney is the sole repository of this “secret” (T., 
p- 109, fol. 825). Cheney says that these processes 
are “secret processes known only to deponent.” Again 


(p. 101, fol. 303): 
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‘ “ All of the original records are made by a process orig» - were v 
; of my own, the details of which are known by no one ' for th 
i else.” f known 
The defendant, therefore, is in this position. Lt Ly becaus 
: engages an irrespousible person to make sound records fr a engray 
by a process whereof the defendant and its responsible H been n 
officers are totally ignorant, evidently preferring the i Jones 
bliss of ignorance to the folly of wisdom in this in- f feudan 
stance. Defendant, therefore, says to the Court that j ing” p 
it does not know whether it infringes or not, that no Bi, dlavits 
one knows but Cheney, and Cheney, obedient to his | ; In the 
instructions, refuses to answer any and every question ant’s p 
tending to disclose the truth of the matter. t applied 
We, therefore, have the defendant in the attitude of ie stating 
not denying infringement, but relying implicitly upon ag view t 
the word of an employee that he is making the records i process 
* by a non-infringing process, at the same time giving record | 
that employee rigid instructions, enforced by counsel is no de 
when the former is on the witness stand, not to let one if one Cri 
word escape him which might tend to show that his ive. the neg 
individual view of the question of infringement is (the M, 
erroneous. made n 
How much reliance can be placed on Cheney's judg- _ tures cz 
ment of this question may be inferred from his state- ferring 
ment (‘T., p. 109, fol. 325) that the alleged secret produce 
processes “ are deponents’ stock in trade, and his means Mr. Lal 
of livelihood.” ; A ‘chine CG 
The Court, therefore, will hardly substitute Mr. at prepara 
Cheney’s judgment for their own, provided there is process. 
sufficient evidence from which a conclusion can be We tl 
reached. We will now look to the evidence presented ords (an 
by the transeript, and will show that it is ample, and he is sti 
more than ample, to sustain the conclusion of the _process, 
Court below. A very important feature of that evi- which 1 
dence is the deposition of Cheney himself. fendant 
The engraving process of the patent in suit first its met 
gave to the world serviceable sound-records. Not bi * somethii 
only that, but it is the only process in use to-day, un- } feeling i 
less Cheney's “sceret” is substantially a different } a owner of 
process. ‘There was in use, some years ago, another tity practica 
process of making zig-zag records, but its results yee ty actually 
4 . 
| ; 
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were very unsatisfactory, and it has been abandoned 
for the engraving process. This other process was 
known as the “ etching process.” [t concerns us only 
because it is the only known process, other than the 
engraving process, whereby sound-records have ever 
been made commercially. The expert aflidavits of Mr. 
Jones and Mr. Cameron show conclusively that de- 
fendant’s sound-records are not made by the “ etch- 
ing” process, aud this is admitted in Cheney's afli- 
davits and deposition (‘T., p. 114, Q. 5; p. 148, Q. 255). 
In the latter part of 1900, the president of defend- 
ant’s predecessor (the Universal Talking Machine Co.) 
applied to complainant for the terms of a license, 
stating that his company “was experimenting with a 
view to making zig-zag records by the engraving 
process” (Kaston, p. 55, fol. 164). Cheney was the 
record maker of that company (p. 138, fol. 413). There 
is no denial of this statement of Mr. Kaston’s ; though 
one Crandall (who had nothing whatever to do with 
the negotiatinos), an officer of the defendant company 
(the Manufacturing Company), says that the defendant 
made no overtures te complainant, but that the over- 
tures came from the latter; but Crandall is here re- 
ferring to negotiations of a much later date. We shall 
produce in Court, and read if permitted, the letter of 
Mr. LaDow, president of the Universal ‘Talking-Ma- 
chine Co., dated November 10, 1900, and showing the 
preparation of that company to use the engraving 
process, 

We thas see the company which then made the ree- 
ords (and apparently still does, for Cheney says that 
he is still its employee) about to employ the engraving 
process, and intending to apply later for a license, 
which it never did. Now, when we find the de- 
fendant (or its associated company) about to change 
its methods and abandon the etching process for 
something else, and when we find it cautiously 
feeling its way to the safeguard of a license from the 
owner of the only successful method, and the only other 
practical method; and when we find later that- it 
actually Aas changed its method and blows its horn in 
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public print about “an entirely new process evolved 
from an accidental discovery in our laboratory ” (Is. 
pamphlet “The Zonophone is the Best Talking Ma- 
chine ;” see 'T., p. 53), we have a pretty strong indica- 
tion that the departure is from the etching process to 
the engraving process. 

The attitude of the defendant aud its record-maker 
Cheney confirms this indication, and the other facts 
now to be presented raise it to the plane of demonstra- 
tion. 

The experts, Mr. Jones and Mr. Cameron, by their 
examination of defendant's records, not only exclude 
the etching process completely, but they show that an 
engraved record has certain characteristics which are 
perpetuated in the copies made therefrom, and by 
which its identity can be established. 

Mr. Jones, after describing how the engraving pro- 
cess is employed in making hard disk records, says 


(p. 41): 


“This engraving process likewise imparts its 
characteristic peculiarities to the ultimate record, 
so that an examination of the latter will disclose 
the method employed in producing it. The turn- 
ing down of the waxlike surface preparatory to 
engraving the record therein produces a series of 
concentric markings, always more or less visible 
to the naked eye. In this respect the sound 
records produced by this method (since this pecu- 
liarity is transmitted to the matrix and then to the 
record itself) differ entirely from those produced 
by the etching process; records by the etched 
process have a perfectly smooth, flat central sur- 
face ; records produced by the engraving process 
show the concentric markings. 

“Tn the second place, in making the original 
wax-like record of this type by the engraving step 
just described, the lettering is produced by im- 
pressing a heated stamp into the surface of the 
waxlike tablet. The effeet of this is to produce a 
depression with a polished bottom and a slight 
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marginal raise or ridge. This peculiarity is re- 
tained in the matrix, of course in reverse, and is 
faithfully and accurately represented in the ulti- 
mate record. And in this respect also records 
made by the two methods may be distinguished : 
‘Records whose production involves the waxlike 
material and the engraving step will bear lettering 
characterized by a smooth and polished bottom or 
floor with a slight marginal raise or ridge around 
the contour of each letter.” 


He, points out that these tell-tale characteristics are 
plainly exhibited in the exhibit records of defendant. 

Mr. Cameron (p. 46, ef seq.) confirms and amplifies 
this, and finds, as a fact conclusively established by the 
internal evidence presented by the exhibits themselves, 
that they were made by the engraving process of the 
patent in suit. 

This would ordinarily be conclusive in a case where 
the defendant seveeus himself behind the shield of 
alleged secrecy, and the more so when the defendant 
claims that he does not himself know bow his own 
articles are nade ; but there is much more to support 
our position. 

No one on behalf of defendant denies either that its 
records present the characteristics described by our ea- 
perts, or that those characteristics are identifications of 
the engraving process and the engraved sound record. 

None of the replying affidavits disputes in the least 
either the premises or the conclusion. On the con- 
trary, Cheney, when put on the stand by complainant, 
admitted that the characteristic markings above re- 
ferred to were found on the records made by him for 
defendaut (p. 153, Q. 285 ef sey.). When asked how 
he accounted for those markings he replied, as to 
every crucial question, ‘TI decline to answer” (p. 155, 
Q. 294). 

The further evidence on the question of infringement 
is in the affidavits and deposition of the witness 
Cheney. Nothing short of the reading of tho entire 
deposition will give the Court an idea of the shiftiness, 
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evasion, lack of candor, and general unreliability of 
this witness. Such reading must bring this Court to 
the conclusions of the Court below (‘T., p. 167), namely, 
that 
“the circumstantial evidence presented by the 
markings on the dises was most persuasive ; it was 
difficult to understand how it could be possible 
that the effect could be produced in a substance 
so soft it could be pushed aside without cutting or 
removal” ; and that | 
“The evidence which has now been presented 
by the defendant, many questions quite crucial in 
their character not being answered, does not over- 
come the case made by the exhibits and the 
aflidavits presented on the original motion.” 


The evidential matters found in Cheney’s deposition 
are of two sorts, consisting (1) of what he says and (2) 
of what he does not say. 

The information which Cheney imparts is strongly 
confirmatory of the conclusions stated by complain- 
ant’s experts. He tells us that he uses the same 
materials (tallow or stearic acid being the principal 
ingredient) as ordinarily used in making engraved 
sound records : 


“In making the original record | use a plate of 
soft composition composed mainly of tallow and 
other ingredients the details of which and the pro- 
portions | do not care to specify, as the same is a 
secret known only to me. It is a soft, saponified 
composition,” ete. (p. 102). 


Saponified compositions of stearic avid are the ma- 
terials ordinarily used in this process, and the witness 
here points to no distinction except such as may reside 
in the adjective “ soft.” 

This tallow composition is formed into “ plates or 
tablets for recording ” (p. 115, Q. 11). 

The witness refuses to state the thickness of the 
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tablet, at first evading upon the pretext that he never 
measured it (Qs. 11-16). 

He refuses to state how the tablet is smoothed pre- 
paratory to recording (Qs. 18-238). 

Next we learn that the recorder employed in making 
the record has a diaphragm, stylus (or “ recording 
tool”) and feed mechanism (p. 119, Qs. 30-34). 

Farther we learn that the stylus, during the opera- 
tion of recording is “ embedded in the tallow com- 
position, and produces a track or groove therein” 
(Q. 35). 

Here then we have all the conditions of the Bell & 
Tainter process. What chiefly distinguished their in- 
vention from the old art was that, instead of a stylus 
resting upon the surface of and indenting or bending 
a pliable sheet (tin-foil) into a groove lying beneath it, 


-the stylus was embedded in an amorphous composition 


of slight cohesiveness, and formed a groove or track 
therein. 
Now this witness wishes the Court to believe, 


_beeause (as he says) his livelehood depends upon it, 
f i 


that, with the same kind of vecording-material and 
with the recording-tool embedded therein, he makes a 
sound-record without employing the Bell & Tainter 
process. ‘The distinction which he wishes to suggest 
to the Court is that, in his operation, the material re- 
moved to form the tiny track or groove, is not carried 
away from the tablet, but remain thereon or therein. 


- As to this the witness says : 


«Q. 57. What becomes: of the material that 
had occupied the space where your grooves are 
gouged out ? 

** A. It is displaced and pushed to one side. 

“ Q. 58. How do you get rid of it? Do you 
have an apparatus or contrivance of some sort for 
blowing it away ? 

“ A. There is nothing removed to blow away. 

“ Q. 59. Where is it lodged ? 

“A. [don’t know. There is nothing comes off 
the tablet. 
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softer than is customary, and, if that difference in soft- 
ness doves produce a substantially different result, he 
could demonstrate it without disclosing more than he 
has already disclosed. 


Prior Adjudications. 


There has been general publie acquiescence in the 
validity of these claims (Bill, T., p. 5, fols. 18, 14; p- 
(i, fols. 17-19). In paragraph 9 of the bill it is shown 
that the Edison Phonograph Works (well known in 
connection with the name of ‘Thomas A. Kdison), after 
an arduous contest, agreed to an injunction sustain- 
ing the validity of our patent in ad/ respects and ac- 
cepted a license thereunder. 

The same paragraph 9 ('T., fols. 18, 19) sets up other 
adjudications, both reported and unreported. In 
Graphophone Co. vs. Waleutt (87 F. R., 556), claims 
7, 10, 17 and 18 (here involved) were directly in suit 
and were sustained. This case was again heard on 
contempt proceedings (86 F, R., 468). In the Waleutt 
suits the defense was conducted by the same patent 
counsel who has been acting for the Universal Co. and 
is now solicitor and of counsel for the defendant. 'This 
shows that defendant has all along known of the exist- 
ence of our patent, and of the scope and validity at- 
tributed to these four claims by the Cireuit Court. 

In Graphophone Co. vs. Amet (74 F. R., 789), claims 
22 and 24 of the patent were found valid ; and in same 
vs, Leeds (87 I’, R., 873), inter alia, claims 19, 20, 21, 
22, 23 and 24 were sustained. While none of the four 
claims involved on this appeal was directly involved in 
the Amet case or in the Leeds case, yet the invention of 
the present claims was directly involved. The claims 
presented in those two suits were for the combination 
of two elements: one a reproducing-device, and the 
other the sound-record of the four claims before this 

Jourt. Judge Grosscur (in the Amet case) doubted 
the patentability of the reproducing-element of the 
claims before him, but sustained the claims because he 


8 


“ Q. 60. Is it crowded into the wall between ihe 
grooves ? 

A, Yes; 

“Q. 61. Is the height of these walls raised 
above the average surface hoight of the tablet? 

“ A. J think it is a very little. 

“ Q. 62. If this be correct, would the height ol 
the walls in the ultimate commercial record bv 
correspondingly elevated above the average height 
of the remainder of the record surface ? 

“A. Yes; on most of them you will find thew, 
on some you won't—it depends cn the recording 
tool.” 


Now, it may conceivably he, though unlikely, that 
the recording tool, acting like a ploughshare, lays the 
tiny thread of material removed by it (which is less in 
dimensions than the diameter of ‘a hair) upon the 
blank spaces betwaen the contiguous grooves. If this 
be true, the process is obviously one of engraving or 
gouging, as described in the patent. The witness says 
he does not know where this gouged-out material is 
lodged (Q. 59). If not, he cannot deny our contention. 

At this point the false pretense which this man is 
put forward to swear to asa shield for the defendant 
becomes clearly apparent. He has disclosed enough 
to show that he could satisfy the Court fully upon the 
question at issue without betraying any secret. His 
ineaning, if it can be discerned at all, is that his 
recording stylus simply pushes or crowds the displaced 
material aside, possibly increasing the density of the 
mass adjacent to the grooves, or possibly raising the 
height of the walls. Plainly, the witness, having told 

all this, has nothing to hold back, provided he is telling 
the truth. All he would have to do would be to show 
the thing corresponding to his words. 

From this we may deduce with reasonable certainty 
that Cheney, in his secret manufacture of soun- 
records, employs an operation identical with that 
described in the patent; and that, if he docs actually 
use the recording material in a condition materially 
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found the sound-record itself to be new and patentable. pe ae * _ noid or th 
Judge Suipman, after final hearing in the Leeds case, Weir hard disk 
followed this same view, basing his decision squarely foals) Af Bound-] 
upon the novelty and patentability of the engraving Ane. iy Noe 
method and the engraved sound-record. Np fie) “article +ec 
Thus claims 7, 10,17, and 18 have been expressly i”. -the*electr 
and directly sustained by the Cireuit Court for the rat’ * "Gg not-itse 
Southern District of New York, and against defendants f yet its pr 
who were represented by the same coansel now ap- Bie the prior 
pearing for the present defendant-appellant ; while the er and, ther 
invention of these same claims has been sustained of bg 4 plated m: 
necessity in New York and in Chicago, because the de- AP iad priation | 
cision sustaining certain other claims of the patent ex- yh ment, Z 
pressly state that the ground for such decision was the | iota article, t] 
hovelty of that particular feature of the combination in eet called fo 
those other claims which is set up by the four claims );: involved 
here involved. ag \ four clai 
Our Hard Disc-Records. . on Our ba 
Paragraph 10 of our bill (1, p. 7) shows how the be Re atv I 

Graphophone Co. makes its own hard dise-records. sins oak 2a 
Paragraph 11 shows how the production of such rec- Graphoy 
ords involves the invention covered by the four ica eb 
claims—7, 10, 17 and 18—here involved. The same ‘the vert 
subject is set forth by Jones (T., p. 41, fols. 122, 123) patent; 


and by Cameron (T., pp. 46-48, 51-53). A cake of raat sup MOE 
wax-like composition, Complainaut’s [Exhibit “ Wax- A that thi 
like Blank Tablet,” is placed upon a turn-table under Meets ‘and rs 
a suitable recording apparatus and sound-grooves are * ete vies has b 
produced therein, as illustrated by Complainant’s Ex- ie ‘the test 
hibit “ Engraved Wax-like Original.” This original pe sre es ever he 
sound-record is then coated with finely-powdered i ae peered 
graphite and placed in an electro-plating bath and Renny ¢ dubs is 


subjected to the ordinary process of electro-plating. ae uF es 
When the electro deposit is sufficiently thick it is re- Bloat "affidavit 
moved from the wax-like original, as illustrated by oe ‘mer suit: 
Jomplainant’s Exhibit “ Matrix from Engraved Orig- ake sy One of th 
inal.” ‘Chis matrix is then impressed into a tablet or melee & cf “a 
disk of suitable “ fibrous material,” vuleanite, dura- ‘ oN in Court 
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noid or the like, to produce the ultimate commercial 
hard disk sound-record, such as Complainant's Exhibit 
* Sound-Record from Engraved Original.” 

The Original Wazx-like Svund-record is the very 
article covered by claims 7, 10, 17 and 18; and while 
the electro-plated matrix from such engraved original 
is not itself the article called for by the four claims, 
yet its production directly and of necessity involved 
the prior manufacture and use of the patented article ; 
and, therefore, the unlawful making of such electro- 
plated matrix from an engraved original is an appro- 
priation of the patented invention, and is an infringe- 
ment. In like manner, while the ultimate commercial 
article, the hard disk sound-reecord, is not the article 
called for by the fonr claims, yet its production has 
involved the appropriation of the invention of our 
four claims, and if unauthorized is an infringement. 


Our Hard Sound-Records Covered by the 
Claims. 


Counsel on the other side will argue that the 
Graphophone Co.’s original disk-records contain lat- 
erally-undulating grooves of uniform depth, instead of 
the vertical irregularities particularly described in’ the 
patent ; and that, therefore, our original disk-records 
are not covered by the four claims. In reply, we repeat 
that this patent is THe pioneer. During the sixtecn 
and one-half years of its life, for at least nine of which 
it has been in continuous litigation, it has withstood 
the test of innumerable attacks ; not one reference has 
ever been adduced to anticipate or restrict its claims, 
particularly the claims'relating to the sound-record.* 


* The various patents and publications set forth in the West 
aflidavit are all taken from the Answers filed by defendants in for- 
mer suits and have been considered by the Cireuit Court. Every 
one of these citations was available to Mr. West in the Waleutt 
suit, and in fact, nearly all of them were set up in that suit and 
were discussed by his expert. We will produce the printed reeords 
in Court. 
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The language of the four claims does not require them 

to be limited to a record-groove having vertical irreg- 

ularities in its bottom. Nor is there anything in the 
specification to require this limitation. On the con- 

trary, the Janguage of the specification plainly in- 

‘ dicates that these claims covered both types of record. 
(a) The Court is asked to compare claim 7 (one of 

those on appeal) with claim 8 ; these two claims are prac- 

ti¢ally identical exeept where claim 7 (in suit) calls for 


“narrow lines of irregular or varied form,” 
claim 8 specifies 
“ines of variable cross section.” 


By “ variable cross-section” is meant that the cross- 
section is greater in one part of the line than in an- 
other part ; in other words, that one part of the record- 
groove is deeper than another pari, or is wider. This 
can mean only that the record-groove has vertical un- 
dulations caused by the stylus cutting more deeply or 
less deeply, as the case may be. On the other hand, 
the record-grooves of uniform depth and having lateral 
undulations (such as those involved on this appeal) are 
of uniform cross-section. 

The fact that claim 8 differs as it does from claim 7 
(and also from claims 10, 17 and 18), indicates that the 
latter claims are not limited to vertical undulations. 


’ Bresnahan vs. Tripp Giant Leveler Co., 92 
O. G., 2508; C. D. 1900, 356 (Court of 
Appeals, Ist Cireuit). 


(6) The patentees say that the 


“invention consists, first, in the formation of 
the record * * * by means of a cuting 
° styles, *° * * (line 16 of -p..1) 5 ‘that -* it 
cousists, secondly, in engraving or cutting a 
record in a waxy substance ” (line 60 of p. 1); 
and that “the invention consists, thirdly, in 
“ cutting or engraving the record in the form of a 
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“groove with sloping walls, the sound-waves 
‘ being represented by elerations and depressions 
“ul the boltom of the groove or otherwise” (lines 
76-80 of p. 1). 


This indicates that the inventive idea of cutting a 
record or of aking it in a wax-like material is distinct 
from the inventive idea of having a record consist of 
vertical irregularities aé¢ the bottom of the grooves, 
and indicates that the claims are not to be limited 
beyond their plain meaning. 

(c) The Court is also urged to observe what the 
patentecs say in the passage last quoted, viz.: that 
their record may be represented by irregularities in 
the bottom of the grooves “or orneRwise.” — //ow 
“ orHeRWISE”’ ? Where else could the irregularities of 
the groove be except in its sides ? 

This means that while they proceed to specify 
vertical irregularities, they contemplate other forms 
and their claims are broad enough to cover both 
varities. 

(@) Again (p. 1, line 114 to line 3 of p. 2), the patentees 
speak of a record in the form of a groove with sloping 
walls, but say their apparatus “ may also be usefully 
employed in connection with v/ier forms of record.” 

Again, on page 6 (lines 48-55), the patentees state 
that their invention is not limited, and that “ parts of 
the invention may be used separately” (lines 46, 47 
of p. 6). 

The claims of a pioneer patent should be considered 
liberally, but we do not ask this; we merely ask that 
celainis be considered literally. The scope of claims 
can be restricted only by the prior state of the art, or 
by the language of the specification. The prior state 
of the artis practically wid, and the specilication so 
far from serving to restrict our claims actually shows 
that they cover both the two forms of record. 

The four claims are not limited to a groove having 
vertical irregularities in its bottom, but cover any 
sound record consisting of a solid body having its sur- 
face eut or engraved with narrow lines of irregular 
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form corresponding to sound waves (claim 7); they 
cover any sound-record cut or engraved in any wax- 
like composition (claim 10); they eover any sound-rec- 
ord cut in wax-like composition in the form of au 
irregular groove with sloping walls (claims 17 and 18). 

Up to this point, the production of complainant's hard 
disk records, we have made it plain that the Court 
below did not err in holding that our own records are 
made under our patent. This cannot be seriously dis- 
puted. Unless the Court of Appeals can say the Court 
below was plainly mistaken, unless a palpable error is 
manifest, the finding of the Court on this point will 
not be reversed. 


Only Two Methods Known. 


Jones (T., p. 40, fol. 118) and Cameron ('T., p. 49, 
fols. 144, 145) tell us that only two practical methods 
have so far been evolved for producing zigzag sound 
records in a commercial manner. One of these is the 
system employing the engraving step and the engraved 
original sound record above described, which will here- 


after be called the “ engraving system ” ; and the other + 
Le} re 


the Berliner or Gramophone system, in which the dis- 
tinctive step consists of an e¢ching process, and which 
will be called the “etching system.” Each of these 
two system leaves in or upon the ultimate hard disk 
record produced by it certain characteristic peculiari- 
ties that show clearly and conclusively which one of 
the two processes was employed in making that article 
(Jones, 'T’., p. 40, fol. 118; Cameron, T., pp. 50, 51, 
fols. 150, 151). 


The Engraving System. 


The cake of wax-like composition which is to re- 
ceive the record is liable to become a little warped on 
its upper surface and, therefore, it must be turned or 
pared perfectly smooth before the original record is 
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recorded in it (Jones, p. 41; Cameron, p. 46; Cheney, 
p- 116, Q. 18 e¢ seg.). The marks of this paring ac- 
tion, made by the turning-tool, are plainly apparent 
upon the surface of the tablet (see Complainant’s Ex- 
hibit Wax-like Blank). The record is then cut or en- 
graved in the tablet thus prepared, the thin spiral 
lines which constitute the sound-record proper forming 
an annular band upon the tablet, as scen in Complain- 
aut’s Exhibit Original Record. In this second exhibit 
the marks of the tuming-tool are still visible. The 
surface of this second exhibit is afterward rendered 
electro-conductive (as by a coating of graphite) and is 
then placed in the ordinary electro-plating bath to 
receive « metal deposit which constitutes the matrix, 
Comwplainant’s Exhibit Matrix from Engraved Orig- 
inal. This third exhibit still retains the markings 
which indicate the track of the turning-tool. This 
matrix is then impressed into a disk of hard ma- 
terial to produce the hard disk records, Complain- 
ant’s Exhibit Sound-rvecord from Engraved Original. 
This fourth exhibit still perpetuates the central 
markings produced by the turning-tool. These mark- 
ings show that at an earlier stage of the process the 
surface of the material was pared or turned perfectly 
true upon a turn-table by means of a cutting or paring 
device, and that such material had been cut by the 
recording-stylus. In other words, the presence of 
these central markings demonstrates that the pro- 
duction of this exhibit record involved the engraving 
system. 

In the second place, complainant’s records contain 
lettering giving the title of selection, ete. This 
lettering was produced on the original wax-like disk 
or tablet by means of a heated stencil or stamp. The 
effect of this treatment was to depress the “ wax” 
beneath the stencil and raise it slightly around the 
margin, to produce a smooth and polished bottom or 
floor and a marginal ridge around the same. These 
two peculiarities are repeated (in reverse) in the 
matrix and perpetuated in the black disk-record 
(Jones, p. 42, fol. 125). So that the presence upon the 
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hard disk-record of comparatively deep lettering 
characterized by a smooth floor with slightly raised 
margin, indicates conclusively that the production of 
such article was produced by the “engraving system” 
and its production involved a wax-like original. 


Etching System. 


In the etching systema zinc plate was employed 
having its surface buffed and polished to a high lustre 
(see Complainant’s Exhibit Zinc Plate for Etching). 
‘This surface was covered with an infinitesimal film of 
fatty “ resist” to protect the metal from acid. The 
record of sound was then (raced in this fatty film, and 
the zine plate subjected to the etching bath. 'The acid 
attacked the metal where the film had been removed, 
and etched the lines into the plate. This particular 
exhibit is quite old, it has been knocking around the 
work-shop some seven years, but the original smooth- 
ness and lustre of its central field is still observable. 
This central field, however, is absolutely free from any 
concentric markings that would indicate a paring 
action upon the turn-table. The etched plate was then 
electro-plated in the usual manner, and the electro-plate 
impressed into the hard disk as already explained. 
The hard dise record made by the etching system will, 
therefore, have a perfectly smooth and lustrous central 
field, free from any concentric markings (see Com- 
plainant’s Exhibit Old Gramophone Record). 

In the second place the lettering of these Berliner 
records was produced upon the original zine plate by 
pressing the stencil or stamp upon the filmy “ resist ” 
before the plate was subjected to the acid bath. Asa 
result, the lettering is shallow, and with a rough or 
pitted appearance (see Complainant’s Exhibit Etched 
Plate). This appearance of the lettering was repeated 
in the matrix and perpetuated in the ultimate hard 
record (seo Complaninant’s Exhibit Old Gramophone 
Record). 
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The Distinctions. 


A hard dise-record having : 


(a) Concentric markings upon its central field, and 
with 


(4) comparatively deep lettering with polished floor 
and slight marginal ridges, 
must have been produced by the engraving system and 
not by the etching system. These are ‘he only two 
practical methods known commercially. Now the two 
Exhibit Zonophone Records have 


(a) the concentric markings in their central field 
and 


(b) their lettering is characterized by the deepness, 
smooth bottoms and slight marginal ridges. 
Which of the two methods was employed in producing 
defendant’s zonophone records is obvious. The Court 
below was satisfied that our engraving system had been 
appropriated. In reply to this question defendant ad- 
mits that its records are produced by stamping from 
an electro-plated matrix, and that this matrix has been 
electro-plated upon an original record, consisting of a 
soft composition composed mainly of tallow and 
other ingredients” (Cheney, 'l., p. LO2, fol. 304), and 
that the style is embedded into the tallow composi- 
tion to produce their sound grooves (‘T., p. 119, Q. 
35), ete. 
, This affirmative evidence, taken in connection with 
Cheney’s evasive replies and his refusal to answer 
“many questions quite crucial in their character” (‘T., 
p. 168, fol. 502), satisfied the Court as a matter of fact 
that defendant’s disk sound records are produced in 
the same manner as complainant’s ; and, therefore, the 
Court determined, as a matter of law, that the same 
were infringements and should be enjoined. 

Now as to considering that defendant’s records are 
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made by the same system as complainant's, this being 
a question of fact, an Appellate Court will not reverse 
the trial Court unless there is no evidence at all to 
support it, or unless it is plainly or indisputably con- 
trary to the weight of the evidence. In fact, as to 
z ‘ questions of fact considered by the trial Court, the 
appellant must establish error beyond a reasonable 


doubt. 


“ The finding of the Court below on conflicting 
testimony has the force of a verdict, and will not 
be disturbed on appeal.” 


Jeffries vs. Metropolitan Life Ins. Co., 101 
U.S., 305. 

Hewitt vs. Campbell, 109 U. S., 103. 

Latta vs. Granger, 167 U.S., 81. 


We have already demonstrated, as a question of 
“i legal construction, that the production of our own disk 
records involves the invention of the four claims on 
appeal ; we have satisfied the Court below, as a ques- 
tion of fact (conclusive on this Court), that the defend- 
ant’s disk records are made in the same manner as our 
own; therefore it must follow conclusively that the 
defendant's sound records are produced in infringement 
of our patent claims, and the Court below has not 
abused its discretion in granting the injunction. 


Cheney's Refusal to Answer. 


Defendant's record-maker, Mr. Cheney, in many 

places refused to answer questions quite crucial in 

‘their nature, and we would refer the Court to the fol- 

lowing passages throwing light on his ex parte denial 

of infringement, to wit: T., p. 114, Q. 5; p. 115, Q. 

11;. p. 116, Qs. 18-21; p. 119, Qs. 32-36; p. 120, Qs. 
“ 40-43; p. 121, Qs. 49-52, Qs. 54,55; p. 123, Q. 66; 
p- 125, Qs. 82-84; p. 131, 125, 126 (see Q. 119); p. 
134, Qs. 145-149; p. 186, Qs. 168, 169; p. 137, Qs. 

ee 172-178; p. 140, Qs. 196, 197; p. 145, Qs. 238-240; 
a p. 146, Q. 243; p. 147, Q. 251 through Q. 259 on p. 
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154, Q. 298 
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154, Q. 293 through 295 on p. 155; p. 155, Qs. 299- 
303 (read with Q. 3 and Q. 6 on p. 114, and fol. 302, p. 


wiljnot reverse 
‘idence at all to 


disputably con- f 1C1); p. 158, Qs. 321-324; p. 159, Qs. 323, 329, 332, 
Tn fact, as to i 333; p. 160, Q. 835 through Q. 346 on p. 161; p. 162, 
rial Court, the } Q. 351; p. 163, Qs. 360-362 (read with fol. 303, pp. 
ida reasonable 101, 102); p. 164, Qs. 872-375. 
7 The witness having refused to answer most of the 
foregoing questious, cannot complain if the natural in- 
* on conflicting ference—infringement—be unfavorable to him. 
t, and will not 
“ The effect, however, which should be given to 
e Ins. Co., 101 the evidence may depend not only on what is 
averred, but also upon what is unsaid. * * * 
S., 03. , Defendant being the only one who knows the con- 
SL. 7 struction of the machine, his information is neces- 
é sary, since a disclosure would either corroborate 
#« question of him or corroborate the complainant. He has with- : 
Four own disk held the details, and may not complain if we are j 
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Is Defendant’s Record Too Soft? 


Appellant will contend that bis original record is too 
soft for direct reproduction, and therefore is not 
covered by our claims. To this we make four replies. 


(a) The evidence that this original reeord is too 
soft to be reproduced directly by defendant’s “ sound- 
box ” is the ew parte, we may say the ex cathedra, state- 
ment of the interested party Cheney. On the other 
hand, we find that his recording material is a plate or 
tablet (Q. 11, p. 115); that its surface has to be 
smoothed (Q. 18 e¢ seg.) ; that this cake or plate is 
subsequently placed im an electro-plating bath (Q. , 
p- ). He declines to state whether his material is 
softer or harder than cocoa butter or stearine (Q. 345, 
Q. 328). He says that while he is making his record 
he keeps his material cood (Q. 54, 55, p. 121). Farther- 
more, the appearance of the lettering on Complainant's 
Exhibit Zonophone Records indicates that a heated 
stamp has been impressed into the original tablet 
(Jones, p. 42, fol. 125). If his material was already so 
soft, there would be no need of heating the stamp. 
Finally, Mr. Cheney had in his possession an original 
record from which he had already obtained a copper- 
plate matrix (p. 102, fol. 306), which original record 
he offers to produce in Court. If this material was so 
soft as appellant would have us believe, it could not be 
preserved after the electro-plate matrix had been 
stripped away from it. 


(b) ven if Cheney’s tablet is too soft for direct re- 
productions by Cheney’s “ reproducer,” it does not 
follow that it is too soft for reproduction by some 
other reproducer, our own for instance. The particular 
composition specified in the patent in suit, bees-wax 
and paraftine, is comparatively very soft. 


(¢) The patentees at the date of their patent recog- 
nized the softness of this material and contemplated 
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obtaining electro-plates therefrom. See U. 8. Letters 
Patent, No. 341,287, granted May 4, 1886 (date of the 
patent here set up), to Sumver Tainter (one of the 
joint inventors of the patent in suit), on page 1 thereof, 
lines 28-30. 


(d) A patentee is entitled to all the uses to which 
his patented invention may be applied. Bell & 
Tainter are entitled to use their engraved records 
either for immediate and direct reproduction, or for 
obtaining electro-plated matrixes to impress the hard 
disk records, “ By the well established rule of the 
Patent Law the inventor is entitled to all the usages 
to which his invention can clearly be put ‘no matter 
whether he had conceived the idea of the use or not.’” 

Roberts vs. Dyer, C. D. 1876, 439 ; OULU. S. 
150. 

Ansonia Co. vs. Elec. Supply Co., C. D. 
1892, 313; 144 U.S., 11. 

Lovell Co. vs. Cary, C. D. 1893, 248 ; 147 
U. 8., 623. 

Miller vs. Eagle, C. D. 1894, 147; 151 U.S., 
186. 

Hill vs. Hodge, C. D. 1898, 480 ; 12 App. D. 
C., 528. 

Stow vs. Chicago, C. D. 1882, 1381; 104 U. 
S., 547. 


Conclusions. 


1. The patent is a pioneer, and the validity of claims 
7, 10, 17, and 18 has been sustained. 


2. We do not ask to have these claims broadened to 
inelude “equivalents,” etc.; we ask merely to have 
them construed literally according to the specification 
and their plain terms. 


8. The Court below did not err in holding that our 
own original disk sound records are covered by our 
claims. 
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4. Our hard disk sound records are produced by 
the system which necessarily involves the making and 
using of our patented original sound records engraved 
in the waxlike composition. 


5. The Court below found, from the evidence, as a 
matter of fact that defendants’ zonophone records were 
produced by the same system, likewise involving the 
manufacture and use of our patented original sound 
record engraved or cut or gouged (Patent, p. 1, line S) 
in waxlike material. 


6. This finding of fact should not be reversed except 
in a very plain case of abuse of “discretion, even if it 
be not conclusive on the Appellate Court. 


7. Defendant's records involve an infringement, and 
hould be enjoined. 
Dated New York City, November 10, 1902. 
Respectfully submitted, 
Pur Mavro, 
Cc. A. L. Massin, 
Of Counsel for Complainant. 
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